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TRADE MARKS REG STRY

Har nswort h House
13-15 Bouverie Street
London ECAY 8DP

Tuesday, 7th May 2002

Bef or e:
MR SI MON THORLEY QC
(Sitting as the Appointed Person)

IN THE MATTER OF THE TRADE MARKS ACT 1994
and

I'N THE MATTER OF TRADE MARK NO. B1281083 I N THE NAME OF
LABCRATORI ES ARKCOPHARVA SA AND REVOCATI ON APPLI CATI ON
NO 10520 BY AMERI CAN CYANAM D

and

IN THE MATTER OF AN APPEAL TO THE APPQO NTED PERSON FROM
THE DECI SION OF MR G SALTHOUSE, ACTI NG ON BEHALF OF THE
REG STRAR, DATED 14TH AUGUST 2001

Conput er - ai ded transcript of the Stenograph Notes of
Marten Wl sh Cherer Limted, Mdway House
27/ 29 Cursitor Street, London EC4A 1LT

Tel ephone No. 0207 405 5010. Fax No. 0207 405 5026)

MR G PRI TCHARD (instructed by Messrs Edward Evans Barker)
appeared on behal f of the Applicant for Revocation

M SS A. CARBONI (instructed by Messrs Linklaters) appeared on
behal f of the Registered Proprietor

APPROVED DECI SI ON
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THE APPQO NTED PERSON: This is an appeal to the appointed person

froma decision of M. Salthouse acting for the Registrar,
dated 14th August 2001. It arises in an application by

Aneri can Cyanam d Conpany for revocation of trade mark
B1281083 standing in the name of Laboratories Arkopharma SA,
a French conpany. The trade mark was registered in respect
of pharnmaceutical, veterinary and sanitary substances,
infants' and invalids' foods, all included in class 5 and all
containing zinc. The mark consists of the words

A TO ZI NC

The application was made on 8th January 1999, relying
upon the provisions of section 46(a)(b) of the Trade Marks
Act 1994. The grounds stated that the nmark had not been put
to genuine use in the United Kingdomin relation to vitamnn,
m neral or dietary suppl ement products.

The proprietors filed a declaration by an enpl oyee of
their trade nark agents, M. Bilewcz, and that is the sole
evidence that is relied upon in support of use.

M. Pritchard, who appeared before nme on behal f of the
proprietors, accepted that, by reason of section 100, the
onus of proving use lay upon his clients, but he rightly
urged on nme that the | evel of proof that was required was the
normal civil standard - the bal ance of probabilities.

Before | turn to the decision and the evidence, it is

first necessary to deal with a prelimnary point raised by
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M ss Carboni, who appeared on this appeal on behal f of
Anerican Cynamid. She raised, in correspondence, in her
skel eton argunent and before ne, the argunent that | shoul d
di smiss this appeal on procedural grounds on the basis that
rule 63(1) of the Trade Marks Rul es 2000 had not been
conplied with. Rule 63(1) provides that: "Notice of appea
to the person appoi nted under section 76 shall be sent to the
registrar within 28 days of the date of the registrar's

deci sion which is the subject of the appeal acconpanied by a
statenment in witing of the appellant's ground of appeal and
his case in support of the appeal."

The document filed purporting to conply with that is a
letter of 11th Septenmber 2001 from Edward Evans Barker, trade
mar k agents acting on behal f of Arkopharma. | do not propose
to set it out in full; it consists of 14 nunbered paragraphs,
each of which purports to identify an error on the part of
the hearing officer. M. Pritchard suggested that | should
have particular regard to paragraphs 1, 2 and 12.

Paragraph 1. "The Hearing Oficer erred in his
anal ysis of the evidence filed on behalf of the registered
proprietors. ™

Paragraph 2. "The Hearing Oficer erred in the wei ght
he gave to substantiality in relation to use."

Paragraph 12. "The Hearing Oficer erred in hol ding

that the level of sales was so mininmal as not to constitute
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genui ne use."

M. Pritchard suggested that paragraphs 3 to 11 could
properly be considered to be particulars in relation to
paragraph 2. | agree.

The purpose underlying rule 63 has been considered in
this tribunal on a nunber of occasions, in particular in
Cof feem x [1998] RPC 717, where the appointed person
concl uded, on page 722: "The above considerations highlight
the inportance of a full Statenent of G ounds of Appeal and
St atenent of Case being served pursuant to [what was then]
Rule 57. When | say full, | do not nean that the docunent
shoul d be prolix or, indeed, drafted with any degree of
formality, such as might be the case as with a Notice of
Appeal to the Court of Appeal. It mnmust be full in the sense
that it must outline each of the grounds of appeal relied
upon and state the case relied upon in support of those
grounds. It should be as succinct as possible but it nust be
conplete.”

I intend to adopt that approach in considering the
adequacy of this docunent. It is to be noted that the
docunent is dated 11th Septenber 2001. This was a short tine
after the Hi gh Court and the appointed persons had consi dered
the status of an appeal to the appointed person in inter
partes hearings as a result in the changes introduced in

appeal processes by the CPR
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In South Cone v. Reef and in the Royal Enfield case, it
was concl uded that an appeal to the appointed person in inter
partes proceedi ngs should be treated no differently to an
appeal to the Hi gh Court fromthe Trade Mark Regi stry which
inturn, is treated no differently to an appeal fromthe Hi gh
Court to the Court of Appeal. It is necessary to show that
the hearing officer has erred in principle or was in sone
respect plainly wong.

I do not believe that the notice of appeal in this case
can be criticized for not approaching the appeal on the basis
of the necessity to raise an error of principle. No doubt,
now that the decisions in South Cone and Royal Enfield are
well known, it will be incunbent upon those filing notices
of appeal to seek to analyse, in an appropriate case, where
it is that the hearing officer has erred in principle; but I
do not believe that it would be just to direct a specific
criticismat this notice of appeal drafted, as it was, a very
short tinme after those judgnents had been given

Secondly, the decision in question relies upon the then
existing authorities relating to non-use, particularly the
Crate & Barrel decision of Jacob J ( Euromarket Designs
Incorporated v. Peters & Another [2000] ETMR 1025). Since
that date, Jacob J has given a further judgrment, dated 19th
Decenber 2001, in an appeal fromthe Trade Mark Registry in

the matter of UK Registered Trade Marks Nos. 1338514 and
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1402537 in the name of Laboratories CGoemar SA and in the
matter of Applications for Revocation by La Mer Technol ogy
I ncor porated, a case which has been referred to before ne as
La Mer. As will be apparent fromthose dates, the judgnent
of Jacob J in La Mer cane after the notice of appeal

The notice of appeal is brief. 1In effect, it says that
the hearing officer was plainly wong in his analysis of the
evidence and in his approach to that evidence. |In a case
such as this, such a brief notice of appeal nmay well be
acceptable. | do not suggest for a nonent that it should be
used as a precedent, but | do not think that, reading it as a
whol e, American Cyananmid could be left in any doubt that, on
this appeal, Arkopharma intended to challenge, root and
branch, both the hearing officer's approach to the | aw and
his anal ysis of the evidence

In these circunstances, whilst | fully understand the
concern of American Cynanmid that they were not able to see
precisely where it was that Arkopharnma were going to cone
fromon this appeal, | think it would be wholly inappropriate
to dismiss this appeal in the exercise of ny discretion on
the ground that rule 63 had not adequately been conplied
with. In ny judgnent it has - just.

I turn then to the substantive appeal. By the tine
this matter came for hearing before me, both Anerican

Cyanam d and | had been supplied with a skel eton argunent by
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M. Pritchard, which identified two separate subm ssions,
first, a submission that the hearing officer had erred in | aw
in approaching the Crate & Barrel case in the wong way now
that that case had been further explained by Jacob J in the
La Mer case and, secondly, he urged that, once that error of
principle had been identified, it was open to nme to revi ew
afresh the evidence filed and to conclude that the hearing
of ficer had been wong in reaching the conclusion he did in
paragraph 26 of his decision, in which he concluded that
there was no evidence of use of the mark A TO ZINC during the
rel evant period at all

In the La Mer case, Jacob J reviewed section 46 and his
own decision in Crate & Barrel. In the final event, he
concluded that it was necessary to refer a question to the
Eur opean Court of Justice in order to determ ne the precise
meani ng and anbit of the words "put to genuine use", which
occur in section 46

However, before doing so, he expressed his own views.
In paragraphs 7-9 he stated as follows: 7. "It is comon
ground that the key question in the case of each mark is
whet her it has been 'put to genuine use' within the rel evant
period '"in connection with the goods in respect of which it
is registered.' The relevant period is 5 years" |eading up
to the application for revocation, which in this case was in

January 1999.
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8: "Qur Act, sensibly, explicitly requires the trade
mark owner, to prove use of his mark when non-use is alleged.
Probably that is inplicit under the Regul ation too, for who
is to know nost about the details of use other than the owner
of the trade mark? The way the UK Act puts it is in section
100: 'If in any civil proceedings under this Act a question
arises as to the use to which a registered trade mark has
been put, it is for the proprietor to show what use has been
made of it'."

9: "In the present case, use was not proved well.
Those concerned with proof of use should read their proposed
evidence with a critical eye - to ensure that use is actually
proved - and for the goods or services of the mark in

question. Al the t's should be crossed and all the i's
dotted. |In the present cases there was a difference between
the total sales figures and relevant sales. M. Mllor, for
the applicants for revocation, told nme that sorting out the
wheat fromthe chaff involved a lot of work. In the end,
however, he accepts that sone very snall potentially rel evant
sal es under the marks were proved."

Jacob J continued in paragraph 12 to state as foll ows:
"The sal es were not over a continuous period. Wat happened
was that the conpany appointed an agent, Health Scope Direct

Ltd. This was a snall enterprise, based in Banff, Scotl and.

It appears to have nmade preparations to sell the products via
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a ' Tupperware' system i.e. appointing nmenbers of the public
as sub-agents who were to sell via private parties. Wether
that ever got off the ground is not disclosed, even though
the owner of Health Scope gave sone evidence touchi ng ot her
matters. M. Mellor, rightly in ny judgnment, submits that no
inference as to sales to the public should be drawn. The
onus lies on the trade nmark owner - if sales to the public
were to be proved, it would seem nothing coul d have been
easier."

Jacob J then went on to review the history of the Act
and the purposes underlying it, and eventually concluded wth
his own opinion in paragraph 29. He said: "Now ny own
answer. | take the view that provided there is nothing
artificial about a transaction under a mark, then it wll
anount to 'genuine' use. There is no lower limt of
"negligible'. However, the snaller the amunt of use, the
more carefully must it be proved, and the nore inportant will
it be for the trade mark owner to denonstrate that the use
was not merely 'colourable' or 'token', that is to say done
with the ulterior nmotive of validating the registration
Wiere the use is not actually on the goods or the packaging
(for instance it is in advertisenent) then one nust further
i nquire whether that advertisenent was really directed at
custoners here. For then the place of use is also called

into question, as in Euromarket."
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I think it is clear fromthis judgnent that the
question of what is or is not genuine use is a question of
sonme conplexity. It is equally clear that a prerequisite to
i nvoki ng any question of genuine use is to show use at
all.

In the present case, | amsatisfied that the evidence
that has been filed is insufficient to constitute any
evi dence of use. | propose therefore to disniss this appea
on the basis that no evidence of use has been shown. Had it
been that | was satisfied that there was sone mni ma
evi dence of use, it would have been appropriate, in all the
circunstances, | believe, to invite subm ssions as to whether
or not this appeal should be stayed pending the result of the
reference in La Mer.

As indicated, the evidence consists of a statutory
declaration of M. Bilewcz. The relevant parts are
paragraphs 6 and 7, which state as foll ows:

"6. As part of its business the registered proprietor
attaches a significant inportance to vitanm n, mineral and
dietary suppl enents, and indeed, to service the UK market,
has a presence in the UK the location of which is shown on
its UK packaging. Now produced and shown to ne, exhibit
MDB 2, are two sanpl e packages relating to the registered
proprietors multi vitam n and mneral capsul es and bearing

the trade mark A TO ZINC. "
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A reference to that exhibit shows packagi ng sold under
the primary trade mark AZINC. It has on it the name
Ar kopharma, an address, Coul dsdon, Surrey, CR5 2HT, and in
two | ocations has the expression FROM A TO ZI NC. For present
purposes, | amprepared to assunme w thout deciding that the
words FROM A TO ZINC constituted use as a trade mark. It is
to be noted that paragraph 6 gives no evidence as to whether
t he packagi ng was ever used at all and, in particular, when
it was used. There is nerely an exanple of a pack
Par agraph 7 reads as foll ows:

7. "Now produced and shown to nme marked exhibit MDB 3
are a series of docunents including a copy invoice dated 3rd
April 1998 relating to a quantity of the proprietors AZI NC
conpl ex product (AZI NC conplex is the range brandi ng which
appears on the sanple packs exhibited in MDB 2 and whi ch bear
the trade mark A TO ZINC). Also included in exhibit
MDB 3 is a copy shipping docunent dated 3rd April 1998
relating to the AZINC conpl ex product.”

Paragraph 7 then goes on do deal with exhibit MDB 4 and
a letter dated 12th April 1999. M. Pritchard accepted that
if he could not succeed on the basis of exhibits MDB 2 and
MDB 3, he could not succeed on the basis of any information
contained in exhibit MDB 4.

Exhibit MDB 3 consists, as indicated, of the invoice

dated 3rd April 1998, with a shippi ng docunment whi ch adds

10
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little. The invoice is fromthe registered proprietor to
Arkopharma UK. It is partly in French and partly in English
and | amnot prepared to take any point on the fact that part
of it is in French. It is abundantly plain what the docunent
is referring to; it is referring to the 2070 packages of
AZINC complex. It refers to a price of £1,656.

On its face, this docunent shows that Arkopharma were
i nvoi ced for that quantity of AZINC conplex and that there
were shipping instructions to send it by truck. It is a
proper inference fromthis, in the absence of any chall enge
from Anerican Cyananmid, that this quantity of AZlI NC conpl ex
was inported into this country and was recei ved by
Arkopharma UK in this country in 1998. Any further inference
however is not, in ny judgment, proper

M. Pritchard urged upon nme that it was proper to draw
an inference fromthe passage in parenthesis in paragraph 7
of the declaration that | have quoted above, that the AZI NC
conpl ex products inported were in the packagi ng shown at MDB
2. Wiilst the nunber of packs and the weight given are
consi stent wi th packagi ng of the size contained in exhibit
MDB 2, there is absolutely no nmaterial in exhibit MDB 2 which
entitles me to draw any inference that the products were in
t hat packagi ng or, indeed, that the products were distributed
in this country.

Jacob J nmade it quite plain in the La Mer decision that

11
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it is for the proprietor to prove use. As he put it, all the
t's should be crossed and all the i's dotted.

In ny judgnent, there is not even the beginnings of a
case here to satisfy me, on the bal ance of probabilities,
that the trade mark was used at all in this country in the
rel evant peri od.

M. Pritchard sought to draw confort fromthe fact that
Anmerican Cyanami d had not to challenged his evidence. In ny
judgrment, they were correct in not challenging the evidence

The evi dence was not good enough; it did not need to be

challenged. It is for the proprietor to adduce evi dence of
use. It does not seemto ne, in this case, that there would
have been any difficulty in adducing evidence of use. |If

Arkopharma UK had indeed dealt in the products in the
packagi ng, nothing could have been sinpler.

It was not done and, therefore, the hearing officer was
correct in reaching his conclusion that the evidence of use

did not exist. This appeal will therefore be disn ssed.

MSS CARBONI:  May | apply for costs? | think the usual tribuna

practice notice applies. The ability to award costs is
derived froma conbi nati on of section 76(5) of the Act and
section 68(1)(a), which effectively says that rules can be
made for the award of costs by the appointed person. Under
rule 60 of the Trade Marks Rules, it says that the registrar

and for that read the appointed person as well, may, by

12



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

order, award to any party such costs as nay be consi dered
reasonabl e and direct how and by what the parties are there
to be paid.

In this case, | like to ask for nore than you woul d
per haps get under the standard awards. There is a Tribuna
Practice Notice No. 2/2000.

THE APPO NTED PERSON: | get referred to it fairly frequently.

M SS CARBONI: The basic policy is for cost awards to be dealt
with by reference to the scale set by the office, but it is
said that hearing officers, and I amjust reading fromthe
sunmary at the front of that ----

THE APPO NTED PERSON: W can deviate, but we need good reason to
doit. That is what it conmes down to.

MSS CARBONI: In this case, they did nmanage to get the appea
heard by the skin of their teeth, just getting their notice
in. You have found that the case was essentially hopel ess on
the evidence that was presented. They had the first
opportunity to put their evidence in in the first round, and
they had a further opportunity under the rules to add
evi dence subsequently before the first instance
heari ng.

Subsequently, all they have tried to do is to show that
the hearing officer got it wong. You have established that,
really, a better job should have been done to support the

mark. |In the neantine, American Cynam d have had to battle

13
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on to actually get rid of the mark fromthe register. W
actually handed to the other side a statenent of costs in the
appeal this norning. That is done in the fornmat

that ----

THE APPQO NTED PERSON: That is the Hi gh Court format. Have you
had a chance to look at this, M. Pritchard?

MR PRI TCHARD: | have, yes.

M SS CARBONI : That does include the work done on the request for
the appeal not to be heard at all in the ternms of formality.
In that respect, | think it needs to be perhaps discounted as
| did not succeed on that point. O course, we had to do al
the work in looking into the ----

THE APPQO NTED PERSON: | under st and

MSS CARBONI: At first instance, there was an award whi ch has
not been paid pendi ng the appeal

THE APPO NTED PERSON: That is 1235

M5. CARBONI: That is right.

THE APPO NTED PERSON: M. Pritchard?

MR PRITCHARD:. | will address you first on the principle of the
scal e and cone back to the costs. W say this is no
different fromany other normal appeal to the appointed
person. There is no particular defect here, we say, that
allows a punitive award of costs, the effect of which
effectively to go outside the scale is punitive. O course,

havi ng found that there was no use, it is inevitable that the

14
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THE

THE

evidence is not what it would have been if it had found use.
That is the inevitable result.

On that argunent, one would in fact find the Hi gh Court
scal e woul d be used for virtually every appeal in front of
t he appoi nted person. That nust be wong, and that is not
why the scale is there, sir, because there is a very good
reason for the scale, which | do not need to rehearse
Because of the nature of appeals in front of the appointed
person, it would be wong, we say, to start a practice
deviating to award proper costs, or costs that are close to
proper costs, except under very exceptional circunstances.
W say that this is not a very exceptional circunstance.

The fact that an application was not nade to put in
further evidence, we say, is neither here nor there, in
particul ar, because we mainly relied upon this appeal on the
decision in La Mer.

APPO NTED PERSON: You are not suggesting that | shoul d nmake
any deduction fromany award that | was proposing to nake on
the basis of the argunent relied upon for striking you out,
on whi ch you have just succeeded?

PRI TCHARD: |t depends on which basis. If one is on the
scale basis, no. |If one is on the basis of [ooking at the
bill of costs, then | have several comments to neke; that is
but one of them

APPO NTED PERSON: Let us deal, first of all, with the

15
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question of the scale basis. |If | decide to go off the

scale, | will cone back to you

M SS CARBONI: There are two points. One is that it is being

said that what we are asking for is a punitive award of
costs. It is not; it is a conpensatory award. The second
point is a point which, in sone respects, can be nade on
every application to the appointed person, which is that this
coul d have been heard in the Hi gh Court

In this case, the appeal was nmade in Septenber. It
turned into a potential debate on a new principle of |aw
whi ch appeared to have been laid down in Coemar. That
deci sion canme out in Decenmber. Had that apparently been the
purpose of the appeal at the tinme, | suspect that this is
sonet hi ng which may well have ended up in the H gh Court
rat her than before the appoi nted person because it was

dealing with a decision of Jacob J.

THE APPQO NTED PERSON: Neither of you applied to transfer, and

nei ther of you wanted nme to send it to Europe.

MSS CARBONI: That is right. Should we stick with a nethod of

paynment, method of costs award, which is like the first

i nstance registry decisions, or should we deal with the
matter in a case which is nore akin to the Hi gh Court
approach? | amsaying that this is closer to the H gh Court,

nmore akin to the H gh Court approach

THE APPO NTED PERSON: | turn then to the question of costs.

16
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Al t hough the appoi nted person has the usual w de discretion
as to costs in the nornal case, it is the policy of this
tribunal, as with the Registrar, to make an award of costs
wel | knowi ng that that will not conpensate the successfu
party in the same way that an award of costs on a H gh Court
scal e woul d do. The reasons for this are well known, and
do not propose to anplify upon them

The question is whether in any particular case there
are exceptional reasons for departing fromthe conventiona
scale. It is suggested by Mss Carboni in this case that
there are exceptional reasons. First, she drew attention to
the fact that the outconme of ny decision was that their case
was essentially hopel ess on the evidence and that, therefore,
t he appeal shoul d never have been proceeded with. Secondly,
she drew attention to the fact that, as a result of the
La Mer case, difficult questions of |aw now arose, naking
this nmore akin to the sort of case which would go to the High
Court.

| am not persuaded that either of these grounds mnake
this an exceptional case. | have not castigated the evidence
of Arkopharna as being frivolous; it sinply was not good
enough. They were entitled to appeal, to argue that it was
good enough. In that respect, this is not an exceptiona
case.

So far as the question of the simlarities on this

17
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appeal to an appeal to the H gh Court are concerned, this
will apply to many appeal s which conme before this tribunal.
It is the election of the appellant to come here, know ng
that, save in an exceptional case, this will serve as a cap
both on the costs he will have to pay and equally that he
will receive if successful. Again, | do not think this is
exceptional .

In the tribunal below, M. Salthouse nmade an award of
£1,235. M. Pritchard has accepted, | think quite rightly,
that if | were minded to make an award on the basis of the
usual scale, it would not be appropriate in this case to
penal i ze Anerican Cyananmid for having narrowWy failed on
their prelimnary issue.

In all the circunstances, | propose to nmake a further
award, equivalent to that awarded by M. Salthouse, in the
sum of £1,235 in addition to the sumal ready ordered by him
It will be paid within 7 days of today, as will the sum
ordered by M. Salthouse.

I's there anything el se?

M SS CARBONI :  No.
MR PRI TCHARD: No.

THE APPQO NTED PERSON: Thank you both very much i ndeed.

18



