TRADE MARKSACT 1994

IN THE MATTER OF Application No 2118079 by
Notetry Limited to register atrade mark in Class 9

Introduction

1. On 10 December 1996, Notetry Limited gpplied to register a series of Six trade marksin
Class 9 in respect of:

"Apparatus for cleaning, polishing and shampooing floors and car pets; vacuum
cleaners; carpet shampooers; floor polishers; parts and fittings for all the aforesaid
goods.”

2. The series of marks conssted of arange of different ways of representing atransparent bin
or collection chamber forming part of the externd surface of a vacuum cleaner. The marks on
the gpplication form presented the concept in a descending order of generdity. The first mark
congsted of just the words:

"The mark consists of a transparent area on the external surface of the goods through
which the interior of the collection chamber for dirt, dust, liquid and other waste
material can be seen.”

- whereas the fifth and sixth marksin the series congst of the words and pictures shown
below.
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3. Thefirg four marksin the series were subsequently deleted.

4. The applicant has subsequently indicated that it is content to restrict its pecification of
goods to ‘vacuum cleaners. Hereinafter | will assume this to be so.

5. Theremaining two trade marks were originally the subject of objections under Section
3(1)(a) of the Act on the grounds that the marks were incgpable of distinguishing the goods of
one undertaking from those of other undertakings, and under Section 3(2)(b) on the grounds
that the marks conssted exclusively of a shape necessary to achieve atechnicd result.

6. Inaletter dated 10 December 1997, the Registrar set out in some detail the reasoning
behind the objection under Section 3(1)(a). The transparent bin was said to be a festure of the
goods that may serve, in trade:-

"a. to demonstrate that the vacuum cleaner is bagless, and
b. in a functional manner to indicate content level of container.”

With regard to the second point, the Registrar pointed out that the applicant's own
promotiona materid drew attention to the trangparent collection bin's advantage of informing
the user when the bin needed emptying.

7. The applicant's Trade Mark Attorney responded in the following terms:

"We do not deny that the transparency of the collecting bin gives an added functional
advantage to our client's machines by allowing the user to see into the interior of the
collecting bin in order to gauge when the binisfull. However, this functionality only
comes into play after the machine has been purchased and used for its intended
purpose. During the time when the product is being offered for sale and sold, which
is the time when trade marks are actually put to use, there is no collection of dirt and
dust in the bin and therefore viewing through the transparent wall of the bin cannot
tell the purchaser whether the machineisfull or not. In fact, during the critical time



(i.e. during offer for sale and sale of the product), the only "function” of the clear bin
isto allow the interior of the vacuum cleaner to be viewed and the only effect this has
on the purchaser is aesthetic.”

8. The applicant further submitted that the essentid feature of the marks conssted not of a
"shape’, but of atransparent surface.

9. The Regidrar accepted the last argument and waived the objection under Section 3(2)(b)
on that bass. The objection under Section 3(1)(a) was maintained on the basis described
above. The Registrar subsequently raised further objections under Section 3(1)(b) and (c) of
the Act. The objection under Section 3(1)(c) was said to arise because:

".... the mark consists exclusively of a sign that may serve, in trade, to designate the
kind and intended purpose of the goods in question, i.e. bagless vacuum cleaners with
a collecting chamber that isvisible in usein order that the user can easily see when it
isfull.”

10. The objection under Section 3(1)(b) was raised on the same factua basis.

11. It was observed that the reasoning behind the | ate objections was the same as that behind the
outstanding objection under Section 3(1)(a), and that it had dways been implicit that these
further legal objections were behind the Section 3(1)(a) objection, and would need to be
addressed if it was overcome.

TheHearing

12. The matter came before me on 1 March 2002, when the gpplicant was represented by Mr H
Carr QC, instructed by Wragge & Co.

Summary of the Applicant's Written Evidence

13. The applicant's evidence fdlsinto three categories. Firdly, there is evidence from Mr James
Dyson, the moving force behind, and sole Director of, the gpplicant. Mr Dyson's evidence goesto
the development of the Dyson vacuum cleaner, the origins of the transparent collection bin, and the
use made of the marksin the UK since 1993. Secondly, there is evidence from Gillian Ruth Smith, a
Trade Mark Attorney, Michagl Robert Griffin, Dominic John Nickless, Susan Elizabeth Blackwell
(al Research Executives) and David Raymond Barron (a solicitor and partner in Wragge & Co),
who describe how two public surveys were undertaken to establish the public's recognition of the
trangparent bin feature of the gpplicant's vacuum cleaners, and how 41 witness statements were
obtained from respondersin the survey. Thirdly, there is evidence from Miles Richard Pennington,
Charanjit Singh Nandra, Professor John Howard Drane and Peter David Gammeack (who are all
designers) that goes to the role played by transparent materidsin the design of new products, and
the avallability of other design solutions to perform the function of informing the user of abagless
vacuum cleaner when the collection bin needs emptying.



Oral Evidence

14. Five of the gpplicant's 41 consumer witnesses attended the hearing on 1 March to give
additional ord evidence.

Evidence about the Origin and Use of the Marks

15. The evidencethat | had from Mr Dyson at the hearing is contained in a Satutory declaration of 3
January 1997 and awitness statement of 13 February 2001.

16. Mr Dyson isthe inventor of the cyclonic technology used in the vacuum cleaners sold on behaf
of the applicant by Dyson Appliances Limited (hereinafter Dyson). Mr Dyson states that:

"The first domestic vacuum cleaner | designed and which was sold to the public was
called the CYCLON. | made the initial visual model for the CYCLON vacuum cleaner
out of wood. By August 1983, | had made a prototype version, incorporating the
cyclonic separation system as planned. This prototype version included a transparent
bin in the same way that earlier development models had. | thought that a customer
purchasing a vacuum cleaner using the cyclonic technol ogy would want to be able to
seeinside the bin too. | also believed that it would help the customer to understand
the new cyclonic technology and prove to the customer that the vacuum cleaner was
doing itsjob of picking up dust and debris and retaining it inside the cleaner.
Further, | believed that the customer would appreciate the entertainment aspect of
this feature.”

17. He continues that he demongtrated a vacuum cleaner featuring a trangparent collection bin to 15
manufacturers of vacuum cleaners during the 1980's. Although the concept of atransparent
collection bin was not amgor issue a the time, he recdls that "more than one' manufacturer
expressed adidike of the "clear/smoked” bin feature. He says that when the Dyson Dua Cyclone
vacuum cleaner was first made in 1993, many potentid retallers expressed a didike of the
trangparent bin. Despite this perceived resistance to the transparent bin, Mr Dyson decided to
continue with it because he considered it to be a very important feature that @ alowed the customer
to see where the dirt was collected, b) to understand how the cleaner was working, and c) to see
that it was effective.

18. Vacuum cleaners carrying the trangparent bin were first sold in the UK by Dyson Appliancesin
March 1993. Mr Dyson provides approximate figures for annua turnover in 1993 through to
September 1996. These figures show that salesin 1993 were gpproximately £3M. By 1995,
turnover had risen to £35M. In the first nine months of 1996, the turnover increased further to
£60M. Vacuum cleaners bearing the transparent bin feature are sold through mgor eectrica goods
retailers and through catalogues of domestic goods. Exhibit JD2 to Mr Dyson's statutory declaration
shows advertisements in various cata ogues for vacuum cleaners corresponding to those shown in the
representations of the marks in the application form. Most of these are dated around the date of the
goplication in 1996.

19. Exhibit JD1 to Mr Dyson's statutory declaration condsts of examples of the gpplicant’s
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own promotiona materid. The materid comprises a booklet about the company dated 1996 entitled
“Doing A Dyson” , and two undated promotional brochures for the applicant’ s upright and cylinder
type cleaners, corresponding to the vacuum cleaners shown in representations in the application.
Many of the features of the cleaners are picked out for mention in these promotiona brochures,
including a "telescopic hose and wand", "sdlf-adjusting head”, "Triple-row brush bar" and the "Clear
bin". Thewords"Clear bin" are followed by the letters "tm" in smdl font. The “Clear bin” is
described like this:

"This has 3 clear advantages: you can see how well the Dyson works; you can enjoy
watching it (most people find it fascinating); and you can always tell when it's full.”

20. Above dl, the gpplicant's promotiona materid makesit clear that the Dua Cyclone vacuum
cleaners are new in that they are bagless vacuum cleaners. The strap line “ Say goodbye to the

Bag” isfeatured prominently Exhibit JD2 to Mr Dyson’s later witness statement consists of alist of
design awards won by Dyson vacuum cleaners, some of which were in 1995 and 1996. Exhibit JD3
consgts of samples of advertisements for the vacuum cleaners, and articles in the press about them.
Most of these are from 1995 and 1996. Most of these adverts/articles include a picture of one of
the two vacuum cleaners shown in the gpplication form. The fact that the cleaners are baglessis
aways mentioned. There are a scattering of references to the transparent bin. For example an
aticlein "Woman's Own" in 1995 about a comparative test of vacuum cleaners says this about the
Dyson cylinder cleaner (a photograph of which is shown in the article):

"This vacuum claims to have 100 per cent suction, 100 per cent of the time because it
doesn't have a dust bag. Instead, it has a clear dust bin which takes the guesswork
out of deciding when it needs to be emptied.”

21. A few of the articles note that a different bin was adopted by Dyson for the Japanese market,
(which it appears to have entered in 1995) as aresult of the perceived preferences of the Japanese
consume.

Survey and Consumer Evidence

22. Michad Griffin of GFK Marketing Services Ltd gives evidence about the results of two public
surveys conducted on behaf of the gpplicant in May/June 1999. The first survey was part of an
omnibus survey regularly conducted by GFK Marketing. The second survey was an ad hoc survey
directed a consumers who had bought a vacuum cleaner in the previous two and a haf years. 1509
respondents took part in the first survey. 1005 took part in the second.

23. The same two questions were used in both surveys. Thefirst question was.

"Are you awar e of any domestic vacuum cleaner with a clear or transparent dust
collection chamber or bin?"

Those that answered this positively were asked a second question:

"Could you tell me who makes this particular vacuum cleaner?"



24. Gillian Ruth Smith's evidence explains that these questions originated in an earlier survey
commissioned by the gpplicant to show that the colours yelow and slver were ditinctive of its
vacuum cleaners. The questions were gpparently agreed with the Examiner of the earlier gpplication.
Ms Smith notesin aletter to Dyson exhibited to her declaration, that she had "beaten (the
Examiner) into submission on the survey questions.”

25. Inthefirst survey, 1206 of the 1509 respondents was aware of a vacuum cleaner with a
trangparent collection bin. In the second survey, 867 of 1005 respondents were aware of avacuum
cleaner with this feature,

26. Dominic Nickless of GFK Marketing gives evidence about how he coded the respondents
answers to the second question in the surveys. He explains that those who specified Dyson definitely
and with no hesitation were coded as 1. Those who specified Dyson definitely but with hesitation
were coded 2. Those that specified Dyson with some uncertainty were coded 3. Those who
mentioned Dyson and other manufacturers (named or unnamed) were coded 4 or 5. Those who
mentioned only two other manufacturers (Electrolux and Hoover) were coded 8 and 9. ‘Don't
knows' , those who were thought to have dluded to Dyson without actualy mentioning the name
(which appears highly problematica to me) and "other" were coded 6, 7 and 10, respectively.

27. Of the 1206 respondents in the first survey who were aware of avacuum cleaner with aclear
bin 619 are recorded as answering the second question as "Dyson” with no hedtation. A further 88
are coded as having answered "Dyson™ with some hesitation, making 707 of the origind total of
15009.

28. In the second survey, 452 of the 867 who answered the first question positively are coded as
having specified 'Dyson’ with no hesitation in response to the second question. A further 150 are
coded as having specified Dyson with some hesitation, making 602 of the origina sample of 1005.

29. Inthefirgt survey 175 respondents mentioned Dyson and another manufacturer, or just another
manufacturer in their answers, not including those coded under “other”. In the second survey the
corresponding figure was 90.

30. The verbatim responses to question 2 are exhibited to Mr Nickless's declaration.

31. Susan Blackdl isamember of the Market Research Society. She has much relevant experience.
Dyson asked her to review the results of their surveys. On whether the surveys were representative,
Ms Blackall concludes that, assuming that both surveys were comprised of random samples, the
maximum margin of error in the first survey would be 2.5% either Sde of percentagesin the range 40
- 60%. In the second survey the margin of error islikdy to be within 3.1% ether Sde of
percentages observed in the range 45 - 55%.

32. With regard to the appropriateness of the questions asked, and the sufficiency of the results, Ms
Blackdl saysthis

"The questions actually used for the two surveys are not in themselves leading. The



first question, in particular, is not materially different from the first question
suggested above.

However, the second question actually used in the surveys could possibly be
construed as leading people 'into a field of speculation that they would never have
embarked upon had the question not been put, since their immediate associations with
the clear bin might not include the brand name. Asking the question in the way
suggested pushes them explicitly in that direction, and for some people, they might
have to do a deliberate memory search to produce the answer. The question could
therefore lead to an over statement of real brand name association with the clear bin.
However, it does appear that this was taken into account in the way in which the
response to the question were coded, so that any hesitation on the part of the
respondent was recorded and such answers could be discounted if a very pure
response was required.”

and

"In assessing the sufficiency of the results, it must be remembered that the second
guestion in the survey was only asked of those who said they were aware of vacuum
cleanerswith a clear dust collection chamber. This proved to be 80% of the omnibus
sample and 86% of the ad hoc survey sample. So out of the total samples, the
proportions identifying Dyson with the clear chamber were 41% for the omnibus
survey and 45% for the ad hoc survey. These results cannot be said to be a majority
of either sample, even allowing for margins of error.

However, the proportions making definite identification with Dyson in the two surveys
are only just significantly different, and since they were obtained from two separate
surveys, this gave some assurance that they are in the right ballpark.”

33. David Barron of Wragge & Co gives evidence about how 41 witness statements were obtained
from respondents in the first or second survey whose answers were coded 1. GFK Marketing
Services were asked to work through the list of names until they had identified 60 respondents who
were willing to be interviewed by Dyson's lawyers. Eventudly 42 witnesses were interviewed by
solicitors a Wragge & Co, some by telephone. All the potentia witnesses were told that the
purpose of the interviews was to collect evidence to support Dyson's trade mark application. A
script was used for each interview (a copy of which comprises exhibit DRB4 to Mr Barron witness
Statement).

34. A note of the discussion was drafted as soon as possible and witness Statements drafted by
two solicitors at Wragge & Co who were present at the interview, based upon their notes. The draft
witness statements were then sent to the witnesses for signature. They were given the opportunity of
suggesting amendments. 41 were eventudly returned, and these are in evidence. Judging from the
witness statements, the most common points of discussion seem to have been:

a) when the witnesses first became aware of the Dyson vacuum cleaners,



b) whether the witness owns one;
C) what the witness would look for to identify a Dyson vacuum cleaner;

d) who the witness would think made a vacuum cleaner with a transparent collection
bin;

€) how the witness would describe a Dyson vacuum cleaner to a friend who knew
nothing of vacuum cleaners,

f) the witnesses knowledge of, and reaction to, other undertakings producing vacuum
cleaners with atransparent collection bin.

35. Not dl of the witnesses say something about each of these points. Some only cover three. A
few cover them dl. Itispossbleto say that 23 of the 41 witnesses owned a Dyson vacuum cleaner,
and anumber of others had close relative that owned one.

36. Not dl the answers were clear, but asfar as| can tell, 28 of the 41 witnesses claim to have
been aware of the Dyson vacuum cleaner in 1996. The witness statements were made in August
2000. Understandably some witnesses were less sure than others about when they  first became
aware of the Dyson vacuum cleaner.

37. Itisnot possble to quantify the witnesses contributions on the other points as easily because the
points covered in the remainder of the witness statements varies from witnessto witness. It isfair to
say that they dl "associated” the trangparent bin with a Dyson vacuum cleaner. | will return to the
witnesses statements and the ord evidence | heard from 5 of the witnesses | ater.

Evidence about the Design

38. Professor John Drane, Miles Pennington and Charanjit Nandra, give evidence about how they,
a Dyson’srequest, conddered dternative ways (to atrangparent bin) of designing a vacuum cleaner
S0 that the user can tell when the collection bin needs emptying. However, it is convenient to focus
on the evidence of Peter Gammack, a Design Engineer a Dyson Appliances, who offers opinions
about which of the dternative desgnsidentified by the external design team are feasible.

39. Itissufficient to note that he concludes that it would be feasible for dternative designsto use
various forms of "viewing windows' to dlow the user to see when the collection bin isfull, or to use
light sensors to trigger an exterior light on the casing of the vacuum ceaner when the collection binis
full.

40. Professor Drane, who is a Professor of Industrid Design at the Royd College of Art,
submitted a second witness statement in which he generdly reviews the use of trangparent
materid in products. | beieve that it is sufficient amply to record the following paragraphs



from his condlusons:

"Products, to be successful in the marketplace, need to have designed-in features with
strong and immediate appeal to potential customers. Powerful perceptual emotions
are excited by visual, tactile and general aesthetic characteristics. Contemporary
design commentators describe this aspect of human/product interactions as

‘emotional ergonomics. Part of my function as a designer isto understand how these
emotions, related to the attractiveness of the product, can consciously or
subconsciously promote purchase decisions.

The use of transparent materials by designers, as described above, has played a
significant rolein this process by creating bold avant-garde product designs. The
transparency conveys a unique appearance and feeling to the products in question, as
they enable the consumer to see the inner workings of the product and de-mystify the
technology involved. This provides a greater power of identity to the products as the
experience created by the transparency is appealing and therefore memorable.

Some transparent products are more bold than others, and | would place the Dyson
vacuum cleaner in this category. The clear bin feature allowed consumers to see the
dust collected for thefirst time, going against industry practice.”

Further Evidencefiled after the Hearing

41. At the conclusion of the hearing | asked the applicant to file some further evidence setting out
the extent of the gpplicant's use of its marks in the period 1996 - 1999. The gpplicant responded to
this by filing a further Witness Statement from James Dyson dated 13 March 2002.

Confidentiality

42. The gpplicant requested that this information remain confidentid becauseit is commercidly
sengtive. | takethisto bea request for confidentidity under Rule 51 of the Trade Mark Rules
2000. Theinformation in question was requested primarily to assst me in assessang the likely effect
of the gpplicant’ s use after the relevant date on the outcome of the surveys conducted amost three
yearslater in 1999. As such it gppears to me that the information concerned is not centra to the
gpplicant’s case that the mark had acquired a distinctive character by the relevant date. In these
circumstances, | beieve that the gpplicant's reason for confidentidity outweighs the need for the
information concerned to be placed in the public domain. Consequently, | direct that thisinformation
remain confidential. Any copies of this decison placed in the public domain will be redacted
accordingly so asto prevent indirect publication of the information in question. The only specific
information that needs to be included in this decison (because it goes to the position prior to the
relevant date) is that the gpplicant spent (confidentia) in 1995 promoting products carrying the
marks applied for. This reduced to (confidentia) in 1996.

43. Despite the applicant's evidence | maintained the objections under Section 3(1)(a)(b) and



(c) of the Act. | gave the gpplicant afurther month to file any further submissons and/or
evidence. The applicant's representatives decided not to do so.

The Casefor Registration based on the Inherent Distinctiveness of the Marks
44, Sections 1(1) and 3(1) of the Act are asfollows:-

“1.-(1) InthisAct a"trade mark" means any sign capable of being represented
graphically which is capable of distinguishing goods or services of one undertaking
from those of other undertakings.

Atrade mark may, in particular, consist of words (including personal names),
designs, letters, numerals or the shape of goods or their packaging.”

“3.-(1) Thefollowing shall not be registered -

@ signs which do not satisfy the requirements of section 1(1),

(b) trade marks which are devoid of any distinctive character,

(© trade marks which consist exclusively of signs or indications which
may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin, the time of production of goods
or of rendering of services, or other characteristics of goods or
services,

(d) trade marks which consist exclusively of signs or indications which
have become customary in the current language or in the bona fide
and established practices of the trade:

Provided that, a trade mark shall not be refused registration by virtue of
paragraph (b), ( ¢) or (d) above if, before the date of application for
registration, it hasin fact acquired a distinctive character as a result of the
use made of it.”

Section 3(1)(a)

45. Mr Carr drew my attention to a passage from the Opinion of Advocate Generd Jacobsin the
Baby-Dry case before the European Court of Justice (ECJ) [2001] ETMR 75 :

“Moreover, | cannot envisage any circumstances in which, in practice, it might be
important to determine whether more than on absolute ground might apply. In
theory, since the proviso concerning acquired distinctivenessin Article 7(3) relates
only to Article 7(1)(b) to (d) and not to Article 7(1)(a), it might be thought necessary
to differentiate between, say, signs which are incapable of distinguishing and marks
which are devoid of any distinctive character or composed entirely of descriptive
elements. In practice, however, if acquired distinctiveness can be established then
there must be an underlying capacity to distinguish; if not, the question is
immaterial.”
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46. Thiswas sad in rdation to Article 7(1) of the Community Trade Mark Regulation, which

mirrors Article 3(1) of the Trade Mark Directive 104/89, and section 3(1) of the Act. Advocate
Generd Colomer expressed asmilar view in his Opinion in the Philips v Remington case C-
299/99, which the court has recently adopted in its judgement of 18 June 2002. Consequently, there
is, as Mr Carr suggests, no point in consdering the section 3(1)(a) objection independently of the
objections under section 3(1)(b) and ().

Section 3(1)(b) and ( ¢)
47. The gpplicant’ s arguments may be summarised as follows:

i) Therewas congderable resstance in the industry to the use of atransparent collection bin
because it was fdt that customers would not want to see the dirt; a transparent chamber was
therefore extremely unusua and peculiar in the industry a  the application date;

i) In norma circumstances, a vacuum cleaner bin will be coloured; there is no reason why
members of the public should regard these colours as indicators of trade origin, but a
colourless bin is so peculiar and eye catching that it can and does serve as indicator of origin;

iii) Although the prima facie objections raised do not require a consideration of whether the
mark has acquired a distinctive character through use, the evidence can be used to test the
propogition that consumers would not regard the Signs as an indicator of origin, but merdly as
afeature of the goods,

iv) The objection taken under section 3(1)(c), that the transparent bin has afunction, isnot a
proper objection to take under that provision because functiondity is specificaly dedt with
under section 3(2)(b)- but cannot apply in this case because the Signs do not consst
exclusvely of ashape;

V) The trangparent bin has afunction - to indicate when it isfull - but this function is neither
an indication of the kind or intended purpose of the goods, which isto remove dirt; the
objection can be understood, but not accepted, if the goods are defined asthe bin of a
bagless vacuum cleaner, but the goods are vacuum cleaners,

vi) The most that can be said isthat some consumers will gppreciate the functiond aspect of
the sgns. but that is not enough because 8 consumers do not regard the  Sgns exclusively
functional because they have origin significance, b) some consumerswill not appreciate the
functiona aspect at dl, ¢) some consumerswill not gppreciate it without a further reflection
or adegree of mentd effort, and d) different consumers may attach different functiona
sgnificance to the Sgns, g some consumers may perceive it as showing them when they
have sucked something up by mistake: each of these pointsis sufficient to defeat the section
3(1)(c) objection;
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Decision on Section 3(1)(c)
48. According to the ECJ in Baby-Dry:-

“The signsand indications referred to in Article 7(1)(c) of Regulation No 40/94 are
thus only those which may serve in normal usage from a consumer’s point of view to
designate, either directly or by reference to one of their essential characteristics, goods
or services such asthose in respect of which registration is sought.”

49. The Regidtrar’ s objection is that the transparent bin serves to designate the kind and intended
purpose of the goods, i.e. that the kind of goods are bagless vacuum cleaners, and an intended
purpose of the goods - so that the user can easily see when the vacuum cleaner  needs emptying.

The Consumer Evidence of Association between the Transparent Bin and Dyson

50. The gpplicant seeksto rely on its survey and consumer evidence to demonstrate that the mark is
not exclusively descriptive of any characteristic of the goods because the transparent bin dso
indicates trade origin. InKabushiki Kaisha Yakult Honsha's Applications [2001] RPC 39,
Laddie J. stated at paragraph 10 of his judgement:

“Where inherent distinctiveness is concerned, the Registry has to find that the mark
performs the function of identifying origin even before the public is educated that it is
to be used for that purpose.”

51. It cannot be denied that, in principle, evidence of a consumer’sinitia reaction to a mark can say
something about its inherent distinctive character as atrade mark. However, | am doubtful whether
evidence from consumers given in the years 2000 and 2001, al of whom claim to have been aware
of vacuum cleaners with a trangparent bin for some years, can be afaithful reflection of ther initia
reaction to the inherent properties of the transparent bin, by itself, as atrademark.

52. | do not therefore believe that the evidence that some consumers have come to associate the
transparent bin with Dyson, means that the marks are prima facie distinctive as trade marks.

Whether Functionality and Distinctiveness are Unrelated

53. Mr Carr argues that the functional aspect of the transparent bin - the ability to see when it needs
emptying - is not an essentiad characteristic of the goods, and cannot therefore be

subject to an objection under section 3(1)(c). There are two strands to this argument. Firdly, itis
argued that functiondity objections can only arise in combination with an objection under section
3(2)(b). Secondly, it is argued that the ability to see when the collection bin needs emptying is not an
essentia characterigtic of avacuum cleaner as opposed to the bin itself.

4. If thefirst argument is right, no objection could be raised based upon descriptiveness or
non-distinctiveness arising from the mere functiondity of asign, unless the essentia fegtures
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of the 9gn are ashape. The question of whether the gpparent functiondity of asign is a matter which
may bear upon its registrability under section 3(1) of the Act was considered by Mr G. Hobbs Q.C.
asthe Appointed Personin Maadand NV’ s Application [2000] RPC 893. Mr Hobbs referred
the case to the High Court because he thought that there was a matter of general importance
involved, namely whether he could ded with objections under section 3(1) independently of
objections under section 3(2). However, on the basis of paragraphs 22 and 23 of the ECJ s
judgement in Case C-342/97 -Lloyd Schuhfabrik Meyer & Co Gmbh v Klijsen Handel BV
[1999] ETMR 690, he concluded that:

“It would not beright.............. to overlook or ignore the presence of functional or
technical featuresin a three dimensional shape when assessing whether the shapein
guestion possesses enough of a distinctive character to be registrable as a trade mark.
Such features may serve, in trade, to designate the kind, quality...... intended
purpose....or other characteristics of the relevant goods to an extent that renders the
shape as a whole unregistrable under one or more of the provisions of section 3(1)(a)
to (d) of the Act.”

55. The case was never heard by the High Court.

56. It seemsto me that the fact that a feature (shape or otherwise) isfunctiond is very relevant to the
question of whether it has any digtinctive character in atrade mark sense. If consumers atach a
merdly functiona sgnificance to afeature they will not normaly accept it as an indication of the trade
origin of the goods. In thisregard, | can see no reason why the average consumer’ s reaction should
be presumed to depend upon whether or not the functiona sign in question is exclusively a shape.

57. Mr Carr drew my attention to paragraphs 12-19 of the Advocate Generd’s Opinion in the
Philips case as support for the proposition that it isimportant not to confuse a functionaity objection
with a distinctiveness objection. | accept that point, as far it goes. | do not think it means that the
functionaity of afeature can be isolated from the enquiry asto whether that feature has digtinctive
character in atrade mark sense. | see no incongistency between this view and the Opinion of the
Advocate Generd, who was smply making the point that if asignis excluded by article 3(1)(e) of
the Directive (section 3(2)(b) of the Act) there is no point in consdering whether or not there are
als0 objections based upon lack of distinctive character.

What isMeant by ‘Essential Characteristics of the Goods?

58. | accept that in considering the relevance of the functiondity of afeature of aproduct it is
necessary - a least for the purposes of section 3(1)(c) - for the function in question to be a
characterigtic of the goods. Mr Carr says that the goods are vacuum cleaners (although at the time
the objection was raised the pecification included parts of vacuum cleaners). He relies upon the
judgement of the Court of Apped in Philips v Remington [1999] RPC at 820,

where it was held that, for the purposes of section 3(2)(a) of the Act, “ the goods’ means the goods
for which regidration is sought.

59. | do not believe that this reasoning can be transported to section 3(1)(c) of the Act for the
very obvious reason that this provision extends to designations of characteristics of the goods
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whereas section 3(2)(a) does not. So, for example, the primary purpose of amotor car may be to
provide transportation, but the words “fud injection”, “ar con” , “leather upholstery” and “fold down
rear seats’ are nevertheless often used to designate essentid characterigtics of the vehicle, and not
merdy of its engine, ventilation system or sedts.

60. Similarly, | believe that the average consumer would regard the features of the applicant’s
vacuum cleaners, which are selected for specid mention in the promotiond materid for its vacuum
claeners because of their functiona advantages, such asthe “ telescopic hose and wand” , “ self-
adjusting head” , “ Triple-row brush” andthe“ Clear bin” , as essentid characterigtics of the
vacuum cleaners.

Ambiguity

61. Mr Carr says that consumers would have had arange of reactions to the transparent bin.

On the basis of the judgement of the Court of First Instance (CFI) in Doublemint [2001]

ETMR 58 (which | understand is under currently under gppedl to the ECJ), and a decison of Mr
Christopher Floyd QC ditting as a Deputy High Court Judge in the case of David West v

Fuller Smith and Turner Plc (25 January 2002), Mr Carr submits that any ambiguity in the
descriptive message sent to consumers is sufficient to defeat an objection under section 3(1)(c) of the
Act.

62. In the Doublemint case, the CFl held that the mark was free from objection under the equivaent
of section 3(1)(c) in the Community Trade Mark Regulation (CTMR), because the dement “Doubl€e”’
was found to be ambiguousin the context in which it was used. The court held that DOUBLEMINT
“ does not immediately and without further reflection allow the consumer to detect the
description of a characteristic of the goods in question”

(confectionery). The mark at issue in the West case conssted of three letters, ESB for beers, and the
issue was whether the public would see the Sgn as no more than an abbreviation for ‘ Extra Specid
Bear’. Thejudge decided that the descriptive meaning was not immediately apparent.

63. | do not accept that the reasoning in these casesintroduces a rule that a trade mark with two or
more clear decriptive indications is free from an objection under section 3(1)(c). For example, the
sgn‘32inch’ isused to describe both the waist and inside leg measurement of trousers. It would be
absurd to suggest that merely because it has two descriptive uses it is more than amere description. |
believe that the reasoning behind the cases to which Mr Carr drew my attention is that where the
descriptive message in atrade mark is sufficiently ambiguous, the trade mark should not be regarded
as descriptive but rather as dlusive. The court’s decision on the factsin Doublemint may have
surprised some. The gpproach itself isnot radical. Trade marks that can properly be regarded as
dlusive have dways been regidirable. See, for example, the decision of the Appointed Person in
Automotive Networ k Exchange [1998] RPC 885.. | do not therefore accept that the possibility of
some consumer's correctly assuming that the trangparent collection bin serves to designate more than
one characterigtic of a vacuum cleaner would be sufficient to defeat the section 3(1)(c) objection.
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Isthe Functional Role of the Transparent Bin Discer nibleto the Average Consumer ?

64. Of more potentiad sgnificanceis the submisson that some consumers would not immediately see
any functiona purpose in the transparent collection bin, and would not therefore see it as identifying
the intended purpose or any other characteristic of the vacuum cleaner.

65. James Dyson and Professor Drane give evidence that the use of atransparent bin was againg the
mind set in the industry at the time that it was introduced. The gpplicant’ s vacuum cleaners were the
only bagless vacuum cleanersin the market when they were firgt introduced in 1993, and that was il
the position the date of the gpplication. It is difficult to see how

or why atrangparent bin would be used with atraditional vacuum cleaner with abag. Consequently,
only those with knowledge of the views of other vacuum cleaner manufacturers about the future use
of transparent collection bins in bagless vacuum cleaners can shed any light on the mind et of the
indudtry at that time. Professor Drane isnot in the industry. He says that Electrolux are amongst his
list of past clients, but he does not say when this was or what work he did for them. James Dyson
saysthat “ more than one” of the 15 manufacturers

to whom he demonstrated his prototype cyclonic vacuum cleaner with atrangparent collection bin
was againd the idea, and that there was some resistance from retailers. He does not provide a great
ded of detall about this. In any event, he persevered with the idea of aclear

bin because he believed that it would help customers understand the technology and see that it was
effective.

66. | do not accept that this means that a transparent collection bin was not asign that “ may serve
in normal usage from a consumer’s point of view to designate, either directly or by reference
to one of their essential characteristics, goods or services such as those in respect

of which registration is sought.” It might have been thought by some that consumers would not
want to see the dirt and dust picked up by the cleaner. However, as soon as the consumer
understood what would end up in the transparent bin, it served as an effective means of telling when
the vacuum cleaner needed emptying. In my judgement that is a characteridtic of the vacuum cleaners
in question, whether it be an intended purpose or “ other characteristic” of the goods. The evidence
that there are other technica means, such as viewing windows or alight indicator, to achieve the
same result Smply points to the smilarly functiona and descriptive nature of the transparent bin.

The Suggested Analogy with Colour

67. Mr Carr argued that the trangparent collection bin was strange and peculiar at the time of
itsintroduction. He argued that the trade marks were anal ogous to the registration of asingle colour,
which the OHIM Third Board of Apped has said are capable of regidration if they are extremely
unusud and peculiar in the rlevant trade They said thisin the course of refusing

an gpplication to register a shade of light green for chewing gums WM Wrigley JR Company’
Application [1999] ETMR 337. | do not believe that the andogy between an extremely unusua and
peculiar colour for particular goods, and a trangparent bin for a vacuum cleaner, holds up. Unlike a
peculiar colour, the transparent bin has a functiond reason for being there.
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Whether New Forms of Descriptive Sign are Caught by Section 3(1)(c)

68. | accept that the trangparent bin was a new feature at the time of itsintroduction, and that it was
gill unique at the relevant date. | do not accept that this means that it was not a norma means of
designating a characterigtic of the goods. Everything was new once. The use of the words “ may
serveintrade” (emphassadded) in section 3(1)(c) of the Act indicates that new descriptive Signs
are caught by the exclusion from regigtration. In this regard, see the decison of Mr G Hobbs QC
acting asthe Appointed Personin “ Cycling 1S.....” trade mark, BL O/561/01, at paragraphs 30-
32. Once bagless vacuum cleaners came on the market the use of trangparent collection binsto
indicate when the bin was full was, in my judgement, a norma means of designating this
characterigtic of the goods.

A Designation of Bagless Cleaners

69. Moreover, and perhaps of primary significance, the presence of a trangparent collection bin
showed the consumer that the gpplicant’s vacuum cleaners wer e bagless. Mr Dyson gives evidence
that:

"... the clear bin was, and remains, a very important feature of the Dyson Dual
Cyclone vacuum cleaners. It was this feature which allowed the potential customer to
see the dust spinning in the cyclone and to see where that dirt was being collected. |
believe that this helped the customer to understand how the vacuum cleaner was
working. | also found that a vacuum cleaner with a transparent collection chamber in
which dirt and dust was collected would draw the eye of the potential customer who
could then see that the cleaner was effective.”

70. One can see that in showing the customer where the dust was being collected, the transparent
collection bin served a very important role in informing the potential customer that the dust was not
being collected in the traditiona manner, in abag, but in the see through chamber. It is easy to see
how important this visua means of digtinguishing the new kind of vacuum cleaner concerned from
the previous technology must have been, and must Hill be, to amanufacturer of bagless vacumm
cleaners. Whatever its other benefits, a bagless vacuum cleaner does not require the user to
purchase replacement bags. The side effect of showing that the cleaner was working effectively must
aso have been of great benefit a the time when cyclonic vacuum cleaners were first being
introduced to the market.

71. Inmy view the transparent collection chamber isa sign or indication that may serve, in trade, to
designate the kind of goods, ie bagless vacuum cleaners.

72. It is clear that the essentid feature of two trade marks before me is the transparent collection bin
depicted in the marks. On the basis of my findings a paragraph 68 and 71 aove, | find that the
trade marks are prima facie excluded from registration by section 3(1)(c) of the Act.

Whether a section 3(1)(b) objection can apply if the Section 3(1)(c) Objection isWrong
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73. In case | am wrong in finding that the trangparent collection bin is an indication of characterigtics
of the goods, | further find that the trade marks are excluded from registration by section 3(1)(b) of
the Act because they are devoid of any distinctive character astrade marks. In this respect, | note
that in case T-33/00 Henkdl KGaA v OHIM [2002] ETMR 25, the Court of First Instance found
that a dishwasher tablet with embedded coloured particles, was excluded from registration under
Article 7(1)(b) of the CTMR (equivaent to section 3(1)(b) of the Act) notwithstanding thet there
was no objection under section 7(1)(c) (equivaent to section 3(1)(c)). The court said:

“ The advertising carried out by the applicant and other manufacturers of detergents
tends to highlight the fact that those particles indicate the presence of various active
ingredients. The coloured particles thus suggest certain qualities, although that does
not mean that they can be regarded as a descriptive indication in terms of Article
7(1)(c) of Regulation 40/94. However, it does not follow from the fact that that
ground of refusal isinapplicable that the coloured elements necessarily confer a
distinctive character on the mark applied for. Where, asin the present case, the target
sector of the public sees the presence of coloured elements as a suggestion that the
product has certain qualities, and not as an indication of its origin, thereis no
distinctive character. The fact that consumers may nevertheless get into the habit of
recognising the product fromits coloursis not enough, in itself, to preclude the
ground for refusal based on Article 7(1)(b) of Regulation No 40/94. Such a
development in the public’s perception of the sign, if proved, may be taken into
account only for the purposes of Article 7(3) of Regulation No 40/94.” (equivaent to
the proviso to section 3(1) of the Act)

The Criteriato be Applied wherethe Mark isindigtinguishable from the Appear ance of the
Goodsthemselves

74. The court went on to find that the trade mark at issue was devoid of any distinctive character. In
doing 0, the court noted that:

“ Article 7(1)(b) of Regulation No 40/94 does not distinguish between different
categories of trade marks. The criteria for assessing the distinctive character of
figurative marks consisting of the representation of the product itself are therefore no
different from those applicable to other categories of trade marks.

Nevertheless, when those criteria are applied, account must be taken of the fact that
the perception of the relevant section of the public is not necessarily the samein
relation to a figurative mark consisting of a faithful representation of the product
itself asitisin relation to a word mark or a figurative or three-dimensional mark not
faithfully representing the product. Whilst the public is used to recognising the latter
marks instantly as signs identifying the product, thisis not necessarily so where the
sign isindistinguishable from the appearance of the product itself.”

Themarksa issuein this case are likewise indistinguishable from the appearance of the
goods themselves.

17



Does Uniqueness equal Distinctivenessasa Trade Mark?

75. The applicant argues that there were no other vacuum cleaners with trangparent bins on the
market at the relevant date, and that its use of atrangparent bin was therefore digtinctive. Inthe

Y akult case referred to above, the applicant contended that the shape of its container was distinctive
because it was new and unusud. Laddie J. found that:

“The relevant question is not whether then container would be recognised on being a
second time, that isto say, whether it is of memorable appearance, but whether by
itself its appearance would convey trade mark significance to the average consumer.
For the purposes of this appeal, | am prepared to accept that the bottle shape which
isthe subject of these applicationsis both new and visually distinctive, meaning that
it would be recognised as different to other bottles on the market. That does not mean
that it isinherently distinctive in a trade mark sense.”

76. In the absence of education as to the trade origin of the goods concerned, the aver age
consumer of vacuum cleanerswas, in my view, likely to regard the transparent collection bin as,
firgly, an indication that the vacuum cleaner was of a new baglesstype, and secondly, asa
functiona feature intended to let them know when the machine needed emptying. | do not rule out
the possibility that some consumers may have seen other functiona purposes, such as seeing if
something unexpected has been sucked up, or found a curiogity vaue in watching the machine work.
Any or dl of these reactions would have been natura reactions to the appearance of a new type of
vacuum cleaner with vigble technicd and functiond characterigtics differing from the pre-existing
technology. | do not accept that any of these reactions would have been such asto inherently
identify the trade source of the product.

77. Consequently, even if | am wrong in concluding that the trade marks are excluded from
registration under section 3(1)(c), | find that they are excluded from registration under section
3(1)(b) because the trangparent bin, which isthe essentia feature of both marks, is devoid of any
digtinctive character as atrade mark.

The Casefor Registration based upon the Evidence of Acquired Distinctiveness
TheLegal Test

78. Inthe Windsurfing Chiemsee case [1999] ETMR 585, the ECJ ruled on the nature of the
inquiry asto whether amark has acquired a distinctive character under Article 3(3) of the Directive
(Section 3(1) proviso). It held that the nationa courts may take into account evidence from a
variety of sources, but afinding that the mark has come to denote the goods as coming from a
particular undertaking must necessarily mean that the provisions of Article 3(3) are met. The Court
held:

“In assessing the distinctive character of a mark in respect of which registration has
been applied for, the following may also be taken into account: the market share held
by the mark; how intensive, geographically widespread and long-standing use of the
mark has been; the amount invested by the undertaking in promoting the mark; the
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proportion of the relevant class of persons who, because of the mark, identify goods
as originating from a particular undertaking; and statements from chambers of
commerce and industry or other trade and professional associations’ (paragraph 51).

“If, on the basis of those factors, the competent authority finds that the relevant class
of persons, or at least a significant proportion thereof, identify the goods as
originating from a particular undertaking because of the trade mark, it must hold that
the requirement for registering the mark laid down in Article 3(3) of the Directiveis
satisfied. However, the circumstances in which that requirement may be regarded as
satisfied cannot be shown to exist solely by reference to general abstract data such as
predetermined percentages.” (paragraph 52).

The Applicant’s Arguments on Acquired Distinctiveness
79. The gpplicant’ s arguments can be summarised thus:

i) The evidence of use prior to the rlevant date, taken together with the survey evidence,
show that the mark had acquired a digtinctive character by the relevant date;

i) The evidence from the consumer witnesses supports the suggested conclusions from the
SUrveys,

ii1) The gpplicant does not contend that the transparent bin has been positively promoted asa
trade mark prior to the relevant date, but argues that what countsis not what the trade mark
owner has or has not done, but what the public perceive in the trade mark applied for;

i) Thetotdity of the evidence shows that it was no longer devoid of any didtinctive character
at the relevant date.

The Nature and Extent of the Applicant’s Use of the Marks

80. The gpplicant’s evidence indicates that vacuum cleaners carrying the transparent collection bin
were first introduced to the UK market in March 1993, some 3 years and 8 months before the
relevant date. Salesin 1993 do not appear to have been particularly large, but by 1995 the gpplicant
achieved subgtantia saes, which increased il further in the first 9 months of 1996. Consistent with
its pogition that the presence of the transparent bin is the essentid feature of both marks, the gpplicant
has not tried to distinguish between sdes of vacuum cleaners of the two designs shown in the trade
marks applied for. | have not been provided with evidence of market share, but there is some
anecdota clamsin various press articles from 1995/6, exhibited to Mr Dyson's evidence, which
suggest that Dyson Dud Cyclone vacuum cleaners were among the market |eaders by the relevant
date.

81. The gpplicant spent a substantia sum promoting its products in the years 1995 and 1996,
athough the figure for 1996 is consderably smdler. Neither figures sesems huge in comparison
to the turnover in the goods, but they appear to have been supplemented by the effect of
sgnificant press coverage prompted by the innovative nature of the products.
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82. Evidence of use does not prove that amark is distinctive; increased use does not do so ether:
Bach Flower Remediesv Healing Herbs Ltd [2000] RPC 513. Thismust be dl the more so
where the gpplicant is not able to say that the use that it has made of the marks prior

to the date of the application was overtly identified as trade mark use. In this connection, | note that
the only promotiond booklets in evidence - exhibit JD1 to Mr Dyson's statutory declaration - show
that the applicant has a some time identified the words ‘ Clear Bin' as atrade mark, but the
accompanying description of the bin itself gpesks only of its functiond benefits. Further, the materid
in question is not dated and may have been produced after the application was filed.

The Survey Evidence

83. The gpplicant claims that the surveys show that 65% and 77%, respectively, of

respondents aware of a vacuum cleaner with transparent bin associated it with Dyson. However, the
percentages relate only to those that were aware of the festure that the gpplicant contends isits
trade mark. In ng the proportion of the relevant public who identified the product as
originated from a particular undertaking, it is plainly ingppropriate to discount those potentia
customers for vacuum cleaners who were not aware of any vacuum cleaner with atransparent bin.
The gpplicant’s market research expert, Ms Blackall, indicates that proportions associating Dyson
with the clear chamber were 41% in the first survey, and 45% in the second. It is gppropriate to
limit the relevant public to those members of the generd public who are potentiad customersfor a
vacuum cleaner. | can see no reason why the relevant public should be further limited to those who
had bought a vacuum in the previous 2.5 years. Accordingly, hereingfter, | intend to focus on the
result of the first survey.

84. As| noted earlier, the surveys were conducted in mid 1999 whereas the rlevant date is
December 1996. Consequently, in interpreting the results of the survey it is necessary to discount the
effect of the gpplicant’ s use in the period from December 1996 to mid 1999. This may not matter
much where the mark has been in use over avery long period, but in this case the use after the
relevant date isdmogt aslong asthe use prior to the rlevant date. Further, without going into
unnecessary detail, the applicant’s annual sales and promotiona expenditure in the period 1997-1999
were consderably higher than in the period 1993 to

1996. Thismay have had the effect of increasing the numbers who associated the trangparent
collection bin with Dyson in mid 1999 compared to the podition a the relevant date. Having said that,
| acknowledge that the applicant was firmly established in the market by the relevant date. | noted
earlier that around 28 of the 41 consumer withesses made statements that indicated that they were
aware of the use of the trangparent bin in 1996. There are obvious difficultiesin trying to recal some
years later exactly when you first encountered a feature on a something like a vacuum cleaner.
However, if | were to take the consumer witnesses' evidence at face value, and | regarded them as
typicd of amilar respondents in the survey, this would suggest that asmilar survey at the rlevant
date would have resulted in around 28% of the respondents making an association between the
trangparent bin and Dyson’s vacuum cleaners.

85. AsMsBlackdl correctly observes, in determining what weight to attach to the survey
results, it is aso necessary to bear in mind that the second question put to respondents:
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"Could you tell me who makes this particular vacuum cleaner?”

- isleading respondents to speculate about matters that they may never otherwise have specul ated
about. The gpplicant points out that it agreed this question with the Examiner of

an earlier gpplication in reation to asurvey to be carried out to prove the distinctiveness of
that mark. The Examiner agreed to an earlier verson of the same question in aletter dated 30 April
1997 after severd exchanges with the gpplicant’ s advisors. | think he was wrong to do so. He
attached to his letter a copy of the Registrar’ s published guidance on surveys, which makes clear that
open non-leading questions are to be preferred, such as“ do you recognise
thissign?” and “What, if anything, does it mean to you?” By contrast, the second question

in the gpplicant’ s survey was plainly intended to encourage people to think of the transparent bin only
as adesgnation of trade source. It isnot unusua for the Registrar’ s Hearing Officers to be asked for
aninforma view on whether aquestion proposed to be included in asurvey islikely to be regarded
asfar and non-leading. However, applicant’s advisors should not expect to be ableto cloak a
leading question with a veneer of officid sanction asaresult of having, to use Ms Smith’s own words,
“ ..beaten (the Examiner) into submission on the survey questions.”  Ultimately, respongbility
for the fair conduct of surveys remains with those that commission them.

86. Ms Blackall points out that the deficiency with the second question may have been offst, to
some extent, by the method used to code the answers. | do not agree with that because alarge
number of those whose answers were coded 1 - ‘answered Dyson definitely and with no hesitation’ -
gave one word answers. It is not possible to exclude the possibility of artificia speculation from such
ashort response. | accept that the coding is hepful in eiminating those coded 2 whose * association’
of the trangparent bin with Dyson was hesitant and therefore unlikely to be concrete enough to
amount to recognition of this feature as atrade mark. 619

of the 1509 respondentsin the first survey were coded 1.

87. | have been through the verbatim answers and found the coding generally reliable. However,
among those that gave more than one word answers, | found at least 19 responses coded 1, such
“What like Dyson” , “ Dysonisit” (which | aso found code 2 and 3), “ Dyson make one” , “ Well
Dyson is probably one” , “ Dyson is one of them” , | am aware of the Dyson and things like
that” that do not suggest that the respondent regarded the transparent bin as a feature which
identified only Dyson vacuum cdleaners. | dso found that the level of association of the trangparent bin
with other manufacturers was under reported because 21 responses naming manufacturers other than
Hoover or Electrolux (the only other makers of bagless vacuum cleaners with transparent binsin
1999) had been coded under “other”. This probably has little significance because the applicant was
the only maker of bagless cleanersin 1996. If anything, it confirms that the second question
encouraged respondents to undertake

guesswork asto the “right” answer.

88. Itisdear from the ECJ sjudgementsin Sabel BV v Puma AG [1998] RPC 224 and Marca
Mode CV v Addidas AG & Others[2000] ETMR 723, that in assessing whether thereisa
likelihood of confusion between two trade marks., the mere fact that one mark brings the other to
mind is not enough to condtitute alikelihood of confusion, even where the earlier mark hasa
reputation with the public. By contrast, in Canon v MGM [1999] ETMR 1, the ECJindicated that
the sort of association that leads consumersto believe that the smilarities
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between two trade marks indicates that they are used by the same or by an economicaly linked
undertaking, is sufficient to condtitute a likelihood of confusion.

89. | believe that the same reasoning should be applied when determining whether atrade mark has
acquired adigtinctive character. When the court referred to the trade mark identifying “ the goods as
originating from a particular undertaking” in its judgement in Windsurfing Chiemsee, it meant thet
the trade mark has come to foster a concrete expectation among consumers that the goods originate
from one undertaking, not just that consumers may be caused to wonder whether or not this might be
the case or amply be “reminded” of the undertaking concerned. A amilar point ismadein Kerly’s
(13" Edition), paragraph 7-127 at page 189, referring to my own decisionin Dualit Ltd’s
Application, 1999 RPC 303.

90. Because of the leading question and the timing of the survey, it is not possible, despite the
coding, to fully test the nature of respondents association of the transparent bin with Dyson vacuum
cleaners a the rlevant date. Further, the ECJ points out in its judgement in Windsurfing, thet the
matter cannot be determined solely by reference to pre-determined percentages. Rather the matter
should be judged on the basis of the presumed expectations of the average consumer, who is deemed
to be reasonably well informed and reasonably

observant and circumspect. This was the gpproach taken by the Court of Appedl in Bach Flower
Remedies, supra. And this gpproach appears to have been endorsed by the ECJin their recent
judgement in Case C-299/99 Philips v Remington, at paragraphs 62 and 63.

The Consumer Witnesses Evidence

91. It istherefore necessary to look carefully at the evidence from the consumer witnesses.

The following extracts from the consumer witnesses' statements gives aflavour of their evidence. A
number of the witnesses give evidence which indicates that they regard the transparent bin festure as
ameans of identifying the trade source of avacuum cleaner. For example, Alexander Smith, apolice
congtable, says:

"I can confirmthat if | wereto glance at a vacuum cleaner with a clear bin feature
from a distance, | would automatically think it was a Dyson vacuum cleaner. If | did
not already own a Dyson vacuum cleaner and wanted to purchase one, | would
recogniseit in the shop by its clear bin feature. | would specifically look for the clear
bin feature to identify a Dyson vacuum cleaner. That would certainly have been the
case in December 1996, but | am now aware that there are other manufacturers
making vacuum cleanerswith clear bins. Now, | would have to make sure that | was
not buying a copy of the Dyson vacuum cleaner.”

92. Elizabeth Gilchrigt, aretired Care Assistant, says.

"When | see a vacuum cleaner with a clear bin | automatically think that it isa Dyson
vacuum cleaner. To me, a clear bin means a Dyson vacuum cleaner. If someone
were to say to me "I have got a vacuum cleaner with a clear bin”, | would
automatically say to them "Oh, so you have a Dyson then?"

If | wereto go into a shop and see a vacuum cleaner with a clear bin amongst a row
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of standard vacuum cleaners, | would initially think that it was a Dyson vacuum
cleaner, for example, when | first saw the new Electrolux vacuum cleaner, | thought it
was made by Dyson until | saw the name "Electrolux”.

If I wereto help a friend to recognise a Dyson vacuum cleaner | would first say that it
was the vacuum cleaner with a clear bin and secondly that it was yellow and grey in
colour, as thisis what my vacuum cleaner looks like.”

93. Other witnesses seem to place rather more weight on the role that particular colours play, in
combination with the trangparent bin, in identifying a Dyson vacuum cleaner. William Carter, aretired
quantity surveyor, says.

"I understand that Dyson applied to register the clear bin feature of their vacuum
cleaner asa trade mark in December 1996. If, at that time, | had seen a row of
vacuum cleaners and one of these had a clear bin, | would have automatically
thought that it was a Dyson vacuum cleaner. The clear bin together with the two
bright colours are features which, to me, represent Dyson and so help me to identify a
Dyson vacuum cleaner. Consequently, if I were to describe a Dyson vacuum cleaner
to someone who knew nothing about them, | would say that it is a vacuum cleaner
with a clear bin and is either yellow/grey or purple/grey in colour.”

94. A number of witnesses make statements which suggest they see afunctiona purposein
the transparent cylinder. Mr Peter Landi, who isdso retired, says.

"I purchased my Dyson vacuum cleaner purely on the basis of its performance,
although | was drawn to it because of the clear chamber and the fact that | could see
how much wasinit. | likethe clear chamber and the fact that there are no bags to
buy for the vacuum cleaner.

| would definitely recognise the Dyson vacuum cleaner amongst all other vacuum
cleaners because of the clear chamber. In other words, if | were to see a clear
cylinder vacuum cleaner without any brand name on it, | would automatically think
that it was a Dyson vacuum cleaner, irrespective of its colour. | would therefore
describe the Dyson vacuum cleaner to a friend who had never seen one by explaining
it to be the vacuum cleaner with a transparent cylinder.”

95. Elizabeth Weston, ateacher, says.

"It is the bagless feature of the Dyson vacuum cleaner that helps me to recognise a
Dyson vacuum cleaner. Looking at it from this point of view, | would say that | would
immediately associate the clear bin with a Dyson vacuum cleaner becauseit tells me
that the vacuum cleaner doesn't have a bag. However, the rest of the design is so
distinctive that | think that thisiswhat | would register first.

If | wereto describe a Dyson Vacuum Cleaner to someone who had never seen one
before, the main thing that | would point out would be that it is a vacuum cleaner
that has a clear cylinder. | do consider the clear cylinder to be something that is
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distinctive of the Dyson vacuum cleaner and so thisis a good way of identifying it.

| am awar e that other vacuum cleaner manufacturers are now using the same
method and technology for their vacuum cleaners. However, Dyson were the only
manufacturer on the market with this type of vacuum cleaner at the time of launch.
The other manufacturerstend to make their vacuum cleanersin mono colour and not
bright at all, and this helps to make them different from Dyson vacuum cleaners.”

96. Other witnesses, whilst giving evidence to the effect that the trangparent bin is associated with a
Dyson vacuum cleaner, nevertheess indicate that they are not confused when other vacuum
cleaners with the same feature gppeared on the market. Helen Hartley, aretall manager, says.

"If | werein a shop and saw a vacuum cleaner with a clear bin amongst a row of
other vacuum cleaners, | would first think it was a Dyson vacuum cleaner. | am
awar e that there are other manufacturers producing vacuum cleaners with clear bins
as | used to work for House of Fraser and recall seeing themthere. | have also seen
them advertised in magazines. | did not think that these vacuum cleaners were
Dyson vacuum cleaners as they are of a different style and do not have the bright
colours.”

97. Michad Howe, aretired civil servant, says.

"I would certainly say that | associate the clear chamber with Dyson vacuum
cleaners. Thisisprimarily because Dyson was the only manufacturer with a clear
cylinder vacuum cleaner on the market initially. | would say that the garish colours,
the bagless feature and the improved suction were other features that | would also
identify with Dyson vacuum cleaners.”

He goeson to say:

"I am aware that there are other vacuum cleaners on the market now with clear
cylinders, copying Dyson. Although | think this might seemto be unfair, thisis
definitely how business works. | always look closely at things like this and look at the
specification. So, when | saw the other clear cylinder vacuum cleaners, | knew
immediately that they weren't made by Dyson.

If | wereto describe a Dyson vacuum cleaner to someone who did not know anything
about them, | would say it was a plasticy bright vacuum cleaner with no bagsand a
clear cylinder.”

98. Twenty three of the 41 witnesses are owners of Dyson vacuum cleaners, which | doubt is
representative of the vacuum cleaner owning pubic at large. This may be accounted for by the fact
that all of the witnesses were selected from those whose answers were coded 1 in one or other of
the surveys, which as | have aready noted, places them in aminority of the relevant public
Furthermore, the witnesses statements were drafted for them following discussons with the
gpplicant’ s lawyers, so inevitably their responses were not triggered by anorma shopping
experience but by the questions and topics on the applicant’ s script.
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99. Thereis not much doubt that the 41 consumer witnesses associated the transparent bin with the
Dyson vacuum cleaner in 2000, and many claim that they would have done so in 1996, but it is not
easy to undergtand the nature of the association from their written evidence. In particular, it is not
easy to understand whether the witnesses, or how many of them, regard the transparent bin as
functioning, by itsdf, in atrade mark sense.

Oral Evidence

100. The gpplicant asked for leave to bring 5 of the 41 people who had made witness statements to
the hearing in order that they might supplement their written evidence with ord evidence and afford
me the opportunity of asking any questionsthat | might have. | do not envisage that thiswill often be
necessary. The Regigtrar’ s Hearing Officers are normdly perfectly able to evaluate evidence of
acquired digtinctiveness from written evidence done. However, because | could see that there was
likely to be some difficulty in deciding what weight to attach to the witnesses written evidence in this
case, | agreed to exercise the Registrar’ s discretion to hear ord evidence under Rule 55(2) of the
Trade Mark Rules 2000.

101. | heard ora evidence from Mr William John Fearn, an IT Consultant, Mr Peter Russall Cook, a
retired merchant navy officer, Mr Steven Philip Watkins, a mechanica and dectrica technician,
Nancy Edwards, aretired Senior Nursing Officer, and Mrs Hazel Bond, a Cardiac Technician. All
the witnesses gave their evidence under oath.

102. All the witnesses Stated that if they had seen a vacuum cleaner with atransparent collection bin
in 1996 they would have expected it to be a Dyson Vacuum cleaner. However, the witnesses more
detalled answers are quite reveding. Mr Fearn answered Mr Carr’sfirgt two questions like this:

Q. Mr Fearn, can you explain please what a clear bin on a vacuum cleaner meant to you
in 1996?

A At thetime | would have said it was a very distinctive feature of a Dyson cleaner.

Q. Again in late 1996, if you had seen a row of vacuum cleanersin a shop and one had a
clear bin, what would you have thought?

A | would have thought that it was very different to other cleaners available at the time
and | would have associated that with Dyson.

103. | subsequently asked the witness anumber of questions, the most relevant ones, and Mr
Fearn’ s answers, are re-produced below:

Q. If you were looking for a bagless vacuum cleaner in an electrical shop and you could
not see anything else other than the products themselves, what would you look for to
be able to select a bagless one?

A | think | would go on the impression that | have got from looking at bagless vacuum
cleaners. The Dyson to me seems to stand out because of the sort of overall
functionality of the design. Other onesthat | have seen look very much asiif the
bagless containers has been grafted into a standard upright design whereas with the
Dyson | am left with the impression that that is the bit that does the business and it has
been designed outwards from there rather than being grafted into an existing

25



product.
What is it about the other bagless ones that |et you know they are bagless.
| do not actually spend a lot of time studying vacuum cleanersbut ....
Take your time.
The onesthat | would think of as being bagless cleaners have some sort of clear
container.
So if you saw one without a clear container, would you still imagine it might be
bagless?
| would tend to think of vacuum cleaners without the clear container as being
conventional paper bags.

>0 >0

> O

104. Mr Cook answered Mr Carr’s questions like this:

Q. Mr Cook, could you please explain what a clear bin on a vacuum cleaner meant to

you in 19967

A. WEell, thefirst | ever saw of it was when the Dyson was being advertised in the shops.

To mewhen | first saw it, | associated it with Dyson.

bin, what would you have thought?
WEell, | would have thought that would have been the Dyson, this vortex one.

them?

> O» O

In late 1996, if you had seen a row of vacuum cleanersin a shop and one had a clear

How would you describe a Dyson vacuum cleaner to a friend who knew nothing about

| would say it was an upright vacuum cleaner and instead of having a bag it had a

clear cylinder on it which collected the dust via a vortex instead of having a bag with

afilter.

105. After checking that Mr Carr had no objection, | showed Mr Cook a photograph of four upright

vacuum cleaners with transparent bins that are on sae today, only one of which was a Dyson
vacuum cleaner. Mr Cook thought that they were dl “smilar” to a Dyson cleaner, but he was
doubtful whether two of them were Dyson cleaners. Of the two he thought were

Dyson cleaners, one was a Dyson, and the other used a colour scheme that is smilar to one used by

Dyson.

106. Mr Watkins answered Mr Carr’ sfirst three questions like this:

Q. Mr Watkins, can you explain what a clear bin on a vacuum cleaner meant to you in
19967

A. Basically, being able to see all the dirt and everything that went into a vacuum
cleaner.

Q. Did it indicate to you anything about who made the vacuum cleaner?

A Yes.

Q. Who?

A Dyson. It just showed up that they were the only ones that were doing it.

107. Mr Carr subsequently showed the witness the photograph of the four vacuum cleaners
referred to above. Mr Carr’s next questions and the witness' answers were as follows:
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Q.
A

Imagine in 1996/1997 you had gone into a shop and you had seen those vacuum
cleaners, and you had noticed the clear bin. Who, if anyone, would you have thought
made them?

| first would have thought they were Dyson to start with, and then obviously you start
looking and finding names on them whatever, but initially first it would be Dyson.
Why?

Because they have got clear bins on them. They are cyclones.

108. A few of my own questions and the witness' answers are shown below:

Q.

> O

O

> O>O0P>P

If you were describing to a colleague or a friend of yours, who had no technical
under standing of the way vacuum cleaners work, what to look for it they wanted to
collect a bagless vacuum cleaner, what would you tell them to look out for in order
that they could recognise one when they saw them.

Basically, the make. “ Look out for a Dyson. They are all bagless. With all the other
ones, some are; some are not. Some look like they are not, but they are, whatever.
All the Dyson ones were bagless. Just ook out for the make and it is going to be a
bagless one’ .

That would depend on the brand maybe?

In away, yes. Apart from the brand you would say, if itisa clear cylinder you can
see then there is no bag fitted in it because that is the only place where a bag could
goinone. Solook for aclear cylinder aswell.

You say in your witness statement that you associated it —indeed you were fairly clear
to Mr Carr’ s question —and you would have expected those vacuum cleaners to have
come from Dyson if you had seen themin 1996/1997.

Yes.

Would that still be your view today?

No, because loads of different people now make clear cylinder ones.

| see. If | asked you today whether you could tell me concretely whether any of those
are Dyson vacuum cleaners, what would you say?

| would know that No. 1 is definitely a Dyson. The other ones | would say are not
Dyson, but | cannot tell you what make they are.

109. The vacuum cleaner Mr Cook identified as a Dyson vacuum cleaner was made by Dyson.

110. Mr Carr showed Mrs Edwards the same photograph. He asked her to imagine that she

had seen these cleanersin a shop in 1996 and that she had noticed the clear bin. He then asked her
who she thought would have made them. The witness answered “Dyson”. An extract from my own
subsequent dia ogue with the witness is shown below:

Q.

A
Q.
A

If you were telling one of your friends how they should recognise a bagless cleaner and
distinguish those from the traditional bagged cleaners, when they went into a shop,
other than by reference to the brand names, what would you tell them to ook for?

| would say to look for the clear bin.

| see.

The transparent bin, yes.
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Would you say the clear bin was one where you would identify the bagless cleaner?
Most definitely. Most definitely.

Would that have been the case in 19967

Yes.

Obvioudly, it is till the case now?

Yes.

Are you awar e that other people have now produced ----

| did actually. | was looking through a catalogue. | noticed it was a different name.
| actually remember saying, “ Oh they’ ve jJumped on the bandwagon gone to Dyson” .
| did actually say that.

Yes.

You would nevertheless still regard all those vacuum cleaners as Dysons today?
Yes. If | looked at the cylinder, yes. | honestly thought that was sort of the patent
anyway, sort of the clear cylinder. | know it was the two cyclones, and that, but |
thought that was sort of part of the patent as well.

Q. Why do you mention the patent?

A You know when somebody brings out a new product.

FPOP>O0P>PO0>0

>0 >

111. Mrs Bond was aso shown the photograph mentioned above. Mr Carr also asked her to
imagine that she had seen these vacuum cleanersin a shop in late 1996, and to suppose that she had
noticed the clear bin. He then asked her who, if anyone, she would have thought made the four
vacuum cleaners in the photograph. The witness answered “Dyson”.

112. Mr Carr continued his questioning of the witness as follows:

Q. How would you describe a Dyson vacuum cleaner to a friend who knew nothing about
them?

A. Well, | did recommend them to my friends and family. | described it as something
that looked ultra-modern to me. It wasreally different to anything | had ever seen,
and this wonderful clear bin onit. You could see how it was working, how much dust
you had picked up and when it was full. | liked it very much.

113. | subsequently asked the witness whether she would till today expect the four vacuum cleaners
shown in the photograph to be made by Dyson. She answered that they looked liked a Dyson. She
thought that one was a Dyson (which it was). She was unsure about the other

three (which were not).

The de facto Monopoly Point

114. | was |eft with the impression that the withesses association of the transparent collection bin with
Dyson in 1996 was as aresult of their association of that feature with bagless cyclonic vacuum
cleaners, and their association of that type of vacuum cleaner with Dyson. There has been numerous
ingtances in the past where the name of a new type product becomes temporarily associated in the
minds of some of the public with the first undertaking to bring that product to the market. The English
courts have been dow to accept that this sort of association amounts to recognition of thesgnin a
trade mark sense: see, for example,

McCain International v Country Fair Foods [1981] RPC 69. The same reasoning can apply
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where the Sgn in question is not the name of the new product but a means of visudly diginguishing it
from the pre-existing technology. | believe that the witnesses association of the transparent collection
bin with Dyson’s cyclonic bagless vacuum cleaners fdlsinto this category.

115. The applicant would say that the reason that some witnesses may now associate the transparent
bin with bagless vacuum cleaners per se is because other manufacturers have

copied Dyson’s clear bins since the date of the application. | reached the conclusion in consdering the
prima facie objections to the marks, that the trangparent bin was a highly effective way of designating
the type of cleaner involved, and that the feature had other functiond benefits. | believe that that view
is consstent with the evidence. If it is right, there would be obvious reasons for other manufacturers to
adopt trangparent collection bins when bringing competing bagless vacuum cleaners to the marke,
which had nothing to do with identifying those products as Dyson cleaners.

Conclusion on the Claim of Acquired Distinctiveness

116. As| noted earlier, the ECJ has confirmed that the matter must be judged on the basis of

the presumed expectations of an average consumer of the goods concerned who is reasonably well
informed, observant and circumspect. In my view, such a consumer would recognise that

a feature which identifies a new type of vacuum cleaner, and which isfunctiond, isnot a

trade mark that identifies the goods of a particular undertaking. At the very least such a consumer
would not regard such asgn asatrade mark until the proprietor had taken steps to educate the
consumer to that perception, and that would be very unlikely to occur before the product had been on
the market for alengthy period.

117. Inthis connection, it is highly rdevant that vacuum cleaners bearing the marks had only been on
the market for some three years and eight months prior to the relevant date, and the gpplicant is
unable to point to any promotion of the trangparent collection bin as a trade mark during that period.
Asthe ECJ gated in the Windsurfing case, the expectation that the goods originate from a particular
undertaking must be * because of the trade mark.” It isdifficult to see how that could be the case
where there has been no use of the signs gpplied for as trade marks prior to the relevant date.

118. Mr Carr argued on the basis of Chocosuisse v Cadbury [1998] RPC 117, that it was sufficient
if the 9gnsin question had a perceived digtinctive qudity. Thejudgein that case

was not considering atrade mark case at al. He was considering a claim based upon the extended
form of passng off. The facts were very different to those in this case.

119. The ECJ has recently re-gated the pogtion it took in Windsurfing in the course of giving its
judgement in the Philips v Remington case. Although the court accepted that it may be possible to
demondrate the acquigition of trade mark character during a period in which a

party isthe only supplier of goods to the market, it emphasised (in paragraph 65 of its judgement) that
this must be because “ the identification, by the relevant class of persons, of

the product as originating from a given undertaking is as a result of the use of the mark as a
trade mark.” Thereisno evidence of that.
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120. For the reasons given above, | have come to the conclusion that the applicant has not discharged
the onus which is upon it to demongtrate that the trade marks gpplied for had acquired a digtinctive
character through use before the date of the gpplication.

Discrimination

121. Mr Car drew my attention to Reg v Licensing Authority [1990] 1 AC, ajudgement of the
House of Lords, in which congderation was given to the obligations of a statutory body with avery
wide area of discretion - the licenaing authority which grants product licences in respect of
pharmaceuticals. Lord Templeton observed (at page 103 of the report) that the authority had a duty
to treat dl gpplications fairly and equaly. He said thisin the course of ajudgement about whether the
authority had the right to rely upon confidentia information provided by the patentee of a drug, when
determining whether to grant other licences for the drug under the Medicines Act 1968.

122. Mr Carr submitted that smilar principles applied to the Regidrar. In this connection, he drew my
attention to the acceptance by the Registrar of a number of other trade marks consisting of a colour or
coloursin respect of arange of different goods and services. He

argued that unlessthere was afar and rationd basis for distinguishing between these gpplications and
the one before me, this gpplication should be alowed to proceed.

123. In my view, Mr Carr’ s submisson iswrong in principle and in fact. It iswrong in

principle to consider whether atrade mark is registrable by reference to the facts of other

cases. The Regigtrar has a duty under section 37 of the Act to decide whether an gpplication meets
the requirements for regidtration laid down in the Ac. Unlike the licenaing authority, the Registrar does
not have awide area of discretion. The Registrar must make a judgement as to whether the
gpplication meets the requirements for registration, taking account of the evidence filed in support of it.
Regidrahility should not be determined on areative basis by weighing

the merits of one mark, and the evidence in support of it, againgt the merits of different trade marks,
and the evidence on those gpplications.

124, If authority be needed to support this position, it isto be found in Treat [1996] RPC

281, where Jacob J. sated that the state of the register is, in principle, irrdlevant to the

question of whether a particular trade mark should or should not be registered. The Court of First
Instance has rgjected smilar arguments in respect of Community trade marks on at least five separate
occasions, the last time on 27 February 2002 in case T-106/00, Streamservev OHIM (paragraphs
66-68).

125. Asto the facts, the trade marks on Mr Carr’slist are al colour marks registered for different
goods and services. | have dready explained why | do not consder the applicant’s marks to be
andogous to acolour mark. | see no point whatsoever in considering the merits and evidence on
other gpplications for different types of mark, and for different goods and services.

Outcome

126. The gpplication is refused because the trade marks do not meet the requirements for
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registration laid down in section 3(1)(a) of the Act, and are excluded from regigtration by paragraphs
(b) and ( ¢) of section 3(1). Further, the applicant has not proven that the trade marks had acquired a
digtinctive character through use prior to the relevant date, and cannot therefore rely upon the proviso
to section 3(1).

Dated this 23%° Day of July 2002

Allan James
For the Registrar
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