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TRADE MARKSACT 1994

IN THE MATTER OF Application No. 2068253
in the name of Kabushiki Kaisha Namco (Namco Ltd)

AND

IN THE MATTER OF Opposition No. 45735
by The Edge I nteractive Media Inc
and The Edge Interactive Media Ltd

BACKGROUND

1. On 18 April 1996 Kabushiki Kaisha Namco (Namco Ltd) of Japan, applied to register the
trade mark SOULEDGE in respect of the following goods:

Class 9

Coin-operated, coin or counter freed amusement machines, video game machines,
video game machine cases, printed circuit boards for video game machines, dl for
commercid use; video game machines for domestic use including for persond
computers; software; magnetic, optical or laser tapes, cards, discs and ROM cartridges
all bearing encoded video game programs; records, encoded magnetic cards, sheets
and tapes, encoded compact discs; pre-recorded video discs and tapes; parts and
fittings for dl the aforementioned goods.

Class 28

Games, hand-held units for playing dectronic games, game machines; playthings
toys.

2. The application for registration was subsequently accepted and published and on 16
October Notice of opposition was filed by the Edge Interactive Media Inc of California,
United States of America and the Edge Interactive Media Ltd of Oxfordshire, United
Kingdom, asjoint opponents. Though the statement of groundsis headed up for an
opposition based upon the Trade Marks Act 1938, which has now been repealed, thereis
aufficient in it (bearing in mind that this opposition was lodged well before the Trade Marks
Regigtry started to examine pleadings) to deduce that the opposition was based upon the
following grounds:

0] under the provisions of Section 3(1), (b),(c) and (d) in that the trade mark was
devoid of any digtinctive character or conssts of asign used in trade to
indicate kind, quality etc. or condgts exclusively of asgn which has become
customary in the current language or established practices of the trade;

(it) under Section 3(6) in that the trade mark was applied for in bad faith and that
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the gpplicants do not have any intention to use the trade mark on the goods and
services covered by the gpplication;

(i) under Section 5(2)(b) in that the opponents have earlier protected trade marks
which are amilar to the trade mark sought to be registered by the gpplicants
and which are protected for the same or similar goods as those covered by the
goplication;

(iv)  under Section 5(4)(a) in that the opponents trade marks have acquired
common law rights such as to be able to prevent the use by the applicants of
their trade mark under the common law tort of passng off.

3. Both sides submitted evidence and the matter came to be heard on 27 February where the
gpplicants were represented by Mr Roger Grimshaw of Mewburn Ellistheir Trade Mark
Attorney. The opponents were not represented at the hearing. | have, however, taken into
account al of the materia on file which the opponents have provided in the course of these
proceedings in reaching my decision below.

Opponents evidence

4. Thisconggs of four satutory declarations by Dr Tim Langddl, who is Presdent and

Chief Executive Officer of the Edge Interactive Media Inc and Managing Director of the Edge
Interactive Media Ltd. He provides some background information as to the basis of this
dispute and the contacts which he sought to make with the applicants. In that connection he
comments on the fact that the gpplicants are now using in America the trade mark
SOULBLADE for agame they originaly launched under the trade mark SOULEDGE. He
exhibits copies of registration certificates in respect of trade mark Nos. 1562099 and 1512713
in respect of the trade mark EDGE in Classes 9 and 16, details of which area Annex A. He
a0 dates that revenues associated with the sde in the United Kingdom of goods bearing
trade marks EDGE or THE EDGE, or other related ‘Edge’ trade marks since 1983 (either
directly by the opponents or by their predecessors in business) Softek (or any licensees) are
estimated to be £25 million. Dr Langdd| aso provides examples of the way in which the
trade marks have been used. He dso claims to have used the specific trade mark
“SOULEDGE” in the United Kingdom and in that connection provides details of sdesof a
game cdled Souledge which was launched in 1988 and which, he says, remainsin the
companies active catalogue of products for sale. The evidence of use of that game is dated
Spring 1988, December 1990 and there are some invoices, dated January 7 1992 and August
28 1991.

5. Dr Langdell goes on to State that there have been numerous reports of confusion as
between the gpplicants EDGE marks and SOULEDGE. Dr Langdell statesthat in the period
1994 to 1997 the turnover in connection with the opponents * Edge’ and SOULEDGE trade
marks used on video and computer games was gpproximately £3.7 million pounds and that in
the years from 1984 to 1994 the annual turnover was never less that £300,000.



Applicants evidence

6. Thiscondsts of adeclaration by Yumiko Sugimoto, a Statutory Declaration by Akira
Aoyagi, adeclaration by David William Lake, and two Statutory Declarations by Roger Stuart
Grimshaw. These declarations comment upon the relationship between the applicants and the
opponents, state that the applicants have used the trade mark SOULEDGE in the United
Kingdom (and elsawhere), to market coin operated game machines since 1996 and that in
conjunction with Sony Computer Entertainment have devel oped CD-Rom software for video
game machines for domestic use, based upon the company’ s coin operated arcade game
SOULEDGE. The use of the trade mark SOULBLADE in the United States, as opposed to
the trade mark SOULEDGE, is explained by the fact that whilst Namco did not and never
have accepted the clams made by the opponents about infringement of their rights it was felt
advisable to avoid potentia complications and thus the trade mark was changed from
SOULEDGE to SOULBLADE. The sdes of the video game machines bearing the trade mark
SOULEDGE have amounted to £1.3 million in the period 1995 to 1997. The particular game
is described as being a heavily themed dl action fighting game which is set in the middle of

the fifteenth century; the title takesits name from “the invincible sword which guides fighters
throughout the world on their fatd quest”.

7. Though there has been agreat ded of materid filed by both Sdesin these proceedings,
and which | have read, the summary provided above together with specific references | make
below are those facts and information which | consider to be relevant to these proceedings.

DECISION

8. | ded firgt with the grounds of opposition based upon Section 3. The relevant provisions
sate

“3-(1) Thefollowing shal not be registered -
@ ...
(b) trade marks which are devoid of any ditinctive character,
(© trade marks which consst exclusvely of sgnsor indications which
may serve, in trade, to designate the kind, qudity, quantity, intended
purpose, value, geographica origin, the time of production of goods or

of rendering of services, or other characteristics of goods or services,

(d) trade marks which consst exclusvely of signs or indications which
have become customary in the current language or in the bona fide and
established practices of the trader”

“3.-(6) A trade mark shal not be registered if or to the extent that the application is
made in bad faith.”

9. Firg of dl, | do not consider that any evidence has been filed by the opponentsin support
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of the adlegation that the trade mark in suit here falls to satisfy those provisons of Section 3

of the Act asthey dlege. Thereisno evidence that the trade mark in suit is devoid of any
digtinctive character; conssts of asign or indications which serve in trade to designate the
kind, qudity, quantity, intended purpose, vaue, geographical origin, time of production of
goods or of rendering of services or other characteristics of the goods; or that the trade mark
consgs exclusvey of asign or indication which has become cusomary in the current
language of thetrade. Moreover, thereisno evidence that the trade mark was gpplied for in
bad fath. The fact that the applicants admit to having changed the name of one of their
products in the United States from SOULEDGE to SOULBLADE because of possible
‘complications between themselves and the opponentsis not determinative. Not least,
because we are dedling with circumstances in another market and | note that in the United
Kingdom the applicants clam to have been using the trademark SOULEDGE prior to the date
of application for registration and thus the circumstances in the two markets could be
different. Having regard to the decided authority in this area, Gromax Plagticulture Ltd v Don
Low Nonwovens Ltd [1999] RPC 367, | do not consider that the applicants in making this
goplication have demongtrated actions which fal short of those normaly accepted in
commerce. Thus the grounds of objection under Section 3(6) aswell as those under the
provisons of Section 3(1) are dismissed.

10. | go on to congder the ground of objection based upon Section 5(2)(b) of the Act which
sates:

“(2) A trade mark shall not be registered if because -

@ ..

(b) itissmilar to an earlier trade mark and isto be registered for goods or
services identica with or Smilar to those for which the earlier trade
mark is protected,

there exigs alikelihood of confusion on the part of the public, which includes the
likelihood of association with the earlier trade mark.”

11. In approaching the ground based upon Section 5(2)(b) | take into account the guidance
provided by the European Court of Justice (ECJ) in Sabel BV v Puma AG [1998] ET.M.R. 1,
Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc [1999] E.-T.M.R. 1, Lloyd Schuhfabrik
Meyer & Co GmbH v Klijsen Handel B.V. [2000] F.S.R. 77 and Marca Mode CV v Adidas
AG [2000] E.-T.M.R. 723.

It isclear from these cases that:-

@ the likelihood of confusion must be appreciated globdly, taking
account of dl relevant factors, Sabel BV v Puma AG, paragraph 22,

(b) the matter must be judged through the eyes of the average consumer of
the goods/servicesin question; Sabel BV v. Puma AG, paragraph 23,
who is deemed to be reasonably well informed and reasonably



(©)

(d)

(€

(®

()

()

circumspect and observant - but who rarely has the chance to make
direct comparisons between marks and must instead rely upon the
imperfect picture of them he has kept in hismind; Lloyd Schuhfabrik
Meyer & Co. GmbH v. Klijsen Handel B.V. paragraph 27,

the average consumer normally perceives a mark as awhole and does
not proceed to andyse its various details, Sabel BV v. Puma AG,

paragraph 23,

the visud, aurd and conceptua smilarities of the marks must therefore
be assessed by reference to the overal impressions created by the
marks bearing in mind their digtinctive and dominant components,
Sabel BV v. Puma AG, paragraph 23;

alesser degree of amilarity between the marks may be offset by a
greater degree of amilarity between the goods, and vice versa; Canon
Kabushiki Kaisha v. Metro-Goldwyn-Mayer Inc, paragraph 17,

thereisa greater likdihood of confuson where the earlier trade mark
has a highly digtinctive character, either per se or because of the use
that has been made of it; Sabel BV v. Puma AG, paragraph 24;

mere association, in the sense that the later mark brings the earlier mark to
mind, is not sufficient for the purposes of Section 5(2); Sabel
BV v. Puma AG, paragraph 26;

further, the reputation of a mark does not give grounds for presuming a
likelihood of confuson smply because of alikelihood of association in
the strict sense; Marca Mode CV v. Adidas AG, paragraph 41,

but if the association between the marks causes the public to wrongly
believe that the respective goods come from the same or economicaly
linked undertakings, there is alikeihood of confusion within the
meaning of the section; Canon Kabushiki Kaisha v. Metro-Gol dwyn-
Mayer Inc, paragraph 29.

12. Mr Grimshaw, for the applicants, accepted, that insofar as his clients application was
concerned it covered the same or Smilar goods as the applicants earlier regigtration in Class

9. Hewas, | think, right to do so bearing in mind the test set out by Mr Justice Jacob in

British Sugar Plc v James Robertson & Sons [1996] RPC 281 and which was endorsed by the
Court of Justicein Canon. | believe that the applicants goods in Class 9 and Class 28 are the
same or Smilar to those of the opponents earlier registration No. 1512713 in Class 9.
However, | do not consider the applicants' registration for the trade mark EDGE in Class 16
to bein respect of an earlier right which isrelevant here. The respective goods are different.

13. The applicants trade mark is SOULEDGE, the opponents trade marks are EDGE. Thus,
the gpplicants trade mark asits last four |etters, encompasses the whole of the opponents



trade mark. However, when judged through the eyes of the average consumer who is
reasonably well informed and circumspect, as well as observant, and does not invariably have
the opportunity to compare the respective marks side by side but must rely upon imperfect
recollection | do not consider that the respective trade marks are smilar. Thisis because
trade marks are usually perceived as awhole and the various details are not analysed. Thus
the authorities make clear that oral and conceptua sSimilarities of the respective trade marks
have to be assessed by reference to the overall impressions created by the trade marks,
bearing in mind their digtinctive dominant components. Even though, the gpplicants’ trade
mark encompasses the whole of the opponents’ trade mark | believe that the addition of the
term SOUL to the gpplicants trade mark, particularly inits placing a the beginning of the
trade mark, meansthat any smilarity between the two is sgnificantly diminished. Thisis o,
particularly when taking into account the way in which the trade marks are used, which would
be predominantly visudly, on video games or video games machines.

14. However, that is not the end of the matter because | must take account of the distinctive
character of the earlier trade mark and its reputation in determining the smilarity between the
respective trade marks. In that regard, | believe that the opponents’ trade mark EDGE is
inherently distinctive for the goods covered by the rlevant earlier regidration. But | am not
satisfied that it has an enhanced reputation based upon itsuse. Thisis because, though | have
evidence of earlier sdes which amount to considerable sums of money, | am given no
breskdown as to the use of the trade mark EDGE on its own at any stage. The figures| am
given are for EDGE marks as awhole or EDGE and SOULEDGE trade marks. Moreover,
the information is not put into context. The market for video games | should imagineis very
large and therefore the figures | am given do nat, it ssemsto me, give me an indication of
whether the sums involved here are Sgnificant or otherwise and therefore not sufficient to
indicate whether they are enough to give the trade mark EDGE an enhanced reputation in the
particular fiddd inwhich it isused.

15. In Rdeigh Internationa Trade Mark [2001] RPC 11 page 202 Geoffrey Hobbs QC,
gtting asthe Appointed Person, said:

“Similarities between marks cannot eliminate differences between goods or services,
and amilarities between goods or services cannot diminate differences between
marks. So the purpose of the assessment under section 5(2) must be to determine the
net effect of the given smilarities and difference”

16. Taking dl of the above into account it seems to me that though the respective goods are
the same or amilar the respective trade marks are not smilar and the registration of the trade
mark in suit isnot likely to lead to the likelihood of confusion on the part of the public, which
might include the likelihood of association with the opponents' trade mark. Thus the grounds
of opposition based upon Section 5(2)(b) is dismissed.

17. 1 go on to consider the ground of objection based upon Section 5(4)(a). The states:

“5.-(4) A trade mark shdl not be registered if, or to the extent that, itsuse in the
United Kingdom is liable to be prevented -



@ by virtue of any rule of law (in particular, the law of passng off)
protecting an unregistered trade mark or other sgn used in the course
of trade, or”

18. Mr Geoffrey Hobbs QC set out the basis of an action for passing off in WILD CHILD
Trade Mark (1998) RPC 455:

"A hdpful summary of the dements of an action for passing off can be found in
Halsbury's Laws of England 4th Edition Vol 48 (1995 reissue) at paragraph 165. The
guidance given with reference to the speeches in the House of Lords in Reckitt &
Colman Products Ltd v Borden Inc [1990] RPC 341 and Erven Warnink BV v
JTownend & Sons (Hull) Ltd [1979] ACT 731 is (with footnotes omitted) as follows:.

"The necessary eements of the action for passing off have been restated by the
House of Lords as being three in number:

@ that the plaintiff's goods or services have acquired a goodwill or
reputation in the market and are known by some digtinguishing festure;

(b) that there is a misrepresentation by the defendant (whether or not
intentiona) leading or likely to lead the public to believe that goods or
sarvices offered by the defendant are goods or services of the plaintiff;
and

(© that the plaintiff has suffered or islikely to suffer damage as a result of
the erroneous belief engendered by the defendant's misrepresentation.”

The restatement of the dements of passing off in the form of this dassica trinity has
been preferred as providing greater assstance in andysis and decision than the
formulation of the dements of the action previoudy expressed by the House. This
latest statement, like the House's previous statement, should not, however, be treated
as a&kin to agtatutory definition of <passing off', and in particular should not be used to
exclude from the ambit of the tort recognised forms of the action for passng off
which were not under consideration on the facts before the House."

19. Further guidanceis given in paragraphs 184 to 188 of the same volume with regard to
establishing the likelihood of deception or confusion. In paragraph 184 it is noted (with
footnotes omitted) that:

"To edablish alikelihood of deception or confusion in an action for passing off where
there has been no direct misrepresentation generaly requires the presence of two
factua dements

@ that aname, mark or other ditinctive festure used by the plaintiff has acquired
areputation among arelevant class of persons, and

(b) that members of that class will mistakenly infer from the defendant's use of a



name, mark or other feeture which isthe same or sufficiently smilar thet the
defendant's goods or business are from the same source or are connected.

Whileit is hepful to think of these two factud €ements as successive hurdies which
the plaintiff must surmount, consideration of these two aspects cannot be completely
separated from each other, as whether deception or confusionislikely is ultimately a
single question of fact.

In arriving a the conclusion of fact as to whether deception or confusionislikely, the
court will have regard to:

@ the nature and extent of the reputation relied upon;

(b) the closeness or otherwise of the respective fidlds of activity in which the
plantiff and the defendant carry on business,

(© the smilarity of the mark, name etc used by the defendant to that of the
plantiff;

(d) the manner in which the defendant makes use of the name, mark etc
complained of and collaterd factors, and

(e the manner in which the particular tradeis carried on, the class of persons who
itisdleged islikdy to be decelved and dl other surrounding circumstances.

In assessing whether confusion or deception islikely, the court attaches importance to
the question whether the defendant can be shown to have acted with a fraudulent
intent, although a fraudulent intent is not a necessary part of the cause of action.”

20. As| have dready found that the respective trade marks are not smilar it follows that the
respective sgns for consideration under this head are not likely to lead to misrepresentation.
Further, it seems to me that the opponents have not fully established their reputation or
goodwill in the United Kingdom. For the reasons outlined above, | do not consider that the
figures provided by the opponents in terms of sales of their products in the jurisdiction can be
put into context sufficiently to provide for afinding thet they have a reputation or goodwill on
which to found an action for passing off. In those circumstances the ground of opposition
based upon Section 5(4)(a) is aso dismissed.

21. Theoppostionisdismissed initsentirety. Inthe event of such afinding the opponents
asked for an award of cogts off the scalein view of the opponents’ actions in delaying matters
a every turn by either claiming they had not received correspondence, applying for hearings
a which they did not appear, provide skeleton arguments and generdly putting the opponent
to alot of expense and bother. Whilst it is certainly true that the opponents have repeatedly
claimed not to have received correspondence or to have claimed to have sent documents and
correspondence which have not been received either by the opponent or the Trade Marks
Regidry, the gpplicants themsdves have used the Trade Marks Rulesto their advantage and
aso sought the exercise of the Regidrar’ s discretion from timeto time. Indl of the



circumstances, taking into account the preliminary hearings that have occurred in these
proceedings, the evidence filed and the substantive hearing itsdlf | order the opponent to pay
to the gpplicant the sum of £1000, this sum to be paid within seven days of the expiry of the
gpped period or within seven days of the find determination of this caseif any gpped agangt
this decison is unsuccesstul.

Dated this 14™ day of August 2002

M KNIGHT
For the Registrar
the Comptroller-General
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Application No.

1562099

1512713

Mark

EDGE

EDGE

Class

16
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ANNEX A
Specification

Printed matter, magazines,
newspapers, periodicas, stationery,
posters, packaging materials,
booklets, ingtructiond or teaching
materids, al relating to computer
games, video games, interactive
media, interactive televison,
interactive video, hand-held games
and to related devices and goods,
al perdining to entertainment and
education; dl included in Class 16.

Entertainment software; video
games, computer games, and
interactive video media; dl included
in Class 9.



