TRADE MARKSACT 1994

IN THE MATTER OF Application No 2237923
by David Charles Jones and Jenifer Ann Jonesto
register atrade mark in classes 3 and 42

AND IN THE MATTER OF Opposition thereto
under No 51774 by L’ Oreal SA.

Background

1. On 30 June 2000, David Charles Jones and Jenifer Ann Jones applied to register the trade
mark SPECIAL EFFECTS in Classes 3 and 42 in respect of .-

Class 3; Soaps, perfumery, essentid oils, cosmetics of dl kinds for face and
body, shampoos, conditioners and hair lotions.

Class 42; Beauty and cosmetic therapies, treatments and services.

2. On 23 November 2000, L’ Oredl SAA. filed notice of opposition to the registration of the
trade mark. The grounds of opposition are, in summary, that registration would offend:

- Section 3(1)(a) of the Act because the words SPECIAL EFFECTS are non-
digtinctive in relaion to cosmetics in Class 3 and cosmetic therapies, treatments and
sarvicesin Class 42 in that SPECIAL EFFECTS make-up has a meaning that would be
recognised by the public as make-up that is used to produce a specid effect such as
that used infilmsand TV, and that the trade mark is laudatory in that it suggests that

the products will provide a specia effect.

- Section 3(3)(b) because the mark would be deceptive if the products do not produce
aspecid effect.

- Section 5(4)(a) because the opponent has used atrade mark conssting of the letters
FX since September 1995 in relation to atrade in the UK in relation to hair products.
It has further used the trade mark SPECIAL FX in relation to the same products. In
view of the goodwill and reputation that the opponent enjoys as a result of this use, use
of the gpplicants mark isliable to be restrained by the law of passng off.

- Section 5(2)(b) because the opponent is the proprietor of earlier trade mark numbers
2015288, 2148612 and 2148615, which are all composite trade marks incorporating
the letters FX. The detalls of dl three earlier marks are shown in Annex A. All three
trade marks are registered in Class 3 with effect from a date that is earlier than the date
of the application in suit. All three earlier trade marks are registered in respect of

goods which areidentica to those for which the gpplicants seek regigtration.

3. The applicants admit the existence and validity of the opponent’s earlier trade marks but
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otherwise deny the grounds of oppostion.
4. Both sides seek an award of costs.
Evidence

5. The applicantsfiled ajoint statutory declaration dated 11 October 2001. The opponent
filed two declarations by José Monteiro of L’ Ored dated 10 July 2001 and 3 January 2002.

Hearing

6. The matter came to be heard on 8 August 2002 when the applicants were represented by Mr
JClegg of fJCleveland, and the opponent was represented by Mr D Castle of Castles.

Amendment of grounds of opposition

7. The day prior to the hearing the opponent’ s trade mark attorney wrote to the applicants and
to the Regidtrar, seeking to amend the grounds of oppaosition. The amendment sought was the
substitution of the ground of opposition based upon Section 3(1)(a) of the Trade Marks Act
1994 with Section 3(1)(b) of the Act. The opponent’s explanation for the amendment was
that an error had been made in drafting the original grounds of oppostion, and that it had
aways been the intention to include a ground of opposition under Section 3(1)(b). The
explanation put forward for the delay in seeking to amend the error is that it was only noticed
a the time of drafting the opponent’ s skeleton argument for the hearing. The opponent
maintains that the wording of the origina grounds of oppaosition showed that a Section 3(1)(b)
objection was dways intended.

8. Mr Clegg's skeleton argument recognised that the opponent’ s origind ground of
opposition under Section 3(1)(a) of the Act was incorrectly pleaded, and that the opponent
probably intended to plead one of the other sub-sections of Section 3(1) of the Act.
Nevertheless he objected to the opponent’ s request to amend the grounds of oppostion,
principaly on the grounds of the lateness of the request, and aso because of the potentia
prgudice that his dlients may suffer.

9. | decided to dlow the grounds of opposition to be amended. It was plain from the notice
of opposition that the opponent’ s objection under Section 3(1) of the Act was based upon a
clam that the gpplicants trade mark was descriptive. Because of this, | invited Mr Cagtle to
consder whether his dlient’s objection in fact fell most gppropriately under Section 3(1)(c) of
the Act. He agreed that it did. The grounds of opposition were therefore amended by the
subgtitution of Section 3(1)(c) for Section 3(1)(a) of the Act.

Section 3(1)(c)

10. Section 3(2)(c) of the Act (insofar as relevant) is asfollows:

“3.-(1) Thefollowing shall not be registered -
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(@)
(b)

(© trade marks which consist exclusively of signs or indications which
may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin, the time of production of goods or
of rendering of services, or other characteristics of goods or services,

@ .0

11. 1t was common ground before me that the test to be gpplied isthat set out by the
European Court of Jugtice (ECJ) in their judgement in the case of Procter & Gamble Cov
Officefor Harmonisation of the Internal Market (Baby-Dry). The Court said (at
paragraphs 35 to 37 of itsjudgement) that:

“35 Under Article 7(1) of Regulation 40/94, trade marks are not to be registered if
they are devoid of distinctive character (sub-paragraph (b)) or if they consist
exclusively of signs or indications which may serve, in trade, to designate the kind,
guality, quantity, intended purpose, value, geographical origin, time of production of
the goods or of rendering of the service, or other characteristics of the goods or
service (sub-paragraph (c)).

36 Under Article 12 of Regulation 40/94, the rights conferred by the trade mark do
not entitle the proprietor to prohibit a third party from using, in the course of trade,
indications concerning the kind, quality, quantity, intended purpose, value,
geographical origin, the time of production of the goods or the time of rendering the
service, or other characteristics of the goods or service, provided he usesthemin
accordance with honest practicesin industrial or commercial matters.

37 ltisclear from those two provisions taken together that the purpose of the
prohibition of registration of purely descriptive signs or indications as trade marksis,
as both Procter & Gamble and the OHIM acknowledge, to prevent registration as
trade marks of signs or indications which, because they are no different from the
usual way of designating the relevant goods or services or their characteristics, could
not fulfil the function of identifying the undertaking that markets them and are thus
devoid of the distinctive character needed for that function.”

The Court concluded that:

“The signsand indications referred to in Article 7(1)(c) of Regulation number 40/94
are thus only those which may serve in normal usage from a consumer’s point of view
to designate, either directly or by reference to one of their essential characteristics,

goods or services such as those in respect of which registration is sought.”

12. The opponent has two objections. Firgly, that specid effectsis a generic term for
cosmetics and cosmetic treatments associated with the production of specid effectsin films,
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TV and smilar forms of entertainment. Secondly, that the words specid effects are decriptive
according to the ordinary meanings of the words ‘ specid’ and ‘effect’, and that independently
of any established generic use of the term, the words signify cosmetics of akind that would
produce any type of specid effect for the user.

13. The opponent’s evidence is directed exclusvely at establishing its own use of the trade
marks FX and SPECIAL FX. It provides no support for the section 3(1) ground of objection.
The gpplicants evidence includes a definition of the term SPECIAL EFFECTS from the
Concise Oxford Dictionary. The term appears in that dictionary as meaning “Scenic illusions
created by props and camera work” .

14. Mr Cadtle attached to his skeleton argument copies of the definitions of the words

EFFECTS, SPECIAL EFFECTS and the letters FX, which are to be found in Collins English
Dictionary. The second entry for the word “effects’ is“lighting, sounds etc., to accompany
and enhance stage, film or broadcast production”. Theterm SPECIAL EFFECTS is defined
as “in films, techniques used in the production of scenes that cannot be achieved by normal
techniques’ . Theletters FX gppear in the same dictionary as “informal, in films, for special
effects’ .

15. Although | cannot exclude the possibility that cosmetics may play some rolein producing
specid effectsin films, TV etc, thisis not within my persona knowledge. | do not find the
dictionary entries to which my attention has been drawn to be of any great assistance in
determining the matter. | note that they refer varioudy to the use of “techniques’, “props’ and
“camerawork” to produce specid effectsin the film industry, but none of the dictionary
entries indicate that cosmetics play any part in this respect.

16. In Eurolamb 1997 [RPC] 279, Mr Geoffrey Hobbs QC, as Appointed Person, said that
the Regidtrar has to exercise ajudgement as to whether atrade mark meets the requirements
for registration. Nevertheess, when determining a ground of objection in an opposition, the
Regidrar is required to act in accordance with her role asaquad judicid tribuna. This
generdly requires the Regidrar, or the Hearing Officer acting on her behdf, to determine
matters on the bas's of the materidsfiled in evidence. Unless afact is so well known that
judicid notice may probably be taken of it, an dlegation that a phrase has become genericin a
particular trade can only be made out through the filing of appropriate evidence. Inthe
absence of such evidence, afinding thet there exists a category of cosmetics and cosmetic
treatments known genericaly as*“ specid effects’, could only be as the result of conjecture on
my part. AsMr Geoffrey Hobbs QC noted in another case in which he was acting as
Appointed Person, Corgi Trade Mark [1999] RPC 549 at pages 560 and 561, it is important
to recognise the distinction between inference and conjecture. As Mr Hobbs noted, referring
back to a gpeech by Lord MacMillan in Jonesv Great Western Railway Co. [1930]

1441 T.194 at page 202, “a conjecture may be plausible but it is of no legal value, for its
essenceisthat it isamere guess’.

17. Mr Cadtle atempted to cure the omission of any relevant evidence by seeking to introduce
evidence from the results of his searches of the Internet. After | had stopped him from
introducing this evidence in the guise of submissions, he made an gpplication for leave to
introduce the results of his various Internet searches in the form of additional evidence. Not
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surprisingly, Mr Clegg resisted this gpplication. | rejected it because:

@ no attempt had been made to submit any evidence that went to the ground of
opposition during the periods dlowed for filing such evidence,

(b) if, as contended, the opponent’ s objection was present from the outset there
was no reason why it should not have been addressed in the evidence that the
opponent had aready filed;

(© no explanation had been put forward for the delay in filing this evidence;

(d) no gpplication had been made for leave to introduce this evidence prior to the
commencement of the Hearing, despite Mr Castle having filed a skeleton
argument only the day before;

(e alowing it to be introduced during the course of the Hearing would have
resulted in the gpplicants judtifiably feding that they had been “ambushed” with
new factua information, to which they should properly have been given a
chance to respond in evidence,

() alowing theintroduction of such evidence would therefore have dmost
certainly required an adjournment of the hearing;

(s)) that could not be judtified in the circumstances.

18. In the absence of evidence showing that specid effects is a generic term for a category of
cosmetics or cosmetic services used in television, films, etc., the first of the opponent’s
objections under Section 3(1)(c) must be rejected.

19. Itis, of course, the case that descriptiveness can be assessed by reference to the ordinary
meanings of words, which can be found in dictionaries. An opponent does not have to show
that amark isdready generic in atrade in the goods or servicesin order to make out an
objection under Section 3(1)(c). However, the trade mark SPECIAL EFFECTS does not, to
my mind, convey any specific information about the quality or the intended purpose of the
goods or services listed in the application. It is an ambiguous term open to various
interpretations. In my view, it ismore likely that the average consumer would regard it asa
fanciful use of aterm normaly associated with film making.

20. Mr Cadtle drew my attention to a number of so-called precedents, consisting of decisions
of the Regigtrar and of the Appointed Person dedling with the registrability on absolute

grounds of various other trade marks. | do not find these precedents of any greet assstancein
determining the matter before me. As Jacob J. stated in Treat [1996] RPC page 281, the state
of the Regidter is, in principle, irrdlevant to the question of the regigrability of anew trade

mark. Mr Castle asked me to pay particular attention to the decision of Mr Geoffrey Hobbs
QC, again as Appointed Person, in refusing an gpplication to register the trade mark
ADAPTIVE in relation to cosmetics and creamsin Class 3. Decisons of the Appointed

Person are, of course, to be treated with considerable respect. However, | do not regard the
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trade mark at issuein that case to be on dl fours with the trade mark which is the subject of
this oppogtion. Furthermore, Mr Hobbs' decision was not only pre- BABY -DRY/, but wasin
fact a decison under the previous 1938 Act.

21. Taking the best view | can of the matter on the basis of the sparse materia before me, my
judgement isthat the trade mark SPECIAL EFFECTS is not an indication which may serve, in
trade, to designate the quality or intended purpose or other characteristics of the goods or
sarvices. The opponent’s second objection under section 3(1)(c) therefore dso fails.

22. Further, even if my concluson on the first of the opponent’ s two objections iswrong, with
the result that SPECIAL EFFECTS would be recognised by the average consumer within the
film or televison indudtries as desgnating a specidist cosmetic or cosmetic service, it does
nat, in my view, follow that it will be seen that way by the average consumer of beauty
productyservices. In relation to the sorts of cosmetics and cosmetic servicesthat are likely to
be found in the High Street, the term SPECIAL EFFECTS would sill have no more than an
dlusve and fanciful reference to the properties of the goods and services. This may become
relevant if | am subsequently found to be wrong on the first of the opponent’ s objections
because Mr Clegg confirmed that the gpplicants were trading in beauty products and services.
Consequently, it may, if it becomes necessary, be possible for the gpplicants to redtrict their
specification so asto avoid the first of the opponent’ s objections under Section 3(1)(c).

Section 3(3)(b)
23. Section 3(3)(b) of the Actisasfallows:
“(3) Atrade mark shall not beregisteredifitis-
(@)

(b) of such a nature as to deceive the public (for instance as to the nature,
quality or geographical origin of the goods or service).”

24. The opponent argues that the applicants mark would be deceptive if used in relation to
cosmetics that do not produce a specid effect. Thisisredly the flip Sde of the opponent’s
case under Section 3(1)(c), I found under Section 3(1) that the applicant’s mark has no
specific descriptive message. Consequently, there is no likdlihood of the public being decelved
by the use of the mark. The objection fails accordingly.
Section 5(2)(b)
25. Section 5(2)(b) is asfollows:

“(2) Atrade mark shall not be registered if because -

(@)

(b) itissimilar to an earlier trade mark and is to be registered for goods
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or servicesidentical with or similar to those for which the earlier trade
mark is protected,”

26. Mr Castle agreed that his client’s best case rested in the regigtration of earlier trade mark
2015288. A representation of that mark and of the applicants mark is shown below:

27. | approached the matter taking account of the guidance from the ECJin Sabel BV v
Puma AG [1998] RPC 199, Canon v MGM [1999] ETMR 1 and Lloyd Schuhfabrik
Meyer & Co GmbH v Klijsen Handel B.V. [1999] ETMR at 698.

28. | acknowledge that the goods listed in Class 3 of the gpplication are identica to those
listed in the earlier trade mark, and | bear in mind that the ECJ has said that alesser degree of
smilarity between two trade marks may be offset by a greater degree of smilarity between the
goods.

29. | turn next to the digtinctive character of the earlier trade mark. Although it has a number
of figurative eements, the letters FX are a prominent feature of the earlier mark. | do not
regard the letters FX as having a highly distinctive character per se. It istherefore necessary
to consder the effect of the use that the opponent claims to have made of this mark upon its
digtinctive character at the date of the application.

30. Mr Monteiro says that his company has been using the trade mark FX in the United
Kingdom since September 1995 in relation to a number of hair products. He provides
turnover figures for products sold under this trade mark in the United Kingdom between 1995
and early in the year 2000. Thefiguresindicate that the opponent sold nearly 600,000 unitsin
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1995 rising to over 2% million unitsin 1999. He saysthat salestake place a supermarkets,
department stores, to chemists and hairdressers, who then sl these products on to the public.
He provides examples of the products themsdves at Exhibit M2 to hisdeclaration. At Exhibit
JM3 he exhibits copies of invoices showing sdes of the goods to various distributors. He
further provides figures showing the annud cost of advertisng and marketing products. These
indicate that, in 1995, the opponent spent £130,000 promoting its products. By 1999, this had
risen to just under £/2 million. Mr Monteiro claims that the products have been advertised
through televison and magazine marketing together with billboards, legflets and counter
promotions. At Exhibit IM4 he provides an example of some recent promotional meterid,
athough this seems likely to post date the gpplication under oppaosition.

31.1In ng the effect of this use upon the distinctive character of the earlier trade mark |
note that:

the opponent has provided no details to support its assertion of TV advertisng;

- the materid put forward to show how the mark has been used indicates thet it
has appeared as part of a composite trade mark and is used alongside other
marks such asL’OREAL, STUDIO LINE and INVISI SPRAY;

- there is no independent evidence that the goodsin question are known as FX
products, or that even if they were, the mark was well known in the United
Kingdom at the date of the applicants trade mark gpplication.

32. In this connection, | note that in Duonebs Trade Mark, 2 January 2001. BL/048/01, Mr
Simon Thorley QC as Appointed Person said that:

“In my judgement, | believe what the ECJ had in mind was the sort of mark which by
reason of extensive trade had become something of a household name so that the
propensity of the public to associate other less similar marks with that mark would be
enhanced. | do not believe that the ECJ was seeking to introduce into every
comparison required by Section 5(2), a consideration of the reputation of a particular
existing trade mark.”

33. | do not believe that the rather sketchy details of the use made of the earlier mark is
sufficient to elevate it into the sort of mark that might be entitled to an exceptiond scope of
protection.

Comparison of marks

34. | consder the letters FX to be a dominant element within the earlier trade mark. That does
not mean that the figurative components of the mark should be discounted when it comesto a
comparison with the applicants mark because, as the ECJ has noted, the average consumer
normally consders marks aswholes. | have not overlooked the fact that the word EFFECTS
gppears within the opponent’ s erlier trade mark. However, it isin such smal letters within

the upright of the letter ‘F that | do not believe that it can be consdered to be an essentid
feature of the earlier trade mark. | did not understand Mr Castle to contend otherwise.
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35. In fact it was common ground before me that there isno visud smilarity between the
opponent’ s earlier trade mark and the mark of the applicants. Mr Castle submitted that there
was consderable aura smilarity between the respective trade marks because of the phonetic
resemblance between the letters FX and the word EFFECTS, which appears as the second
word in the applicants trade mark. | do not think that it can be denied that thereis an eement
of phonetic smilarity between FX and EFFECTS, but as Mr Clegg pointed out, the gpplicants
mark is atwo word mark, and | would not therefore regard the degree of smilarity to be

paticularly high.

36. The parties differed most on the question of whether thereis, or is not, a conceptua
smilarity between the respective marks. Mr Castle, relying upon the entry in Collins
Dictionary which indicates that FX isan informa abbreviation for the term  Specid Effects as
used in films etc., submitted that the applicants mark shared the same concept asthat of the
opponent. Mr Clegg submitted that the average consumer would not equeate the earlier trade
mark with the words SPECIAL EFFECTS. He pointed out that the appearance of the letters
FX in one dictionary as short for ‘ Specid Effects does not establish that the meaning iswdll
known to the average consumer of cosmetics and cosmetic services. He further pointed out
that, in other fidds, the letters FX can have dternaive meanings, for example in the financid
market it means Foreign Exchange. | believe thereisforcein Mr Clegg’'s submissions. | am
not persuaded that the average consumer would see the letters FX as meaning ‘ Specia
Effects when used in rdation to atrade in cosmetics and cosmetic services.

Likdihood of confusion

37. The likelihood of confusion must be assessed through a globa comparison of dl rdevant
factors. As| have dready noted, it is common ground that thereis no visua smilarity
between the trade marks. Thereisalimited degree of aura resemblance between the marks,
but there is no evidence that aurd amilarity is exceptiondly sgnificant in this market. Inthese
circumstances, my conclusion that any conceptua similarity between the trade marks would
not be immediately gpparent to the average consumer of cosmetics must inevitably lead to the
conclusion that there is no likelihood of confusion between the respective trade marks, even
when they are used for identical goods.

38. Inthat event, it must follow that there is no likelihood of confusion if the gpplicants mark
isused in respect of the serviceslisted in Class 42.

39. 1t must dso follow from what | said earlier, that if the opposition based upon earlier trade
mark 2015288 fails, so too must the opposition based upon earlier marks 2148612 and
2148615, which are less smilar marks. The objection under Section 5(2)(b) is therefore
rejected.
Section 5(4)(a)
40. Section 5(4)(a) of the Act isasfollows:
“(4) Atrade mark shall not be registered if, or to the extent that, its use in the
United Kingdomis liable to be prevented -

SPECIAL EFFECTSCAJ 9



@ by virtue of any rule of law (in particular, the law of passing off)
protecting an unregistered trade mark or other sign used in the course
of trade”

41. Mr Clegg suggested in his skeleton argument that the approach to be taken under Section
5(4)(a) of the Act isasfollows:.

“18

19

20

20.1

20.2

20.3

In a ground of opposition based on Section 5(4)(a), the onusis on the
opponent to make out a case by filing appropriate evidence. [ See Audi-Med
(1998) RPC 859].

Following Geoffrey Hobbs QC’s comments in WILD CHILD Trade Mark
(1998) RPC 455 at 460, endorsed by Pumfrey J. in REEF Trade Mark (2002)
RPC 19 at paragraph 29, itself upheld in relation to section 5(4)(a) in the
Court of Appeal (2002) WL 820084 at paragraph 41, the question raised by
this ground of opposition is as follows. was normal and fair use of the
designation SPECIAL EFFECTS liable to be prevented at the date of
application by enforcement of rights which the opponent could then have
asserted against the applicants in accordance with the law of passing off?

Following on in accordance with the authorities quoted above, the opponent
must ther efor e establish the three necessary elements of the action for passing
off:

that the opponent’ s goods have acquired a goodwill or reputation in the
mar ket and are known by some distinguishing feature;

that normal and fair use of SPECIAL EFFECTS by the applicants would
constitute a misrepresentation (whether or not intentional) leading or likely to
lead the public to believe that goods or services offered by the applicants are
goods or services of the opponent; and

that the opponent has suffered or is likely to suffer damage as a result of the
erroneous belief engendered by the applicants misrepresentation.”

42. 1 did not understand Mr Castle to suggest that there was anything wrong with Mr Clegg's
submissonsin this respect, and | gratefully adopt them. The opponent plainly had a sgnificant
trade in hair care products prior to the relevant date. As| have aready noted, the evidence
shows that the opponent has made use of the letters FX alongside other distinguishing Signs,
including the figurative markings which are included within its earlier registered trade marks.

43. | have dready consdered whether the sign which congtitutes registered trade mark No.
2015288 islikely to be confused with the gpplicants mark if they were used concurrently in
respect of identica goodsin Class3. My answer was that no likelihood of confusion exigts. If
that is so, it must follow that use of the applicants mark cannot amount to a

misrepresentation.
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44. Consequently, the only way in which the opponent can advance its clam under Section
5(4)(a) over and above the case it has dready presented under Section 5(2)(b), is to show that
its goodwill was known by the trade mark SPECIAL FX prior to the date of the application
under oppaosition. The opponent clamsto have used this mark from 1 June 2000, one month
prior to the date of the application. The use clamed isagain in respect of hair care products.
Mr Monteiro puts the postion like this

“... my company has launched the trade mark SPECIAL FX. This, in my opinion, is
phonetically and conceptually identical to the trade mark SPECIAL EFFECTS, the
mark the subject of this opposition and would be taken by consumersto be the same
product. As my company launched SPECIAL FX with a great deal of publicity in the
month before this application was filed, there seems to me to be a great chance of
confusion by the public as to the origin of the SPECIAL EFFECTS product.”

45. Thereis plainly a strong phonetic resemblance between the words SPECIAL EFFECTS
and the word and letters SPECIAL FX. Further, the meaning of the letters FX in the phrase
SPECIAL FX would be more likely to be apparent to members of the public, and would in any
event bring the phonetic resemblance between the marks close to identity. | must therefore
look carefully at the opponent’s claim to have used this trade mark a month before the date of
the gpplication.

46. Mr Monteiro provides alist of magazinesin which he clams the trade mark has appeared.
The applicants evidence congsts of the results of an investigation which they jointly carried
out to establish whether or not the trade mark SPECIAL FX had in fact appeared in any of the
magazines liged in the opponent’ s evidence. The gpplicants say that they looked at dl of the
magazinestitles listed and tried to find the publications for each of the months of May, June
and July of 2000. Out of a potentid of 42 magazines to be examined only one was not
accounted for, athough another magazine was apparently not published before October 2000.
The applicants provide details of the research they undertook at the British Library and viaa
magazine archive facility. The gpplicants say that despite having looked a the magazinesin
question, they could find no advertisements for any products under the trade mark SPECIAL
FX during the period in question.

47. Mr Monteiro’ s second declaration was filed in response to this evidence. He exhibits (as
JM 1) copies of various magazines from the years 2000 and 2001 which include examples of
products advertised under trade marks which incorporate the word and letters SPECIAL FX.
However, dl of these magazines were published after the relevant date in these proceedings
and cannot therefore support the opponent’ s claim to have established any reputation or
goodwill under the SPECIAL FX trade mark prior to the rlevant date. Mr Monteiro exhibits
(s M 2) a schedule from a company known as Universdl McCann, which isL’ Ored’ s media
buyer. This provides a breakdown of where and when advertising for the opponent’ s products
appeared in the year 2000.

48. | have been through this document carefully. Thefirgt entry | could find reating to the

marketing of a product under the name SPECIAL FX specifies adate of July 2000, which is
after the relevant date.
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49. Mr Monteiro dso clams that postcards were distributed in cinema s throughout the UK
advertisng the SPECIAL FX hair product, including a 50 pence off voucher. He saysthat

these postcards were distributed “throughout 2000 after the date of first use of the mark and
into 2001”. A copy of the postcard in question is exhibited a JM 3. However, the schedule
exhibited as M 2 indicates that these postcards were first distributed on 20 July 2000, again
after the relevant date.

50. In hisfirgt declaration, Mr Monteiro’s provides figures for the opponent’ s turnover in
goods bearing the trade mark SPECIAL FX. The figuresindicate that turnover in such goods
amounted to over £1 million &t the date of the declaration. He provides further figures which
indicate that almost as much had been spent promoting goods bearing this mark. However,
these figures cover the period between the launch and the date of the declaration in July of
2001. No attempt has been made to provide figures for the period prior to the relevant date in
these proceedings. In this connection, | note that although the opponent has provided
examples of invoices (at M 3 to Mr Monteiro’sfirst declaration), which include entriesfor a
product described as“STU FX” (which | take to be areference to Studio Line FX hair
product), no corresponding invoices have been provided for any goods described by reference
to the words SPECIAL FX.

51. Mr Castle accepted that there was no supporting evidence for Mr Monteiro’s claim that
L’ Ored launched the product under the name SPECIAL FX on 1 June 2000. In the absence
of any request to cross examine Mr Monteiro, he invited me to accept the claim at face vaue.
It isfor the opponent to make good its claim to have established a goodwill and reputation
under the mark SPECIAL FX by the relevant date in these proceedings. In order to do so the
opponent was required to provide sufficient materia from which such afinding could properly
be drawn. Unsupported generd assertions, even provided under oath, cannot provide
aufficient support for the claim that has been made. Thisis al the more so when some of the
materia put forward to support the clam, actudly contradictsiit.

52. | conclude that there is no established use of the trade mark SPECIAL FX prior to the

relevant date. It follows that the ground of opposition under Section 5(4)(a) must fail for the
reasons dready given.
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Costs

53. This brings me to the question of costs. Both parties were content for costs to be awarded
off the Regigrar’ susud scde. The opposition was filed after the Regidrar’ s revised scale of
costs cameinto effect. Consequently, | ordered the opponent to pay the applicants the sum of
£1,700 as a contribution towards their costs. This to be paid within 7 days of the end of the
period alowed for gpped or, in the event of an unsuccessful gpped, within 7 days of the find
determination of the matter.

Dated this 22"° day of August 2002

ALLAN JAMES
For the Registrar

Annex in paper copy
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