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TRADE MARKSACT 1994

IN THE MATTER OF Application No. 2196449

by MOBO Holdings (UK) Limited to Register a

seriesof two Trade Marksin Classes 9, 16, 25, 35, 38, 41 & 42
AND

IN THE MATTER OF Opposition thereto under No. 50662
by Arcadia Group BrandsLimited

BACKGROUND

1. On 6 May 1999, MOBO Hoaldings (UK) Limited, applied to register the following asa
series of two trade marksin Classes 9, 16, 25, 35, 38, 41 & 42
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2. The application was examined and was subsequently published for the following range of
goods and services.

Class 9

“Pre-recorded sound recordings in the form of phonograph records, discs, tapes;
pre-recorded and blank videos; video recordings, films, tapes, sound recordings,
CDS, DVDs, computer games.”

Class 16

“Printed matter, printed publications, magazines, books; posters and prints; stationery;
bags; writing sets; writing paper; caendars, paper ornaments, postcards, transfers,
abums, boxes, greeting cards, pens and pencils; diaries; office requisites; stickers,
binders and folders, bookmarks; photographs; paperweights; pen cases; scrap books.”



Class 25
“Articles of clothing; footwear; headgear; bdts”
Class 35:

“Advertisng services, marketing services, market research services, marketing
studies; publicity services, public relations services; sales promotiona services,
televison, radio and direct mail advertisng; marketing and sales promotiona
sarvices, business management and consultancy services relating to broadcast and
advertising services, artist management services, promotiond management services,
information and advisory services relaing to the aforesaid.”

Class 38:

“Televison and radio broadcasting services; cable and satellite broadcasting services,
transmission services, information and advisory services rdating to the aforesaid.”

Class 41:

“Stage, screen, televison and radio entertainment services, performance and
production of music award ceremonies, shows, plays, musicas, theatrica
performances, televison and radio programmes, films and motion pictures,
musica productions services, concert and nightclub entertainment services,
organisng contests, dances and parties; recording studio services for films,
video, tdlevison and music; publishing services; information and advisory
sarvices rdating thereto.”

Class 42:

“Club, restaurant, public house café and cafeteria services; arranging, organising and
providing facilities for award ceremonies, exhibitions and conferences; artwork
sarvices, photography services, typesetting and printing; information and advisory
sarvices relating thereto.”

3. The gpplication is opposed by Acardia Group Brands Limited. The relevant extracts from
the opponents Statement of Grounds are reproduced verbatim below:

“2. The opponent isthe registered proprietor of United Kingdom trade mark
registration number 2049222 for the mark MOTO in Classes 18 and 25, which was
registered on 19 December 1995. The opponent is dso the lega and beneficia owner
of Community trade mark application number 67009 for the mark MOTO, filed on 1
April 1996 in classes 14, 18 and 25 in the name of Top Shop/Top Man Ltd. This
goplication is currently being assigned to Arcadia Group Brands Limited (hereinafter
referred to as the earlier trade marks).

4. The gpplicant seeks protection for the mark MOBO in respect of, inter dia,
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“articles of clothing; footwear; headgear; belts’ under application number 2196449
(hereinafter referred to as the gpplication in suit).

5. The opponent submits that the gpplication in suit should be refused under the
provisions of section 5(2)(b) of the Trade Marks Act 1994 (the Act) because the mark
the subject of the gpplication in suit is Smilar to the earlier trade marks and isto be
registered for goods which areidentical and/or smilar to those covered by the earlier
trade marks, there exists alikelihood of confusion on the part of the public, which
includes the likelihood of association with the earlier trade marks.

6. The word MOBO is phoneticdly, visudly and conceptualy smilar to the
opponents mark MOTO. There is one letter difference, which may easly be
mispronounced and islikely to lead to confusion on the part of the public, including
the likelihood of association with the earlier trade marks.

7. The opponent submits that the application in suit should be refused under the
provisons of section 5(3) of the Act on the grounds that the trade mark the subject of
the gpplication in suit is Ssmilar to the earlier trade marks, isto be registered for goods
which are not smilar to those for which the earlier trade marks are protected and the
mark the subject of the earlier trade marks has a reputation in the United Kingdom
and the use of the trade mark the subject of the gpplication in suit without due cause
would take unfair advantage of, or be detrimenta to, the distinctive character or the
repute of the earlier trade marks.

8. The opponent submits that the gpplication in suit should be refused under the
provisions of section 5(4) of the Act on the grounds that use of the mark the subject of
the gpplication in suit in the United Kingdom is ligble to be prevented by the law of
passing-off, given the goodwill and reputation of the opponent in the marks the

subject of the earlier trade marks. Use of the mark the subject of the gpplication in suit
islikely to deceive or cause confusion asto the origin of the applicants goods.
Furthermore, and without prgudice to the foregoing, use of the gpplicants mark is
likely to induce the belief that there is a trade connection between the business of the
opponent and that of the applicant.”

4. The gpplicants filed a counterstatement; their comments in o far asthey relate to the
grounds of opposition are reproduced verbatim below:

“4. The contents of paragraph 4 in the statement of grounds are denied. The gpplicants
seek protection for the mark MOBO (stylised) (series of 2) in repect of, inter dia,
“articles of clothing; footwear; headgear; bdts’, in class 25 under gpplication number
2196449. The applicant is not seeking protection for the mark MOBO (plain word
mark).

5. The contents of paragraph 5 in the statement of grounds for opposition are denied.
The gpplicants mark should not be refused under the provisions of section 5(2)(b) of
the Act. The gpplicants mark is not confusingly similar to the opponents' trade mark
MQOTO. MOBO (stylised) and MOTO differ visudly and phoneticaly quite
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sgnificantly. In very short marks, differences of one letter between marks are reedily
perceived. The pronunciation of both marksis quite different. In both cases, emphasis
will be placed on the “bo” and “to” suffixes. The opponents' trade mark is more likely
to be pronounced as * motto”, which even further reduces the prospects of confusion.
It should aso be bornein mind that both the opponents' and the gpplicants goods will
be selected with care and attention. Clothing, footwear, headgear and belts are often
tried on before they are purchased. In view of this, the differences between the marks,
both visud and phonetic, are likely to be more reedily perceived. The applicants
mark is dso represented in avery stylised manner, which should also not be ignored
when ng the questions of amilarity. Whilst the opponents admit that thereisan
identity between the goods of interest to both partiesin class 25, it is denied that the
goods covered by the opponents Community trade mark application and UK
regigtration for MOTO in class 18 are Smilar to those class 25 goods covered by the
goplicants mark. In view of the foregoing, it is highly unlikely that there will be any
confuson which includes a likelihood of association with the opponents' trade mark
MOTO.

7. The applicant denies that the application should be refused under the provisions of
section 5(3) of the Act. MOTO and MOBO (stylised) are not confusingly smilar.
Furthermore, whilst it is admitted that the opponents trade mark covers dissmilar
class 18 goods, neverthdless, it is denied that the opponent has a reputation in the UK
in respect of such goods to the extent that use of MOBO (stylised) without due cause
would take unfair advantage of, or be detrimental to, the distinctive character or repute
in MOTO. In the circumstances, the applicant puts the opponent to proof upon this

point.

8. Whilst it is admitted that the applicant is aware of use of MOTO in respect of
various articles of women'’s clothing, nevertheless, it is denied that the gpplication
should be refused under the provisions of section 5(4) of the Act on the grounds that
use of the mark isliable to be prevented by the law of passng off, given the goodwill
and reputation of the opponent in its MOTO mark. There are sufficient differences
visudly and phoneticaly between MOTO and MOBO (stylised) such that confusion is
unlikely. Thereis no misrepresentation that there is atrade connection between the
business of the opponent and that of the gpplicant. The gpplicant does not believe that
the opponent would be able to establish a successful passing off action assuming
norma and fair use of the gpplicants mark.”

5. Only the opponents filed evidence in these proceedings; both parties seek an award of
costs. In accordance with Trade Marks Registry practice, | reviewed the case and advised the
parties that, in my view, it was not necessary for a Hearing to be held to decide the métter; the
parties were however reminded of their right to be heard. In the event, neither party requested
aHearing; in aletter dated 25 January 2002 the opponents’ Attorney’s Edward Evans Barker
filed written submissons; | shdl return to these later in my decison.

Opponents’ evidence

6. This conssts of a satutory declaration dated 27 February 2001 by Adam Goldman. Mr
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Goldman dtates that heis a Director of Arcadia Group Brands Limited a position he has held
since January 1998; he confirms that he is authorised to make his declaration on his
Company’ s behdf adding that the information provided comes from his own knowledge or
from Company records. The following facts emerge from Mr Goldman's declaration:

. that the opponents have been using their MOTO trade mark in respect of the goods for
which it was registered since at least 1990;

. that the MOTO trade mark wasinitidly used on menswear and subsequently on
women's wedr;

. that the first trade mark application was made for the trade mark MOTO 20:50 on 9
August 1991 and for the trade mark MOTO solus on 2 August 1995;

. that snce 1991 the trade mark MOTO has been used by his Company in relation to all
casua wear for men and women, including denim, trousers, jackets, shirts, shorts,
skirts, leisure wear, knitwear, belts, bags, hats, gloves, shoes, jewellery and scarves,

. Mr Goldman gtates that: “Their annua turnover figures for 1999 alone were £10.7
million in respect of menswear and £55 million in respect of women'swear”;

. exhibit AGL is said to congst of samples of the mark MOTO as used by the
opponents;

. that whilst no individua expenditure on promotion of the trade mark MOTO has as
yet been incurred by his Company, there has, says Mr Goldman, been significant
amounts of advertisng of the trade mark MOTO through the TOP MAN and TOP
SHOP trade marks. It is, he says, further anticipated, that “this year done’ (whichis
presumably areference to 2001 - the year the statutory declaration was signed),
£250,000 will be spent on advertising the trade mark MOTO. Exhibit AG2 conssts of
examples of how the MOTO trade mark has been advertised;

. exhibit AG3 conggs of alis of al TOP MAN/TOP SHOP sores at which MOTO
branded goods are sold.

7. Mr Goldman concludes his declaration in the following terms:

“6. My Company sells goods faling in classes 18 and 25 under the mark MOTO on an
extendve scd e throughout the United Kingdom. As aresult the substantid sales of
goods under the trade mark MOTO, | verily believe that it is extremely well-known
and recognised by members of the public............... My Company has invested
subgtantia time, effort and money in promoting the trade mark MOTO which has
become extremey well known in the last 9 yearsin the United Kingdom as aresult of
such use, and | verily believe that if the trade mark MOBO is used in respect of goods
fdling in class 25, members of the public are more than likely to be confused asto
proprietorship of the mark MOBO, and my company is likely to be damaged asa
result of such use.



7. | verily bdieve that should the mark MOBO be alowed to co-exist in the
marketplace in respect of goodsfdling in class 25, there will be confuson including a
likelihood of association between the two marks.”

8. That completes my review of the evidencefiled in o far as| consder it necessary.
DECISION

9. From the evidence provided, it appears that this opposition is directed principaly to the
class 25 dement of the application in suit. However, in their written submissions dated 25
January 2002, the opponents’ Attorney’s say, inter dia:

“On behdf of the opponents, we ask that the class 25 aspect of the gpplication in suit
be refused in its entirety.

We further ask that the class 16 gpplication be amended by addition of the words:
“; none of the aforesaid goods relating to articles of clothing; footwear; headgear or
bdts’.

In relation to Class 35, we ask that the specification of goods [sic] be amended by the
addition of: “; but none of the aforesaid services relaing to clothing, to footwesar, to
headgear or to belts.””

10. If necessary | will return to this point later in my decison.
11. 1 dedl first with the objection based on section 5(2)(b) of the Act; this reads as follows:

“5.-(2) A trade mark shall not be registered if because -

@ ...

(b) itissimilar to an earlier trade mark and isto be registered for goods or
services identica with or amilar to those for which the earlier trade

mark is protected,

there exigs alikelihood of confuson on the part of the public, which includes the
likelihood of association with the earlier trade mark.”

12. An ealier right is defined in section 6 of the Act, the rlevant part of which Sates:
“6.- (1) InthisAct an *earlier trade mark’ means -
(a) aregigtered trade mark, international trade mark (UK) or Community trade
mark which has a date of gpplication for registration earlier than that of the

trade mark in question, taking account (where appropriate) of the priorities
claimed in respect of the trade marks,



13. In these proceedings the opponents' rely on two registrations dated 19 December 1995
and 1 April 1996; both qudify as*“earlier trade marks’ within the meaning of section 6(1)(a)
of the Act. The details of these regidrations are as follows:

UK Reqistration No: 2049222

Dae: 19 December 1995
Trade Mark: MQOTO (word only)

Class 18 - Articles of leether and imitations of legther; trunks and travelling bags; travel

cases, luggage; suitcases; holddls, portmanteauix; valises, bags, handbags, shoulder bags;

toilet bags; carrier bags; rucksacks; backpacks, bumbags; sports bags; casua bags; briefcases;
attache cases; bealty cases; carriers for suits, for shirts and for dresses; tie cases; notecases,
notebook holders; document cases and holders; credit card cases and holders; chequebook
holders, wallets, purses, umbrellas, parasols, waking sticks; shooting sticks,

belts, parts and fittings for al the aforesaid goods.

Class 25 - Articles of clothing; footwear including boots, shoes, dippers, sandals, trainers,
socks and hosery; headgear; caps, hats; berets, scarves; gloves, mittens, belts (being articles
of clothing).

Community Reqgistration No: 67009

Date: 1 April 1996
Trade Mark: MQOTO (word only)

Class 14 - Precious metads and their aloys and goods in precious metals or coated therewith;
semi- precious and precious stones; horologica and other chromomeric instruments; watches,
clocks, jewdlery and imitation jewellery; parts and fittings for dl the aforesaid goods.

Class 18 - Artides of leather and imitations of leether; trunks and traveling bags, travel

cases, luggage; suitcases; holddls; portmanteaux; valises, bags, handbags; shoulder bags;

toilet bags, carrier bags, rucksacks; backpacks, bumbags, sports bags; casua bags; briefcases,
attachéé castes, music cases; satchels; beauty cases, carriersfor suits, for shirts and for

dresses; tie cases; notecases,; notebook holders; document cases and holders; credit card cases
and holders; chequebook holders; wallets; purses, umbrellas, parasols, walking sticks;

shooting sticks; belts; parts and fittings for dl the aforesaid goods; none of the aforesaid

goods being specificaly adapted for use with motor cycles.

Class 25 - Footwear; boots, shoes, dippers, sandals, trainers, socks and hosiery; headgear;
hats, caps,; berets, scarves; gloves, mittens, none of the aforesaid goods being specificaly
adapted for use with motor cycles.

14. The applicants have applied for a series of two marks, representations of which are
shown at paragraph 1 of this decision.



15. In matters under section 5(2) | take into account the guidance provided by the European
Court of Justice (ECJ) in Sabel BV v Puma AG [1998] E.T.M.R. 1, Canon Kabushiki Kaisha
v Metro-Goldwyn-Mayer Inc [1999] E.-T.M.R. 1, Lloyd Schuhfabrik Meyer & Co GmbH v
Klijsen Handel B.V. [2000] F.S.R. 77 and Marca Mode CV v Adidas AG [2000] E.T.M.R.
723. 19. In paragraph 4 above, | have reproduced the gpplicants views on the smilarity of the
respective parties trade marks and goods. In their letter of 25 January 2002 the opponents
Attorneys express their views on the smilarity of the respective parties marks and goods, the
relevant portions of which are reproduced verbatim below:

“The earlier trade mark upon which the opponents rely isMOTO (word) registered in
Classes 18 and 25 on 19 December 1995 by way of trade mark registration number
2049222, The class 25 specification of goods of thisregidtration reads. Articles of
clothing; footwear including boots, shoes, dippers, sandals, trainers, socks and
hosery; headgear; caps, hats, berets, scarves, gloves, mittens; belts (being articles of
clothing). In contrast, the Class 25 specification of the gpplication in suit reads:
“Articles of clothing; footwear; heedgear; belts’. The opponents submit that these
class 25 goods are identica to the class 25 goods of the opponents' trade mark
registration number 2049222,

Section 103(2) of the trade marks act 1994 makesiit clear that use of atrade mark
includes use otherwise than by means of a graphic representation. Phonetically, the
trade mark of the application in suit is closdy smilar to the trade mark MOTO
forming the subject of the opponents earlier trade mark registration number 2049222,
In spoken English, the use of the glottal stop to replace a clearly pronounced letter T is
becoming increasingly widespread. It has been known for many years in the cockney
accent, but is becoming increasingly prevaent in so cdled “estuary” English. In such
amanner of pronunciation, the opponents' trade mark MOTO will be pronounced
more or lessas“mo’ 0", with the T sound appearing in the written word more or less
disappearing when the word is spoken. Of course, when the word forming the subject
of the trade marks of the application in suit is spoken, the fact that the trade marks of
the application in suit are presented in stylised form becomes irrdevant and
superfluous, and it therefore becomes necessary to compare the pronunciation of the
word mark MOBO with the pronunciation of the word mark MOTO (mo’'0). We
submit that such comparison will inevitably lead to the conclusion that alikelihood of
confusion between the respective marks will arise in norma and fair usage.

The trade mark MOTO of the opponents earlier trade mark registration number
2049222 is atwo-syllable word. The first syllableis MO and the second syllableis
TO. The trade marks of the application in suit are dso two syllable words, the first
gyllable of which isMO. The second syllable of the trade marks of the application in
auit differs only from the second syllable of the opponents MOTO trade mark by
subdtitution of aletter B for the letter T, the second syllable ending in each case with
the same letter O.

Although the trade marks of the gpplication in suit are presented in a sylised form,
respectively arranged horizontaly and verticaly, the opponents earlier trade mark
MOTO isregigtered in plain block capitd letters. As such, the opponents’ earlier trade
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mark regigration of the word MOTO includes within its scope dl stylised forms of
the word MOTO, including stylisations identica to or closaly resembling those of the
trade marks of the gpplication in suit, and, furthermore, the opponents’ registration of
the word MOTO dso includes within its scope anotional presentation of the trade
mark in verticd form. The potentia for confusion between the trade marks of the
gpplication in suit and the trade mark of the opponents' trade mark registration
number 2049222 is therefore very high.

The opponents have filed extensve evidence in support of this oppostion which
clearly demonstrates that the earlier trade mark upon which the opponents rely has
been usad for many years and on avery extensive scale in the United Kingdom.
Goods bearing the opponents’ earlier trade mark MOTO have been sold in hundreds
of goresin the United Kingdom. On the basis of this use, the opponents earlier trade
mark MOTO has become extremely well-known in the United Kingdom. Asis clear
from the decision of the European Court of Justice in Sabel B.V. v PumaA.G. (1998)
ETMR 1, thereisagreater likelihood of confuson where the earlier trade mark has a
highly digtinctive character, either per se or because of the use that has been made of
it. In the present case, the earlier trade mark MOTO upon which the opponents rely
does have a highly distinctive character per se. The word MOTO has ho meaning in
English and conveys no concept of the goods to a consumer. Furthermore, because of
the use that has been made of the trade mark, the ditinctive character of the
opponents’ earlier trade mark MOTO is enhanced and augmented. The trade mark
MOBO of the gpplication in suit equally conveys no concept to the public in relation
to class 25 goods and therefore provides the public with no convenient menta image
or handle by which to digtinguish the trade mark of the gpplication in suit from the
opponents earlier trade mark MOTO. We should add at this point that the opponents
evidence has not been chdlenged in any way by the gpplicants in spite of the
goplicants having had ample time within which to file any evidence that they wished

to controvert the opponents evidence and to sustain the gpplication in suit.”

Similarity of goods

16. In ther counterstatement the applicants admit that their goods in class 25 are identicd to
the opponents goods in class 25; that said, they do not accept that the goods contained in
class 18 of the opponents' regigrations are Smilar to the gpplicants goodsin class 25. Given
that the opposition appears to be principally directed at the class 25 element of the gpplication
thisis amoot point; the respective goodsin class 25 are clearly identica and | intend to
proceed on that basis.

Digtinctive character of the opponents marks
17. The opponents marks consst of the word MOTO in block capitd letters. The digtinctive
character of an earlier trade mark is afactor to be bornein mind in coming to aview on the

likelihood of confusion (Sabel v Puma, paragraph 24). That distinctive character can arise
from the inherent nature of the mark or can be acquired through use.
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18. In these proceedings the opponents have filed evidence of the use that they have made of
their MOTO trade mark and this is summarised above. Useis claimed from 1990 in relation

to awide range of goodsin class 25 and aso in relation to bags and jewel lery. Turnover in the
year 1999 in relation to men and women’s wear under the MOTO trade marksis said to bein
the order of £66m; however, no figures are provided for previous years and no indication of
the opponents market share is provided. The documents provided in exhibits AG1 and AG2
are either undated or after the materia date in these proceedingsi.e. 6 May 1999 and as such
are of no assstance; that said, | do note the opponents Attorney’s comments to the effect that
their evidence has not been chalenged by the applicants.

19. While the evidence of use of their MOTO trade marks provided by the opponents does
not assst me greetly, the absence of evidence of enhanced reputation has no affect on their
case. The word MOTO the subject of the earlier trade marksis, in my view, an inherently
digtinctive trade mark for al the goods for which it is registered; this inherent distinctiveness
is not improved by actud use of the trade marks.

Similarity of marks

20. Thevisud, aurd and conceptud smilarities of the marks must be assessed by reference

to the overdl impressions created by those marks bearing in mind their ditinctive and

dominant components, Sabel v Puma, paragraph 23. The matter must be judged through the
eyes of the average consumer of the goods/services in question, Sabel v Puma, paragraph 23.
The average consumer is deemed to be reasonably well informed and reasonably circumspect
and observant but rarely has the chance to make direct comparisons between marks.

Imperfect recollection must, therefore, be alowed for, LIoyd Schuhfabrik Meyer & Co GmbH
v Klijsen Handel B.V. | must dso of course consder notiona and fair use of both the
opponents marks as registered and the gpplicants trade marks as applied for, as per the
commentsin React trade mark [2000] RPC at page 288.

21. Both parties trade marks consist of invented words consisting of four letters and two
gyllables, the firat syllable of both marks are identicd ie. MO, whilst the second syllables
differ by oneletter ie. TO and BO. Visualy the respective parties trade marks are, in my
view, quite different. Thisislargely due to the degree of stylisation present in the trade marks
of the application in suit; that said, it iswell established that the change of asingle letter in
short trade marks such astheseislikdly to have a sgnificant impact on how the marks will be
perceived. In their written submissions, the opponents Attorney’s say:

“As such, the opponents' earlier trade mark registration of the word MOTO includes
within its scope dl gylised forms of the word MOTO, including stylisationsidentica
to or closely resembling those of the trade marks of the gpplication in suit, and,
furthermore, the opponents' regigration of the word MOTO aso includes within its
scope anotional presentation of the trade mark in vertical form.”

22. Given the comments of Mr Simon Thorley QC gtting as a Deputy High Court Judge in
Anheuser Busch Inc v Budgjovicky Budvar Narodni Podnik [2002] RPC 38 (albeit comments
made in relation to section 46(2) of the Trade Marks Act 1994), the opponents Attorney’s

view of what is open to ther dientsto do with their trade mark in terms of its presentation
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may be somewhat ambitious. Although not an issue before me in these proceedings, given Mr
Thorley’s comments in the case mentioned, | am far from certain thet the differing
presentations of the trade marks the subject of the gpplication does not effect the identity of
the respective trade marks.

23. Ordly/aurally, the respective trade marks are somewhat closer. In my view, the
opponents trade marks are most likely to be pronounced “Mowtow” whilst the gpplicants
trade marks are most likely to be pronounced “Mowbow”. As both marks would, in my view,
be perceived by the average consumer asinvented words, they share no conceptud amilarity.
S0, in summary, the respective parties marks are, in my view, visualy and conceptualy
dissmilar dthough they share a degree of ord/aurd amilarity. Whilein Lloyd Schuhfabrik
Meyer & Co. GmbH v. Klijsen Handel B.V. [2000] F.S.R. 77 it was held that:

“ It is possible that mere aura smilarity between trade marks may creete alikelihood
of confusion within the meaning of Article 5(1)(b) of Council Directive 89/104",

| ds0 bear in mind the comments of Simon Thorley QC acting as the Appointed Person in the
React trade mark case mentioned above. In that case Mr Thorley said:

“....I think thereisforce in thisin the context of purchasing clothes. The Hearing
Officer was prepared of his own experience to hold that the initia sdection of goods
would be made by eye, and | believe thisis correct. | must therefore, in taking into
account the likelihood of aurd confusion, bear in mind the fact that the primary use of
the trade marksin the purchasing of clothesisavisud act...”.

24. Inthelight of Mr Thorley’s comments to the effect that the primary use of trade marksin
the purchase of dothing isavisud act, and given my conclusions on the degree of visud and
conceptua smilarity between the respective parties trade marks, together with my comments
on what it is open to the opponents to do in terms of the presentation of their trade marks, the
fact that the respective trade marks share a degree of ord/aura smilarity isinsufficient for

me to find that confusion islikely to take place. The objection based on section 5(2)(b) of the
Act is dismissed accordingly.

25. The remaining objections are based on sections 5(3) and 5(4)(a) of the Act. Section 5(3)
of the Act reads asfollows:

“5.-  (3) A trade mark which -
@ isidentica with or smilar to an earlier trade mark, and

(b) isto be registered for goods or services which are not Smilar to those
for which the earlier trade mark is protected,

shall not be registered if, or to the extent that, the earlier trade mark has areputation in

the United Kingdom (or, in the case of a Community trade mark, in the European
Community) and the use of the later mark without due cause would take unfair
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advantage of, or be detrimentd to, the distinctive character or the repute of the earlier
trade mark.”

26. The gpplication in suit has been gpplied for in relation to arange of goods and services
which are clearly dissmilar to the goods the subject of the opponents’ registered trade marks
in classes 14, 18 and 25. However, even if | were to accept (which | do not) that the
opponents have a reputation in the United Kingdom in relation to clothing sufficient to
underpin an action under section 5(3), | can see no basis for their succeeding in relation to
dissmilar goods when they have failed in relation to identica goods. The objection based on
section 5(3) fails accordingly.

27. Thefind objection is based on section 5(4)(a) of the Act. Thisreads asfollows:

“5-(4) A trade mark shal not be registered if, or to the extent that, itsuse in the
United Kingdom is liable to be prevented -

@ by virtue of any rule of law (in particular, the law of passng off) protecting an
unregistered trade mark or other sign used in the course of trade, or”

28. The law on the common law tort of passing off is clearly set out by Geoffrey Hobbs QC,
acting as the Appointed Person, in Wild Child [1998] 14 RPC, 455:

"A hdpful summary of the dement of an action for passing off can befoundin
Halsbury's Laws of England 4™ Edition Vol 48 (1995 reissue) at paragraph 165. The
guidance given with reference to the speeches in the House of Lords in Reckitt &
Colman Products Ltd v Borden Inc [1990] RPC 341 and Erven Warnink BV v J
Townend & Sons (Hull) Ltd [1979] ACT 731 is (with footnotes omitted) as follows:

"The necessary elements of the action for passng off have been restated by the
House of Lords as being three in number:

@ that the plaintiff's goods or services have acquired a goodwill or
reputation in the market and are known by some digtinguishing feature;

(b) that there is a misrepresentation by the defendant (whether or not
intentiona) leading or likely to lead the public to believe that goods or
sarvices offered by the defendant are goods or services of the plaintiff;
and

(© that the plaintiff has suffered or islikely to suffer damage as aresult of
the erroneous belief engendered by the defendant's misrepresentation.”

The restatement of the dements of passing off in the form of this classcd trinity has
been referred as providing grester assstance in analysis and decision than the
formulation of the dements of the action previoudy expressed by the House. This
latest statement, like the House's previous statement, should not, however, be treated
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as &kin to agtatutory definition of ‘passing off', and in particular should not be used to
exclude from the ambit of the tort recognised forms of the action for passing off
which were not under consideration on the facts before the House."

29. Thus, to succeed in apassing off action, it is necessary for the opponents to establish that
a the rdevant date ie. 6 May 1999 the date of the filing of the gpplication in suit (i) they had
acquired goodwill under their MOTO trade mark, (i) that use of the gpplicants' trade marks
would amount to a misrepresentation likely to lead to confusion asto the origin of ther
goods, and (iii) that such confuson islikely to cause damage to them.

30. In South Cone Inc. v Jack Bessant & Others[2002] RPC 19 Mr Justice Pumfrey said:

“AsMr Hobbs QC said in WILD CHILD Trade Mark [1998] RPC 455 the regidtrar is
often required to act upon evidence that might be regarded as less than perfect when
judged by the standards applied in High Court proceedings. The second question
follows: how cogent must the evidence be upon which the registrar should act in
upholding an oppogition on this ground?

27 Thereisone mgor problem in assessng a passing off claim on paper, aswill
normaly happen in the Regigtry. Thisis the cogency of the evidence of reputation and
itsextent. It ssemsto methat in any case in which this ground of opposition israised
the regigtrar is entitled to be presented with evidence which at least raises aprima
facie case that the opponent’ s reputation extends to the goods comprised in the
Applicant’s specification of goods. The requirements of the objection itself are
consderably more stringent than the enquiry under s.11 of the 1938 Act (see Smith
Hayden & Co. Ltd's Application (OVAX) (1946) 63 RPC 97 as qualified by BALI
Trade Mark [1969] RPC 472). Thus the evidence will include evidence from the trade
as to reputation; evidence as to the manner in which the goods are traded or the
services supplied; and so on.

28 Evidence of reputation comes primarily from the trade and the public, and will be
supported by evidence of the extent of use. To be useful, the evidence must be
directed to the relevant date. Once raised, the gpplicant must rebut the primafacie
case. Obvioudy, he does not need to show that passing off will not occur, but he must
produce sufficient cogent evidence to satisfy the hearing officer that it is not shown on
the balance of probabilities that passing off will occur.”

31. Asindicated earlier the evidence in support of a claim to reputation and goodwill fals
some way short of doing so. That being so the opponents claim under 5(4)(a) fdls at the first
hurdle and the opposition under that head dso fails.

32. The opposition has failed and the gpplicants are entitled to a contribution towards their

costs, | order the opponents to pay to them the sum of £150 as a contribution towards their
costs. The sum awarded has been reduced to take account of the costsincurred by the
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opponents in preparation for an aborted interlocutory hearing scheduled for 6 September
2001. Thissumisto be paid within seven days of the expiry of the gpped period or within
seven days of the find determination of this case if any apped againgt thisdecison is
unsuccesstul.

Dated this 18" day of October 2002

M KNIGHT
For the Registrar
the Comptroller-General
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