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TRADE MARKSACT 1994

IN THE MATTER OF Application No. 2141921
by Ingersoll-Rand Architectural Hardware Group Limited
toregister a Seriesof Trade Marksin Class 6

and

IN THE MATTER OF Opposition thereto under No. 48241
by Yale Security Inc and Yale Security Products Limited

BACKGROUND

1. On 12 August 1997 Ingersoll-Rand Architectural Hardware Group Limited (previously
Newman Tonks Group PIc) applied to register a series of two marks- “2033" and “2033 S’ for
door closers; parts and fittings for the aforesaid goods in Class 6.

2. On 25 February 1998, Y ae Security Inc and Y ale Security Products Limited (jointly) filed
notice of opposition. The grounds of opposition are in summary:

a) under Section 3(1)(a) as the mark applied for is not a mark within the definition of a
trade mark contained in Section 1(1) of the Trade Marks Act 1994,

b) under Section 3(1)(b) asthe mark applied for is devoid of distinctive character;

¢) under Section 3(1)(c) asthe mark applied for consists exclusively of asign or
indication which serves in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin, the time of production of the goods, or other
characteristics of the goods;

d) under Section 3(1)(d) as the mark consists exclusively of a sign or indication which
has become customary in the current language or in the bona fide and established
practices of the trade;

€) under Section 3(3)(a) as the mark applied for is contrary to public policy to the
extent that it is descriptive and/or suggestive of the millennium;

f) under Section 3(3)(b) as the mark is of such a nature as to deceive the public asto
the nature, quality or origin of the goods claimed.

3. The applicants filed a counterstatement in which the above grounds are denied.

4. Both sides ask for an award of costs in their favour.

5. Only the opponents filed evidence in these proceedings. The matter was set down to be
heard on 22 October 2002. The applicants gave an early indication that they did not intend to
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be represented at the hearing. 1n the event the opponents also chose not to be represented on
the appointed day. Neither side has filed written submissions nor indicated that the matter has
been resolved. Acting on behalf of the Registrar | give this decision.

6. Thisisone of four related cases between the parties. The issues are in substance the same
in each case but the actions differ in terms of the evidence filed. In particular the applicants
have filed evidence in support of their position in two of the cases but not the other two. The
opponents' evidence too differs dightly as between the individual cases. It follows that the
cases have not been consolidated.

Opponents Evidence

7. This consists of two statutory declarations and one affidavit. The first statutory declaration,
dated 4 February 1999, comes from Mr Simon Scowcroft. Mr Scowcroft explains that he has
seven years experience in the door hardware trade in relation to door closers and security in
particular and that he has been employed by the Newman Tonks Group Pic, Williams Security
Products and Jebron Limited. Mr Scowcroft confirms that the information contained in the
declaration comes from his own knowledge and experience of the said trade. The following
relevant information emerges from this declaration:

. Mr Scowcroft is aware that a number of companies use the numeral 2000 and
variations thereof as product codes designating ranges of door furniture including door
closers. In relation to door closers, it is common practice in the trade for
manufacturers or suppliers to use four figure numbers to identify different ranges of
door closers, different types of door closers within that range, and different
characteristics in each type. The numerals 1000, 2000, 3000, 4000 and 5000 are used
by several manufacturers or suppliersto depict the different series of door closers
which they produce. In this context the numbers 1, 2, 3, 4 and 5 are intended to
indicate the particular range. Subsequent numbers are used to indicate various other
performance and functional characteristics of the door closer;

. The Newman Tonks Group protocol for numbering the door closers which it sells
under the Trade Mark BRITON is as follows:

first digit - range
second digit - backcheck or delayed action function
third digit - dide track feature
fourth digit - power size
. The Yale protocol is:
first digit - range
second digit - backcheck function
third digit - dide track feature
fourth digit - power size



The Jebron protocol is:

first digit - range
second digit - power size
third digit - backcheck or delayed action function

fourth digit

dide track or hold open feature

The above style of nomenclature has been used by manufacturers and suppliers of door
closers for many years, and the practice of using numbers which indicate these various
common features of door closers is known to those who specify or purchase door
closers and is accepted as a method of describing the attributes of the particular brand
of closer. The origin of the closer would be identified by such Trade Marks as
BRITON, YALE, GEZE, DORMA, JEBRON, ARROW etc, sinceit is the normal
practice in the trade to use such marks in association with the aforesaid product codes.
Exhibit SS1 shows examples of the applicants packaging and that of other companies
showing this practice;

The applicants, like other manufacturers and suppliers of door closers, do not use the
numeral 2033/2033S as a trade mark but rather as a product description or code.
Exhibit SS2 consists of copies of brochuresiillustrating the applicants BRITON 2000
door closer and equivalent door closers of the opponents and of Jebron Limited.

8. Thenext affidavit, dated 30 November 1998, comes from Mr John Davenport. Mr
Davenport explains that he is the Controller of Y ale Security Inc and has been employed by
the company for atota of 26 years, the last seven of which have been in a senior position. Mr
Davenport confirms that the information contained within the affidavit is derived either from
his own knowledge or from company records. The following relevant information emerges:

The opponents introduced their 2000 series door closer in 1984, as evidenced by
Exhibit JD1. It first exported door closers bearing product descriptionsin this seriesin
1985. Such exports were made from the United States throughout the world including
the United Kingdom. Exhibits JD2, JD3 and JD4 show examples of the descriptive
literature the company has produced for the United States and other English speaking
countries including the United Kingdom in recent years, featuring its 2000 Series door
closers;

Mr Davenport exhibits (JD5 to 7) print outs showing the breakdown of sales of his
company’s 2000 series door closersin the years 1995 to 1997 including sales to the
UK. Further exhibits (JD8 to 10) show the breakdown of sales by product code;

The opponents have always promoted their door closers under their principal trade
mark Y ALE distinguishing between the various types of closer by the product codes.
Mr Davenport confirms that these codes are not fanciful designations but were
adopted by the company to conform with the designations used in the hardware trade
for many yearsto indicate the type and performance of door closers. In this context,
Mr Davenport confirms that he has read the statutory declaration of Simon Scowcroft
and that the significance of the designations which he describes therein are true and
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accurate to the best of Mr Davenport’s knowledge and belief. Mr Davenport finally
confirms that, to his certain knowledge, such designations are currently used by
manufacturers and suppliers of door closers as a means of distinguishing between the
various kinds of door closers and consequently cannot be the sole property of any
single manufacturer or supplier.

9. Thefina statutory declaration, dated 20 November 1998, comes from Mr David Lake. Mr
Lake explains that he is a Director of Farncombe International Limited, a company which
specialises in investigations in Trade Marks and Intellectual Property matters and that he has
15 years experience as a Private Investigator. In February 1998, Farncombe International was
instructed by Marks & Clerk to undertake an investigation into the hardware trade to
determine with what frequency, if any, manufacturers and suppliersinvolved in that trade
utilised the numeral 2000 and variations thereof to indicate their product ranges and the
characteristics of their products. Exhibit DL 1 is a copy of hisreport. | do not intend to
reproduce the contents of the report in this decision. Several of the exhibits mentioned in the
report were missing from the evidence. The conclusion drawn from the report is that a
significant proportion of door and window furniture manufacturers use four digit numbersto
identify and market specific ranges of products. These numbers are normally multiples of 1000
and there are severa instances when the number 2000 has been used.

10. Thisconcludes my review of the evidence in so far asit is necessary.
DECISION
11. Section 3(1) of the Act reads as follows:

“3.-(1) Thefollowing shall not be registered -

@ signs which do not satisfy the requirements of section 1(1),

(b) trade marks which are devoid of any distinctive character,

(© trade marks which consist exclusively of signs or indications which may
serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin, the time of production of goods or
of rendering of services, or other characteristics of goods or services,

(d) trade marks which consist exclusively of signs or indications which have
become customary in the current language or in the bona fide and
established practices of the trade:

Provided that, atrade mark shall not be refused registration by virtue of paragraph (b),

(c) or (d) above if, before the date of application for registration, it hasin fact acquired
adistinctive character as aresult of the use made of it.”



12. The opponents have raised an objection based on Section 3(1)(a) of the Act. In particular
they say “The mark applied for is not a mark within the definition of a trade mark contained in
Section 1(1) ...... ". Section 1(1) reads:

“1.-(1) InthisAct a"trade mark” means any sign capable of being represented
graphically which is capable of distinguishing goods or services of one undertaking
from those of other undertakings.

A trade mark may, in particular, consist of words (including personal names), designs,
letters, numerals or the shape of goods or their packaging.”

13. Section 1(1) does not set out to provide an exhaustive list of what can constitute a trade
mark but | note that letters and numerals are specifically provided for. In AD2000 Trade
Mark [1997] RPC 168 Mr G Hobbs QC, sitting as the Appointed Person indicated that if a
sign represented graphically is only capable to the limited extent of being not incapable of
distinguishing, it is not excluded from Section 3(1)(a). That seemsto me to be the case here.
However signs not objectionable under Section 3(1)(a) may still be objectionable under other
provisions of Section 3.

14. There are now numerous authorities dealing with the application of Section 3(1)(b), (¢)
and (d) of the Act. Inrelation to Section 3(1)(b) Mr Justice Jacob said in British Sugar Plc v
James Robertson & Sons Ltd [1996] RPC 281.:

“Next, is“TREAT” within Section 3(1)(b). What does devoid of distinctive character
mean? | think the phrase requires consideration of the mark on its own, assuming no
use. Isit the sort of word (or other sign) which cannot do the job of distinguishing
without further educating the public that it is atrade mark?’

15. Inrelation to Section 3(1)(c), the ECJ has indicated in Procter & Gamble v OHIM, Case
C-383/99, that the sub section is directed at signs:

“.... that may serve in normal usage from a consumer’s point of view to designate,
either directly or by reference to one of their essential characteristics, goods or services
such as those in respect of which registration is sought.”

16. Inrelation to Section 3(1)(d) the ECJ has said in Merz v Krell GmbH, Case C-517/99,
that:

“35 It must first of al be observed that, although there is a clear overlap between the
scope of Articles 3(1)(c) and 3(1)(d) of the Directive, marks covered by Article
3(1)(d) are excluded from registration not on the basis that they are descriptive, but on
the basis of current usage in trade sectors covering trade in the goods or services for
which the marks are sought to be registered.”



17. The opponents in this case have made plain the nature of their objection namely that
numeral combinations are in use in the trade as indicators of particular characteristics of the
goods (door closers). That evidence speaks for itself and does not require elaboration or
repetition on my part. For ease of reference the Annex to this decision contains a number of
examples of the descriptive nature of the numbering system used by manufacturers of door
closers. They consist of:

- an explanatory page from Y ale€'s (the opponents) own brochure showing the
significance of each element of the number series;

- asimilar page from a Jebron brochure again clearly identifying the information
conveyed by the numbering system used;

- a page from the applicants’ own catalogue (as filed by the opponents) which
illustrates the characteristics claimed by Mr Scowcroft in his statutory
declaration.

18. The particular import of the above is that the reference numbers/letters used are not just
for the internal convenience of the manufacturers. They are actively promoted as the means
by which customers can identify their requirements. It would perhaps be going too far to say
that the numbering systems constitute an industry standard. Mr Scowcroft’s evidence
suggests that, whilst Y ae and Briton use the first, second, third and fourth digits to signify
identical characteristics, Jebron achieves the same result in a sightly different way (e.g. power
sizeisindicated by the second digit rather than the fourth in the case of Y ale and Briton).
Nevertheless that does not detract from the central proposition that the numbers and letters
represent a system of codification of various characteristics of the products and that customers
have been educated to expect thisto be the case. Moreover | consider that the evidence
shows this to have been the position as at the material date in these proceedings. In short the
opponents have established a compelling case which supports objections under Section
3(1)(b), (c) and (d) of the Act.

19. | have concentrated on the numeral only mark, 2033. The application is in respect of a
series of marks. The second mark has the letter S as a suffix. Asthe applicants have filed no
evidence in this case it is not possible to judge what significance the letter might have. It is,
however, clear from the opponents evidence that suffix letters are commonly used to indicate
colours or finishes.

20. Itisinany case unlikely that the applicants can succeed in respect of the second mark in
the series. Section 41(2) indicates that:

“(2) A series of trade marks means a number of trade marks which resemble each other
asto their material particulars and differ only as to matters of a non-distinctive
character not substantially affecting the identity of the trade mark.”

21. Itisto beinferred from the fact that the applicants have applied for a series that they do
not consider that the presence of the suffix letter in the second mark substantially affects the
identity of the trade mark.



22. The opposition has been successful under Section 3(1)(b),(c) and (d) and no evidence has
been filed by the applicants which might require me to consider the proviso to Section 3(1).
In the circumstances | do not propose to consider the remaining grounds of opposition.

23. The opponents are entitled to a contribution towards their costs. | bear in mind that this
is one of four separate cases and there is some overlap in the evidence and resultant savings. |
order the applicants to pay the opponents the sum of £600. This sumisto be paid within
seven days of the expiry of the appeal period or within seven days of the final determination of
this case if any appeal against this decision is unsuccessful.

Dated this 6™ day of November 2002

M REYNOLDS
For the Registrar
the Comptroller-General



