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BACKGROUND

1. On 22 February 2001 Simon Hunt applied to register the following series of two trade marks
in Class 11 of the Regigter:

DASHLIGHT
DASHLITE
2. Regidration was sought for the foll owing specification of goods:
“Torches, torchesrechargeably powered from a cigarette lighter inacar.”
3. The application was accepted by the Regigtrar and published in the Trade Marks Journal.

4. On 21 September 2001 Halfords Limited filed Notice of Oppostion. The Statement of Case
saysthat the opponent isamajor retailer of car parts and accessories who has been selling
continuoudy a “rechargeable dashlight” since at least October 1998 in the UK. It addsthat the
applicant (Mr Hunt) has been aware of the opponent’s “dashlight product” since at least January
1999 and that Mr Hunt isthe proprietor of UK Trade Mark Registration Number 1564365 for the
trade mark DASHLITE which isregisered for goodsincluding torches“but not including any
such goodsfor use with dashboards or insrumentation”. The Statement of Case goeson to say
that cigarette lightersin carsare most commonly located in the dashboard or dash of a car and
that atorch isaportable light, with the word lite being a common alternative spelling for light
and phonetically identical.

5. Insummary, the grounds of opposition were asfollows:

(i) Under Section 3(1)(a) of the Act because the marks are not a Sgn capabl e of
distingui shing the specified goods of one undertaking from those of another undertaking.

(i) Under Section 3(1)(b) of the Act asthe marks are devoid of any digtinctive
character.



(iii) Under Section 3(1)(c) of he Act because the marks cons & exclusively of sgnsor
indicationswhich may servein trade to designate the kind and intended purpose of the
goodsin the application.

(iv) Under Section 3(1)(d) asthe marksconsg st exclusively of sgnsor indicationswhich
have become cusomary in the current language or in the bona fide and established
practicesof the trade.

(v) Under Section 3(6) of the Act asthe application was made in bad faith because — the
applicant was aware that the opponent had been using the “ product description dashlight”

for over ayear; the applicant wasaware (in light of registration number 1564365) that the
marks are sgnswhich serve to desgnate the kind and purpose of the goods; the applicant
was not the proprietor of the marksin suit as he has represented that any reputation in the
DASHLITE mark inthe UK rested with Lee Hunt International Pty.

6. The applicant filed a Counterstatement denying the above grounds. Both sidesfiled evidence
and have asked for an award of cogsin their favour. The matter came to be heard on 29 January
2003 when the applicant was represented by Mr Langley of Origin Limited (the applicant’s
professonal advisorsin the opposition) and the opponent was represented by Mr Dunlop of
Wynne-Jones Laine & James (the opponent’s professonal advisorsin thiscase).

Opponent’s Evidence

7. Thiscond stsof two witness satements, one each from Helen Shute and Brian Kenneth
CharlesDunlop dated 12 April 2002 and 22 April 2002 respectively.

8. MsShuteisan Assstant Product Manager of Halfords Limited (the opponent). She states
that her company has been selling a*“rechargeable dashlight” since October 1998 and attached as
“Exhibit HS1” to her satement isa copy of the packaging for thisproduct. Ms Shute explains
that it can be seen that the term “ Rechargeable Dashlight” sitsunder her company’ strade mark
HALFORDS. She goesonto sate that the product was part of arange sold by her company and
“Exhibit HS1” includes copies of packaging of other products having an identical configuration
intheir naming:- “Travel Fan & Map Light” and “ Rechargeable Spotlight”. Ms Shute opines
that customerswould perceive all these termsas being mere product descriptors. She addsthat
there have been no ingances of confuson with the Lee Hunt product.

9. Ms Shute goeson to draw attention to Exhibit “ HS2” to her satement which contains*print-
outs’ to show theterm “dash light” being used for lightsfor use on the dashboard of vehicles, the
bulk of whichrelatesto use in the USA after the relevant date. She statesthat many of the
productsillugtrated contain a plug for insertion into the cigarette lighter. Ms Shute also points
out that the “Type S Auto” accessories show torch-like lights mountabl e on the dashboard and
powered from the cigarette lighter described as” Dash Light”. Also included in Exhibit HS2 isa
dictionary definition of “ Dashlight” taken from a 1993 version of the Merriam-Webster
Dictionary (a standard American English dictionary) which definesit as*“alight on the
dashboard of an automobile”.

10. Mr Dunlop isaregistered trade mark attorney and a partner in the firm of Wynne-Jones,
Laine & James, the opponents professonal advisors.
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11. Mr Dunlop gtatesthat in January 1999 HalfordsLimited received aletter from Lee Hunt
International Pty. Limited (copied as Exhibit “BKCD1” to his statement) accusing Halfords of
passing off and trade mark infringement. The letter satesthat the reputationin DASHLITE redts
with Lee Hunt International Pty. Limited, an Australian company. Mr Dunlop statesthat, when
the application in suit wasfiled, Simon Hunt was not a director of Lee Hunt International Pty.
Limited and he addsthat in hisexperience it would be most unusual for a company to agree to
allow atrade mark application for their trade mark to be owned by anindividual. Mr Dunlop
goesonto refer to Exhibit “BKCD2” to hisstatement which isaletter and enclosuresfrom
Audralian lawyerswhich indicatesthat the postionin Augtraliaissmilar.

12. Mr Dunlop also refersto copiesof further correspondence exchanged with Lee Hunt
International Pty. Limited and subsequently Misham Lawyers (also at Exhibit “BKCD1") which
includes discussion of the exclusion of “goods for use with dashboards or ingrumentation” in
UK Trade Mark Regigtration Number 1564365 and Mr Dunlop statesthat thisexclusonwasin
effect, acknowledged by the applicant in that registration asbeing relevant. He concludes by
gating that “dashlight” isadictionary definition which the opponent uses as a descriptive term.

Applicant’s Evidence
13. Thisconsssof awitness satement by Simon Hunt (the applicant) dated 20 July 2002.

14. Mr Hunt gatesthat the DASHLITE brand of rechargeable torches have been sold in twenty
three countries since 1986 by companieswith which he is connected and that twenty seven
thousand rechargeabl e torcheswere sold in the UK asat the end of 2001. He addsthat
DASHLITE torches are manufactured by Lee Hunt International Pty. Limited, an Australian
company of which he is managing director.

15. Mr Hunt iscritical of the evidence contained in Ms Shute' s satement filed on behalf of the
opponent. He pointsout that the products shown in Exhibit “ITS2” to her declaration are for the
U.S.A. market and that the dictionary definition she providesistaken from an American
dictionary. Mr Hunt satesthat while ‘Dashlight’ may be descriptiveinthe U.S.A. of acertain
formof light it doesnot follow that it isdescriptive in the UK of the goods covered by the
applicationinsuit. Mr Hunt addsthat lighting regulations and product categoriesvary between
countries. In Mr Hunt’ sview the evidence submitted by the opponent provides no example of
UK descriptive use of theterm “dashlight”. He goeson to explain that inthe UK flashing
emergency lights must conform to the Road V ehicles Lighting Regulations 1989 (SI 1989 No.
1796) which, in effect, require flashing lightsfor cars (although not necessarily tall vehicles such
aslorriesand large vans or off-road vehicles) to be placed on the roof rather than the dashboard.

16. Mr Hunt statesthat in 1997, as managing director of Lee Hunt International Pty. Ltd., he and
their UK digributor (Portland Marketing Limited), approached Halfords with the aim of asking
Halfordsto retail their DASHLITE rechargeable torch. He addsthat Halfords sarted selling
their own verson of arechargeable torch in October 1998 calling it the * Dash Light” having
obtained the product from a different supplier.

17. Next Mr Hunt turnsto the allegation that he filed the present trade mark application in bad
faith because the application should have been made in the name of Lee Hunt International Pty.
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Limited. Mr Hunt saysthat when he filed the application, it was hisintention to smply hold it
ontrust for Lee Hunt International Pty. Ltd until such time as assgnment to that company was
needed. Mr Hunt explainsthat when he made the application in February 2001, he wasnot a
director of the company, but he was a director between 1989 and 1998 and from August 2001
onwards. Although not a director when the application was made, Mr Hunt statesthat he was
neverthel ess actively involved in running operationsfor Lee Hunt International Pty. Ltd and in
fact had all the respons bilities of a managing director. He addsthat when applying for the mark
insuit he wasacting in the best interests of Lee Hunt International Pty. Ltd.

Opponent’s Evidencein Reply

18. Thiscomprisesa second witness slatement by Brian Kenneth Charles Dunlop, whichis
dated 18 October 2002.

19. Mr Dunlop sates, that as made clear in the gatement of Ms Shute, Halfords have been
selling a product described asa“dashlight” since October 1998 and have more recently sold the
“dashlight” illugtrated in Exhibit * HS2” to Ms Shute’ s tatement. He goeson to point out that
the Halford's “dashlight” productsare sold in the UK.

20. Mr Dunlop drawsattention to Mr Hunt’s failure to explain why he was not a Director of Lee
Hunt International Pty. Ltd inthe period 1998 to August 2001 and the reasonsfor hisholding the
trade mark applicationintrust. Mr Dunlop can think of no bona fide reason why trade marks
should be held outside a company, which isthe rightful proprietor for those trade marks.

21. Thiscompletesmy summary of the evidencefiled inthiscase. | now turn to the decison.
DECISION

22. Firgly | turnto the grounds of opposition based upon Section 3(1) of the Act, which reads as
follows:

“3.-(1) Thefollowing shall not be regisered -

@ sgnswhich do not satisfy the requirements of section 1(1),

(b trade markswhich are devoid of any digtinctive character,

(©) trade markswhich cons s exclusvely of signs or indicationswhich may
serve, intrade, to desgnate the kind, quality, quantity, intended purpose,
value, geographical origin, the time of production of goods or of rendering
of services, or other characterigtics of goodsor services,

(d) trade markswhich consist exclusively of sgnsor indications which have

become customary in the current language or in the bona fide and
egtablished practices of the trade:



Provided that, atrade mark shall not be refused registration by virtue of paragraph (b), (c)
or (d) above if, before the date of application for regigration, it hasin fact acquired a
digtinctive character asaresult of the use made of it.”

23. Asthe marksin suit are not proceeding on the basis of digtinctive character asareault of use,
| must consider their acceptability on aprimafacie bass.

24. The applicationisfor aseries of two marks. At the hearing Mr Langley conceded that the
second mark EASY LITE comprised amere alternative spelling of the firg mark EASYLIGHT
and in effect, for the purposes of thisopposition under Section 3(1), agreed that the two marks
good or fell together. | would add that while the visual impression of the marksisdifferent, the
markswill be pronounced identically and that in relation to the goods, the idea of the markswill
remain the same. Accordingly | agree with the partiesthat the alternative spellingsdo not have
any impact upon the prima facie condderation of acceptability under Section 3(1).

25. Both partieswere in agreement that the marks must be considered in their totality and in
relation to the goodsfor which registration has been requested.

26. Mr Dunlop, in essence, submitted that the term DASHLIGHT isanatural description for the
goods as cigarette lightersin carsare most commonly located in the dashboard or dash of the car
and atorchisaportable light or more generally alight. He also drew attention to the opponent’s
evidence, in particular the dictionary definition found in the Merriam Webgter dictionary and the
third party use of the DASHLIGHT. Whils conceding that much of the evidence goesto usein
the USA and is after the relevant date for these proceedings, Mr Dunlop argued that such
evidence neverthel esswas strongly indicative that the combination of the words DASH and
LIGHT/LITE was an obvious and meaningful one in the English language.

27. On behalf of the applicant, Mr Langley submitted that the marksin their totality amounted to
no more than an indirect alluson to torchesthat are charged through car cigarette lightersand
that they would not be taken by the relevant public as des gnating the purpose or essential
characterigtics of the goods. He emphasi zed that the goods were torches and not alight Stuated
on or in the dashboard of acar assuch. Mr Langley wasalso highly critical of the opponent’s
evidence gating that third party use wasin the USA for flashing lights and that the dictionary
definition was American and referred to alight on the dashboard of acar, as opposed to atorch.

28. | turn now to acongderation of the evidence filed by the opponent in relation to Section 3(1)
of the Act. Much of thisevidence relatesto material accessed from American internet Stesand
containsinformation relating to the postion after the relevant date for these proceedings. The
only third party use shown inthe UK isof TYPE SDASH LIGHTS and this appears both
undated and unspecific. Furthermore, the dictionary reference istaken fromthe Merrian
Websgter Dictionary which isa standard American English Dictionary, asopposed to a British
English Dictionary. While American English and British English words and usage are usually
identical, thisisnot necessarily the case and there isno evidence to show that DASHLIGHT isa
well known generic termin British English. Onthewhole, | do not find the opponent’ s evidence
to be of assgtance in relation to Section 3(1) of the Act. However, there issome merit in Mr
Dunlop’ ssubmission that it goesto show that the combining or conjoining of the words DASH
and LIGHT/LITE isanot unreasonabl e sep.



29. Inrelationto Section 3(1), both partiesat the hearing concentrated their argumentson
Section 3(1)(b) and Section 3(1)(c). On Section 3(1)(b) it was accepted that the tets set out in
the decision of Geoffrey Hobbs QC sitting asthe Appointed Personin CyclingIs..... [2002] RPC
37, arerelevant. Inparticular, | find paragraphs 66 to 71 of that decision, set out below, to be of
particular ass gance:

“66. That brings me to the question of whether the signs possess a distinctive character
enabling themto fulfil the essential function of a trade mark in relation to goods and
services of the kind specified in the application for registration. (The goods and services
comprise “ clothing footwear and headgear” in Class 25 and * advertising all relating to
the cycling industry” in Class 35).

67. The casefor allowing registration rests upon the proposition that the signs are
cryptic to a degree which makes it more likely than not that they would carry
connotations of trade origin (whatever other connotations they might also carry
connotations of trade origin (whatever other connotations they might also carry) in the
minds of the relevant class of personsor at least a significant proportion thereof.

68. The case for refusing registration rests upon the proposition that the signs are
visually and linguistically meaningful in a way which is more likely than not to relate the
goods and services to the activity of cycling without also serving to identify trade origin
in the minds of the relevant class of persons.

69. The difference between these two positions residesin the question whether the
perceptions and recollections the signswould trigger in the mind of the average
consumer of the specified goods and services would be origin specific or origin neutral.

70. Therelevant perspective isthat of the average consumer who does not know thereis
a question, but who is otherwise reasonably well-informed and reasonably observant and
circumspect.

71. 1 do not suppose that such a person would pause to construe the signs when
encountering themin any of the different settings (including advertising and promotional
settings) in which they might be used. Even so, the degree of attention required to take
note of the signsin the first place would be sufficient, in my view, to leave a well-
informed and reasonably observant and circumspect person with the clear impression
that the signs were being used with reference to goods and services related to cycling.”

30. Themarksinsuit are DASHLIGHT and DASHLITE. DASH isawell known dictionary
word, which in relation to the goods of the application obvioudy describesthe insgrument panel
inacar. Theword DASH isconjoined to the well known dictionary word LIGHT and (in the
case of the second mark in the series) itsaternative gpelling LITE, whichin relation to the goods
of the application describesan instrument that illuminates or the effect of illumination. While
both elements of the marksie. thewords DASH and LIGHT/LITE, have adirect reference to the
goods at issue e.g. the torches are stuated on the DASH and functionasa LIGHT/LITE or
provide LIGHT/LITE, the marks must be consdered asawhole or descriptiveness must be
determined not only in relation to each word taken separately but also in relation to the whole
which they form.



31. Incondgdering the marksintheir totality | bear in mind my own knowledge and experience
which tellsme that the words*“Light” and “Torch” are often readily interchangeable. For

exampl e one could make the following alternate requests— “ Please point the torch over here” or
“Please point the light over here”;  Shine the torch over there” or “Shine the light over there’;
“Put the map under thetorch” or “ Put the map under thelight”. Inthe primafacie it seemsto me
that the customer for rechargeabl e torches powered from a cigarette lighter of a car would merely
regard the word DASHLIGHT, or itsmere aternate spelling DASHLITE, asdescribing alight
source emanating from atorch in avehicle sdash and/or alight source (torch) which iskept (and
recharged) in the vehicle' sdash. Such use of theword DASHLIGHT/DASHLITE would
directly describe the purpose and characterigtics of the goodsin atrading context. The customer
could illuminate a map with the light or torch in situ in the dash, the light emanating from the
dash, or remove the torch/light from the dash for use if elsewhere.

32. To concludeinrelationto Section 3(1)(b), | find that the marksare “origin neutral” and thus
“devoid of digtinctive character” in relation to the goods applied for.

33. While it seemsto me that the opponent’s case under Section 3(1)(c) isnow stronger than the
Section 3(1)(b) case | go onto consder thisground.

34. On Section 3(1)(c) both partiesreferred me to the September 2001 judgement of the
European Court of Justice in Proctor & Gamble Company v Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM), Case — 282/99P for the mark Baby Dry.
Thisjudgement givesvery useful guidance on the test for descriptiveness under Section 3(1)(c)
of the Act.

35. | give below paragraphs 37, 39 and 40 of the judgement in full:

“37. Itisclear fromthose two provisions taken together that the purpose fo the
prohibition of registration of purely descriptive signs or indication astrade marksis, as
both Proctor & Gamble and the OHIM acknowledge, to prevent registration astrade
marks signs or indication which, because they are not different from the usual way of
designating the relevant goods or services or their characteristics, could not fulfil the
function of identifying the undertaking that markets them and are thus devoid of the
distinctive character needed for that function.”

“39. Thesignsand indication referred to in Article 7(1)(c) of Regulation 40/94 are thus
only those which may serve in normal usage froma consumer’s point of view to
designate, either directly or by reference to one of their essential characteristics, goods
or services such asthose in respect of which registration is sought. Furthermore, a mark
composed of signs or indication satisfying that definition should not be refused
registration unlessit comprises no other signs or indications and, in addition, the purely
descriptive signs or indications of which it is composed are not presented or configured
in a manner that distinguishes the resultant whole form the usual way or designating the
goods or services concerned or their essential characteristics.”

“40. Asregardstrade marks composed or words, such asthe mark at issue here,
descriptiveness must be determined not only in relation to each word taken separately but
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also in relation to the whole which they form. Any perceptible difference between the
combination of words submitted for registration and the terms used in the common
parlance of the relevant class of consumers to designate the goods or services of their
essential characteristicsisapt to confer distinctive character on the word combination
enabling it to be registered as a trade mark.”

36. My earlier findingsin relation to the descriptive nature of the words DASHLIGHT and
DASHLITE (paragraphs 29 to 31 of thisdecison) remain relevant to the assessment of the
acceptability of the marksunder Section 3(1)(c). Following these earlier findingsit seemsto me
that the marks, taken intheir totality, may serve in normal usage from a consumers point of view
to directly desgnate the essential characterigticsof the goodsfor which regigtration is sought.
The combination of the words DASH and LIGHT/LITE does not confer distinctive character on
the word combi nations enabling them to be registered asatrade mark. The oppostion also
succeeds under Section 3(1)(c).

37. Turning to the Section 3(1)(a) and Section 3(1)(d) groundsit seemsto me that on the basis
of the opponent’s evidence filed in this case (upon which | have commented at paragraph 27 of
thisdecison), these grounds cannot be sustai ned.

38. Asthe opposition has been successful under Section 3(1)(b) and Section 3(1)(c) | have no
need to go on and condder the ground of opposition raised under Section 3(6) of the Act.

39. The oppostion has succeeded and the opponent isentitled to a contribution towards costs. |
order the applicant to pay the opponent the sumof £1,900. Thissumto be paid within seven
days of the expiry of the appeal period or within seven days of the final determination of this
caseif any appeal againg thisdecison isunsuccessful.

Dated this 05 day of February 2003

J MacGillivray
For the Registrar
the Comptroller-General



