10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

THE PATENT OFFI CE
Room A2,
Har nswort h House,
13-15 Bouverie Street,
London ECAY 8DP.
Monday, 12th May 2003

Bef or e:
MR CEOFFREY HOBBS QC
(Sitting as the Appointed Person)

In the Matter of the Trade Marks Act 1994
-and

In the Matter of Trade Mark Application No: 225408 by
BAYER AG

- and-

In the Matter of Qpposition thereto under Qpposition
No: 52473 by MERRELL PHARMACEUTI CALS | NC

Appeal of the Qpponent fromthe decision of
M. M Reynolds, acting on behalf of the Registrar, dated
25t h Novenber 2002.

(Transcript of the shorthand notes of Marten Wl sh Cherer Ltd.,
M dway House, 27.29 Cursitor Street, London EC4A 1LT.
Tel ephone No: 020 7405 5010. Fax No: 020 7405 5026.)

MR M CHAEL EDENBORQUGH (i nstructed by Messrs Abel & |nray)
appeared as Counsel on behal f of the Appellant/ Cpponent.

THE RESPONDENT/ APPLI CANT di d not appear and was not represented.
THE TRADE MARKS REG STRY di d not appear and was not represented.

DECI SI ON
(As approved by the Appointed Person)
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THE APPQO NTED PERSON: On 1st Decenber 2000 Bayer AG applied to

regi ster the word XAROCID as a trade mark for use in relation
to "Pharmaceuti cal preparations and substances, diagnostic
preparations and reagents for medical use" in dass 5. |t
was not suggested that the word had acquired a distinctive
character through use as a trade mark in the United Ki ngdom
prior to the date of the application for registration

On 30th April 2001 Merrell Pharnmaceuticals Inc. opposed
the application under sections 5(2)(b) and 5(4)(a) of the

Trade Marks Act 1994 on the basis that use of the nark

applied for would conflict with: (1) the rights it had acquired

through prior registration of the trade mark TARGOCI D in

relation to "Pharmaceuti cal substances and preparations” in

Class 5; and (2) the rights that it had acquired through use of

the trade mark TARGOCI D, continuously and on a substanti al
scale, since 1990 in relation to antimicrobial preparations
for use in the treatnment of potentially severe Gram-positive
i nfections.

The obj ection under section 5(4)(a) does not add
anyt hing of significance to the objection under section
5(2)(b). For all practical purposes they stand or fal
toget her.

The question for consideration is whether there are
simlarities in terns of the marks and goods in issue that

woul d have conbined to give rise to a |likelihood of confusion
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if the earlier and | ater marks had been used concurrently in
the United Kingdomin relation to goods of the kind for which
they were respectively registered and proposed to be

regi stered i n Decenber 2000.

In paragraphs 26 et seq. of its judgment in the Canon
case, the European Court of Justice held that there can
be no likelihood of confusion i n the sense required by
section 5(2)(b) of the 1994 Act if it does not appear that
the public could believe that the goods or services covered
by the trade marks in issue conme fromthe sane undertaking or
economni cally |inked undertakings. Wen, as in the present
case, the marks in issue are not identical, they need to be
distinctively simlar in order to be capabl e of inducing such
a belief in the mnd of the average consuner of the goods or
servi ces concer ned.

Mar ks whi ch converge upon a particul ar node or el ement
of expression nmay or nmay not be found upon due consi deration
to be distinctively simlar. The position varies according
to the propensity of the particular node or el ement of
expression to be perceived in the context of the marks as a
whol e as origin specific or origin neutral

The rel evant propensity may on established principles
be inherent or acquired through use. This |eaves room for
evi dence denonstrating that the node or elenent of expression

in question has an established significance which the average
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consuner woul d ascribe to the marks in issue.

However, the requisite degree of distinctiveness cannot
be denonstrated or disproved sinply by evidence of entries
in the Register of Trade Marks. Entries in the Register do
not of themselves affect the way in which marks are perceived
and renenber ed.

Simlarities between marks cannot elimnate differences
bet ween goods and simlarities between goods cannot elimnate
di fferences between marks, so the purpose of the assessnent
must be to determine the net effect of the given sinmlarities
and di fferences.

Wth the agreenment of the parties, the opposition was
determ ned without recourse to a hearing. In the result, the
application was allowed to proceed to registration for the
reasons given in a witten decision issued by M. M Reynolds
on behal f of the Registrar on 25th November 2002.

H s deci sion was properly infornmed by reference to the
principles laid down in the case |aw of the ECJ for the
determi nati on of objections under section 5(2)(b). It was
al so carefully reasoned. H s findings, as summari sed by ne,
were as foll ows:

(1) The opposition fell to be deternined on the
basis that the goods in issue were identical and, to the
extent they were not identical, that they were likely to be

closely simlar.
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(2) The opponent's mark TARGOCI D was an i nvented word
with no obvious neaning. |t possessed a high degree of
di stinctive character; none the | ess and none the nore so as a
result of the use that had been made of it. It was likely to
be pronounced with stress on the nmddle syllable

(3) The applicant's nmark XAROCID was al so an invented
word with no obvious neaning. It possessed an unusual and
visually arresting first element which would be discernible
inthe way in which it was likely to be pronounced.

(4) The evidence on file was not sufficient to
establish that people exposed to the marks in issue would
attach no real weight or significance to the suffix - CD
as a result of the frequency with which they mght previously
have encountered it in other marks.

(5) The nature of the goods in issue did not give
rise to any special considerations in the assessnment of the
I'i kel'i hood of confusion

(6) The simlarities between the marks in issue in
terms of their length, structure and lettering were not
sufficient to render themdistinctively sinmilar froma
vi sual, phonetic or conceptual point of view

In the light of these findings, he rejected the
obj ection and ordered the opponent to pay the applicant
£800 as a contribution to its costs of the Registry

pr oceedi ngs.
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On 23rd Decenber 2002 the opponent gave not ice of
appeal to an Appoi nted Person under section 76 of the Trade
Mar ks Act 1994 contending, in substance, that the hearing
officer had erred, first, by giving undue weight to the
di f ferences between the marks in issue and, secondly, by
giving insufficient weight to the propensity of their
simlarities to bring about a convergence of perceived or
renenbered identity, especially bearing in mnd the use of
the earlier mark. It was accordingly subnitted that the
opposi tion should be upheld and the application should be
r ef used.

These contentions were developed i n argunment before ne.

Wi | st the opponent is right to enphasise that the use
made of its earlier mark must be given due weight in the overal
assessment, | do not think that the use in the present case can
be said to have done nore than capitalise on the distinctiveness
al ready possessed by the mark as an invented word, and | do
not think that the hearing officer erred in his consideration
of the evidence of use when arriving at the concl usion that
he did.

The opponent al so took issue with the hearing officer's
view that the distinctive power of the marks in question was
front -1 oaded rather than evenly dispersed throughout the
marks as a whole. | think that if one confines oneself

sinmply to the evidence on file, there is sone substance in
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that point, but not in itself enough to underm ne the hearing
of ficer's reasoni ng and approach

The fact that the marks in issue are invented words does
have a bearing on the question whether they are sufficiently
different to be readily distinguishable in ordinary use in the
mar ket pl ace.

| have no doubt that the objections to registration would
have been well -founded if the letter G was not present in the
opponent’s mark. That inevitably gives nme pause for thought as
to whether the inclusion of that letter in the opponent's mark
is sufficient to render the marks as a whol e di stingui shabl e.

The question, as | see it, is whether the |level of
attention and effort required to perceive and renenber the
di fferences between the two marks is greater than people in the
rel evant market would actually bring to bear on them

| have hesitated over this issue. In the end |I have cone
to the conclusion that there is roomfor nore than one view
on the point. That being so (and bearing in nind that the
function of an appellate tribunal in cases of this kind
is tointervene in relation to the assessnment belowonly if
it is clearly erroneous) it appears to ne that | should accept
the hearing officer’s evaluation of the net effect of the
differences and sinmlarities between the marks and
shoul d therefore not allow the opponent’s appeal fromhis

deci si on.
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The phonetic similarity between the invented words is
such that | regard this as a near mss, albeit that it is a
mss, in terns of the opposition not succeedi ng. However,
for the reasons | have given, the appeal will be dism ssed.
EDENBOROUGH: The only thing that falls to be decided is
costs. | do not believe the other side has incurred any
costs unless your file is different from m ne.
APPO NTED PERSON. They are likely to have incurred costs in
perusi ng the grounds of appeal and considering whether to attend
Do you want to say anything as to whether they have or have not
incurred such costs? | think it is rather likely that they
have.
EDENBOROUGH: | have no evidence, sir, so | cannot. | would
say, if there are any costs they are not very much. They did
not turn up.
APPQO NTED PERSON. I n the circunstances | will direct the
unsuccessful party to contribute £100 to the costs of the
successful party. That sumto be paid within 14 days of

today' s date. Thank you.



