10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

TRADE MARKS REG STRY Room A2
Har mswort h House
13-15 Bouverie Street
London, EC4Y 8DP

Friday, 4th April 2003

Bef or e:

MR G HOBBS, QC
(Sitting as the Appointed Person)

In the Matter of the TRADE MARKS ACT 1994
and

In the Matter of application by Telecom Plus Plc
to register a series of Trade Marks in
Classes 1, 4, 9, 36, 38 & 39

and

An appeal to the Appointed Person under Section 76 of the
Trade Marks Act 1994 against the decision of M. A J Pike
acting on behalf of the Registrar, dated 26th Novenmber 2002

(Conput er-ai ded Transcript of the Stenograph Notes of
Marten Wal sh Cherer Ltd., M dway House,
27/ 29 Cursitor Street, London, EC4A 1LT.

Tel ephone No: 0207 405 5010. Fax No: 0207 405 5026.)

MR. J STOBBS (Boult Wade Tennant) appeared on behalf of the
Appel | ant .

MR. M KNI GHT represented the Registry.

DECI SI ON
(As approved by the Appointed Person)
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THE APPO NTED PERSON: In order to obtain a filing date, an
application for registration of a trade mark nust conply with
the requirenments of sections 32 and 33 of the Trade Marks Act
1994. Those sections provide as foll ows:

"Application for registration
32 - (1) An application for registration of a trade
mark shall be nmade to the registrar.
(2) The application shall contain -
(a) a request for registration of a trade mark
(b) the nanme and address of the applicant,
(c) a statenent of the goods or services in
relation to which it is sought to register the
trade mark, and
(d) a representation of the trade nmark.
(3) The application shall state that the trade mark is
bei ng used by the applicant or with his consent, in
relation to those goods or services, or that he has a
bona fide intention that it should be so used.
(4) The application shall be subject to the paynment of
the application fee and such class fees as may be
appropri ate.
Date of filing
33 - (1) The date of filing of an application for
registration of a trade mark is the date on which

docunents contai ning everything required by section
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32(2) are furnished to the registrar by the applicant.

If the docunents are furnished on different days, the

date of filing is the last of those days.

(2) References in this Act to the date of application

for registration are to the date of filing of the

application.”

In Ty Nant Spring Water Ltd's Trade Mark Application
[2000] RPC 55 | considered the scope of the requirenent for
"a representation of the trade mark" to be filed under
section 32(2)(d). Having regard to the provisions of the Act
noted at pages 56 and 57 of the report of my decision,
concluded that a representation nust not only disclose the
identity of the mark put forward for registration, but nust
provide a fixed point of reference which clearly and
unanbi guously does so fromthe outset in order to receive a
filing date under section 33(1). In that case the
application rejected for lack of certainty related to a sign
represented in words alone as: "A blue bottle of optica
characteristics such that if the wall thickness is 3mmthe
bottle has, in air, a dom nant wavel ength of 472 to 474
nanonetres, a purity of 44 to 48 per cent, an optica
bri ghtness of 28 to 32 per cent."

Also on the basis of the requirenent for |ega
certainty, M. Sinon Thorley QC, sitting as the Appointed

Person, in Swi zzels Matlow Ltd' s Application [1999] RPC 879
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uphel d the rejection of an application for registration of a
t hree-di nensi onal sign graphically represented in words al one
inthe following terms: "The trade mark consists of a
circular conpressed tablet bearing a raised heart outline on
both flat surfaces and containing within the heart outline on
one side any one of several different words or phrases”

The requirenent for certainty as to the identity of
signs presented for registration has since been enphasised in
par agraphs 48 to 55 of the judgnent of the European Court of
Justice in Case C-273/00 Ralf Sieckmann v Deutsches Patent -
und Markenant, 12th Decenber 2002. In paragraph 53 of its
judgnment the Court observed that: "In order to fulfil its
role as a registered trade mark a sign nust always be
per cei ved unanbi guously and in the same way so that the mark
is guaranteed as an indication of origin." The Court went on
to observe in paragraph 54 that: "The object of the
representation is specifically to avoid any el enent of
subjectivity in the process of identifying and perceiving the
sign. Consequently the neans of graphic representation nust
be unequi vocal and objective.” In paragraph 55 it was
confirmed that the applicable provisions of Cormunity | aw
require the relevant graphic representation to be clear,
preci se, self-contained, easily accessible, intelligible,
durabl e and obj ecti ve.

Al t hough the Sieckmann case related to an application



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

to register an olfactory mark, it is clear that the ruling of
the Court is of general application. 1In his Opinion
delivered on 12th Novenber 2001 in Case C-104/01 Liberte
Groep BV v Benel ux- Merkenbur eau Advocate CGeneral Lger

focused on the requirenment for certainty in relation to
applications for the registration of colours at large. In
his Opinion delivered on 3rd April 2003 in Case C-283/01
Shield Mark BV v Joost Kist Advocate General Col oner |ikew se
enphasi sed the requirenent for certainty in relation to
graphic representation of signs in the formof sounds.

In the present case, Telecom Plus PLC ("the Applicant")
applied on 14th February 2002 to register 16 signs in series
as trade marks for use in relation to various goods and
services in classes 1, 4, 9, 36, 38 and 39.

Box number 4 on the prescribed form of application for
regi stration contained the follow ng request for information:
"If the mark is not a word or a picture indicate here (for
exanpl e, three-dinensional)". The applicant responded to
this request in a single word: "description". The
descriptions put forward for registration were identified in
an attachment to the formof application in the follow ng
terns:

"1l. The mark consists of a pictorial representation of

a pig, not being a photographic representation

attached to packagi ng and other materials relating to
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the provision of the goods and servi ces.

2. The mark consists of a pictorial representation of
a pig, not being a photographic representation, with a
slot in its back, as applied to packagi ng and
materials relating to the provision of the goods and
servi ces.

3. The mark consists of a pictorial representation of
a pig, not being a photographic representation
presented generally in profile, as applied to
packaging and materials relating to the provision of

t he goods and services.

4. The mark consists of a pictorial representation of
a pig, not being a photographic representation, with a
curly tail, as applied to packaging and materials
relating to the provision of the goods and services.

5. The mark consists of a pictorial representation of
a pig, not being a photographic representation, with a
curly tail in the formof a tel ephone wire, as applied
to packaging and materials relating to the provision
of the goods and services.

6. The mark consists of a pictorial representation of
a pig, not being a photographic representation, with a
slot inits back and a curly tail, as applied to
packaging and materials relating to the provision of

t he goods and services.
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7. The mark consists of a pictorial representation of
a pig, not being a photographic representation, with a
slot inits back, and a curly tail in the formof a
tel ephone wire, as applied to packaging and materials
relating to the provision of the goods and services.
8. The mark consists of a pictorial representation of
a pig, not being a photographic representation
portrayed generally in profile, with a slot inits
back, and a curly tail in the formof a tel ephone
wire, as applied to the packaging and materials
relating to the provision of the goods and services.
9. The mark consists of a pictorial representation of
a pig, not being a photographic representation
portrayed generally in the col our pink, attached to
packagi ng and other materials relating to the

provi sion of the goods and services.

10. The mark consists of a pictorial representation of
a pig, not being a photographic representation
portrayed generally in the colour pink, with a slot in
its back, as applied to packaging and materials
relating to the provision of the goods and services.
11. The mark consists of a pictorial representation of
a pig, not being a photographic representation
portrayed generally in the col our pink, presented

generally in profile, as applied to packagi ng and
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materials relating to the provision of the goods and
servi ces.

12. The mark consists of a pictorial representation of
a pig, not being a photographic representation
portrayed generally in the colour pink, with a curly
tail, as applied to packaging and materials to the
provi sion of the goods and services.

13. The mark consists of a pictorial representation of
a pig, not being a photographic representation
portrayed generally in the colour pink, with a curly
tail in the formof a telephone wire, as applied to
packaging and materials relating to the provision of
the goods and servi ces.

14. The mark consists of a pictorial representation of
a pig, not being a photographic representation
portrayed generally in the colour pink, with a slot in
its back and a curly tail, as applied to packagi ng and
materials relating to the provision of the goods and
servi ces.

15. The mark consists of a pictorial representation of
a pig, not being a photographic representation
portrayed generally in the colour pink, with a slot in
its back, and a curly tail in the formof a tel ephone
wire, as applied to packaging and materials relating

to the provision of the goods and services.
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16. The mark consists of a pictorial representation of

a pig, not being a photographic representation

portrayed generally in the col our pink, portrayed

generally in profile, with a slot in its back, and a

curly tail in the formof a tel ephone wire, as applied

to the packaging and materials relating to the

provi sion of the goods and services."

The Registry objected to the application under
section 32 of the Act and Rule 11 of the Trade Marks Rul es
2000 on the basis that the descriptions attached to the form
of application failed to disclose the identity of any sign
with precision sufficient to permt full and effective
i npl enentation of the | egal and adninistrative requirenments
of the Act relating to registration. The Applicant was
all owed two nonths from 18th February 2002 within which to
renmedy the deficiency.

The agents for the Applicant maintained that the
descriptions in question clearly and unanbi guously di scl osed
the identity of the signs in the series and that the
objection raised by the Registry was m sconceived. A hearing
was appoi nted to consider subnissions on behalf of the
Applicant as to the sufficiency of the application. The
hearing took place before M. A J Pike acting on behalf of
the Registrar on 10th June 2002

The hearing officer maintained the objection under
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section 32(2)(d) for the reasons subsequently given in a
witten decision issued on 26th Novenber 2002. He made the
foll owi ng observations in paragraphs 14 to 26 of his
deci si on:
"14. The sixteen marks in question are sinlar to each
other in that although they are all intended to be a
description of the same thing they differ from each
other in the anpunt of information that they provide.
As an inevitable consequence of this practically al
of the words which constitute the first mark are
i ncorporated within the other fifteen marks. To an
extent this pattern continues so that the marks
contain various anpunts of information but
neverthel ess appear to be an attenpt to describe the
same thing.
15. In order to determ ne whether or not these marks
satisfy the requirenents of section 32(2)(d) of the
Act | consider it necessary to conduct a detailed
exam nation of their content. The first words in al
si xteen marks are ' The mark consists of a pictoria

representation of a pig, not being a photographic

representation'. The first three definitions of the
word 'pictorial' in Collins English Dictionary are as
fol |l ows:

adj. 1. relating to, consisting of, or

10
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expressed by pictures (of books, newspapers,

etc.) containing pictures. 3. of or relating to

pai nting or draw ng.'
16. | note that the sane dictionary defines a picture
as:

‘n. 1.a. a visual representation of sonething,
such as a person or scene, produced on a surface
as in a photograph, painting, etc.

17. 1t is clear fromthese dictionary definitions of
the words 'pictorial' and 'picture' that it is not
possible to determine with any degree of certainty
what the nature of the pictorial representation is
intended by these marks. Is it a painting? Is it a
line drawing? In ny viewit is inpossible to answer
these questions with any degree of certainty as it is
not possible to determ ne what type of pictoria
representation it is.

18. The pictorial representation is 'of apig . In ny
view there are further difficulties with this aspect
of the marks. 1Is it a representation from head on
frombehind or fromthe side? |If fromthe side is the
pig facing left or right? |Is the pig |lying down or
standi ng up? What breed of pigis it? | amaware

frommy own personal know edge that there are many

breeds of pigs which are very different to each other

11
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ranging fromthe breed made fanobus in the well known
film'Babe' to breeds such as Tammorth and the

Vi et nanese Pot Bellied pigs.

19. As a result of the lack of preciseness in these
words it is not possible to deternine the nature of
the mark. There is no certainty as to its precise
nat ur e.

20. As these words are common to all sixteen marks
that effectively decides the issue before ne, but in
case | amwong in my findings | will go on to
consider the other elenents of the marks. The second
mar k contains the additional words "with a slot inits
back'. There is perhaps a tendency to expect the slot
to run | engthways down the back of the pig but this is
not the only possibility covered by these words. The
slot could just as easily run across the back at
ninety degrees to the length of the back or even
across the back at a diagonal angle. There is also no
indication as to the length or width of the slot.

21. The third mark contains the words 'presented
generally in profile'. There is no indication as to
what is neant by the word 'generally'. The fourth
mark contains the words '"with a curly tail'. Again,
there is no indication as to the size or position of

the tail.

12
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22. The fifth mark contains the words "with a curly
tail in the formof a telephone wire'. The first
point I will nake is that | consider that a tail in
the formof a tel ephone wire is not an imge that |
woul d under st and when encountering the fourth mark,
however, the sane problens exist, there is no

i ndication as to the size or position of the tail

23. The sixth mark consists of words upon which | have
al ready commented. M comments regarding this nmark
are sinply a conmbination of those for the second and
fourth marks. The sanme applies to the seventh mark
which is a conmbination of the words contained in the
second and fifth marks. The eighth nmark contains
words which are a conbination of the third and fifth
mar ks.

24. The ninth mark is the sane as the first mark but
with the additional words 'portrayed generally in the
colour pink'. Firstly | note the presence of the word
‘generally'. This again denonstrates the inprecise
nature of the mark. The second point is that the
colour pink is not precisely defined. Follow ng on
fromthe Ty Nant decision the registry issued gui dance
on acceptable forns of graphical representation. The
appropriate section is reproduced bel ow.

"Device or get-up marks consisting partly of

13
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col our (s)
11. Where colour is clained as an el enent of a
device or pictorial mark, the representation of
the mark should be filed in colour. A black and
white representation will not be accepted unl ess
each part of the mark is clearly identified as
such, and the colour(s) defined by a widely
avai l abl e colour standard. This will not be
necessary where a colour representation of the
mark is filed.
The form of application does not contain a
representation of the colour nor does it provide any
definition of the colour pink by reference to a col our
st andar d.
25. The renmi ning seven marks (nunmbered 10 to 16)
rai se no further issues but consist of various
conmbi nations of the elenments already identified in
this deci sion.
26. In ny view none of these marks neet the
requi renent of section 32(2)(d) of the Act in that
none of the sixteen marks applied for are represented
with sufficient precision to pernmt a full and

effective exam nation."

Rej ection of the application followed inexorably fromthe

assessnent contained in these paragraphs.

14
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On 27th Decenber 2002 the Applicant gave notice of
appeal to an appointed person under section 76 of the Trade
Mar ks Act 1994 contending, in substance, that the
descriptions put forward for registration satisfied the
requi renent for legal certainty as to the identity of the
signs to which they related. That contention was nmintained
and devel oped in argunent at the hearing before ne.

I do not rule out the possibility of describing visua
matter in words sufficient to satisfy the requirenent for
graphi c representation under section 32(2)(d). However, the
vice in each of the descriptions in issue in the present case
is that they |l eave roomfor the differing perceptions of
different individuals to be equally applicable bench marks by
which to judge whether a particular visual representation
falls within the relevant wording, with each individual also
being liable to regard the wording of the description as
applicable to a nultiplicity of different visua
representations. This is a recipe for uncertainty.

I think it is clear that the registration system
proceeds on the basis of filings in relation to single signs
capabl e of functioning as trade marks by virtue of the
singularity of significance they individually possess. | do
not think it can be right that the Registrar's exam ners
shoul d have to use their own inmagination in order to

vi sual i se what a sign |ooks like for the purpose of assessing

15
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whether it possess a distinctive character. Precision and
singularity of representation are both required, in ny view,
in order to satisfy the basic requirenent for |ega
certainty. | amentirely satisfied that the descriptions in
issue in the present appeal |ack both precision and
singularity of representation. Despite having listened with
care to argunents advanced on behal f of the Applicant | can
find no error in the hearing officer's reasoning or
conclusion. The appeal will therefore be disni ssed.

Does anybody want to say anything nmore? (No response)
Thank you both very nmuch for your subm ssions. It has been

very interesting.
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