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THE PATENT OFFI CE Har nswort h House
13 -15 Bouverie Street
London EC4Y 3DP

Wednesday, 18th June 2003
Bef or e:

MR S. J. THORLEY, QC
(Sitting as the Appoi nted Person)

In the Matter of the Trade Marks Act 1994
and
In the Matter of UK Trade Mark Application

No. 2275699 in the nane of
ROSCO CLOTHI NG LI M TED

and

Qpposition No. 80464 thereto by
FUZZI SpA

Appeal of Opponent fromthe decision of M. Allan Janes,
acting on behalf of the Registrar, dated 11th Decenber 2002.

(Transcript of the Shorthand Notes of Marten Wl sh Cherer Ltd

M dway House, 27-29 Cursitor Street, London EC4A 1LT.
Tel ephone No: 020 7405 5010. Fax No: 020 7405 5026.)

MR M EDENBOROUGH (instructed by Messrs. Mark & O erk)
appeared on behal f of the Applicant/Respondent.

MR M TAPPIN (instructed by Messrs. RGC Jenkins & Co)
appeared on behal f of the Opponent/Appel | ant.

DECI SI ON
(As approved)
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THE APPQO NTED PERSON: This is an appeal to the Appointed Person
froma decision of M. Allan Janes, the officer acting on
behal f of the Registrar, dated 11t h Decenber 2002

The decision arose in an opposition by an Italian
company, FUzZZI SpA. | amtold by M. Tappin, who appears on
their behalf, that the correct prononciation of its name is
" Foot si e".

FUZZlI SpA opposed the registration of the trade mark
FUTTI in class 25 in respect of various itens of clothing.
They did so on the basis of section 5(2)(b) of the Trade
Mar ks Act 1994, having regard to their earlier registration
of the trade mark FUZzZI (No. 1355713) which is registered in
respect of knitted articles of outer clothing, articles of
outer clothing nmade fromknitted materials, pullovers,
shirts, trousers, and skirts, all included in class 25.

There was no dispute that this was an earlier mark
within the neaning of the Act and that it was registered in
sone respects in relation to identical goods. The sole
question, therefore, that arose in relati on to the opposition
under section 5(2)(b) was whether or not the simlarity
bet ween the marks woul d cause there to be the rel evant
I'i keli hood of confusion on the part of the public, which
i ncl udes the likelihood of association

M. Janmes concl uded that there was no such |ikelihood

of confusion and gave his reasons in an extenporary judgnent
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at the end of the hearing.

FUZZlI SpA appeal, as is their right, and M. Tappin
accepted that the correct approach on an appeal on the issue
of likelihood of confusion was that set out in REEF TM [ 2003]
RPC 5 at paras. 26-28. The approach there, set out in the
j udgment of Robert Wal ker LJ, was that there should be a rea
reluctance, but not the very highest degree of reluctance, t o
interfere with the hearing officer's decision in the absence
of a distinct material error of principle. M. Tappin
however, submitted that in this case there had been a
distinct and material error of principle.

In considering whether or not there is an error of
principle, one nmust take care not to conclude that an error
of principle exists nmerely because the appellate tribunal may
consi der that the decision of the tribunal appeal ed from was
in sone respects surprising. 1In a later appeal, which
M. Edenbor ough who appeared on behal f of the applicants drew
to ny attention, Bud and Budwei ser Budbrau [2003] RPC 25, at
page 477, Lord Wal ker of GCestingthorpe (as he had by then
becone) nade the point in this respect in paragraphs 48, and
52-54 of his Judgnent where he stated: "48. The hearing
of ficer concluded that the distinctive character of the
Budwei ser Budbr&au mark resided in those two words (just as if
the mark were a plain word mark) and that: 'the different

fonts and the underlining do not detract from or add anything
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to, the central nessage.' | have to say that | have found
that conclusion sur prising, so much so that | have had to ask
mysel f whether it can only be an indication that the hearing
officer failed to carry out the sort of conprehensive review
whi ch he shoul d have undert aken

52: Utinmately the issue on the first appal is whether
the deputy judge was right to discern two errors of principle
in the hearing officer's approach, so opening the way for the
deputy judge to substitute his own view. For the reasons
whi ch | have explained, | do not think that the hearing
of ficer did nmake any significant error of principle which
appears fromhis witten decision. | do find his conclusion
surprising and if this court had a free choice between the
heari ng of ficer's decision and that of the deputy judge
woul d unhesitatingly choose the latter

53: However this court does not have a free choice, as
Sir Martin Nourse has explained in his judgnment. As Buxton
LJ said in Norowzian v Arks Ltd (No.2) [2000] FSR 363 at 370:
‘....where it is not suggested that the judge has made an
error of principle a party should not come to the Court of
Appeal sinply in the hope that the inpression formed by the
judges in this court, or at least by two of t hem wll be
different fromthat of the trial judge.'

54. The sane principle applies to an appeal froma

hearing officer to a judge of the Chancery D vision
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Al t hough the hearing officer's decision is one which | find
surprising, | do not consider that it can be described as
clearly wong. Therefore | agree (although possibly wth
nmore hesitation than ny lords) that the first appeal should
be all owed. "

The sane principles plainly apply to this tribuna
sitting as an appellate tribunal on appeal fromthe Registry.
The fact that one may be surprised at the outcone is not a
decisive factor. The task of this tribunal is to reviewthe
way in which the hearing officer reached his conclusion and
to seek to decide whether in so doing he nade an error of
principle or, alternatively, whether his conclusion was
pl ai nly wong.

M. Tappin suggested, | believe correctly, that the
fundanental finding of M. Janes resided in his conclusion as
to visual simlarity. Wat M. Janes did was to rem nd
hi nsel f of the gui dance given by the European Court of
Justice in certain well -known cases, which required himto
consi der the likelihood of confusion on a global basis,
taking into account all the relevant factors and judgi ng the
matter through the eyes of the average consuner of the goods
in question. This was a correct direction in |aw.

He went on: "In making the conpari son between the
trade marks | rnust exam ne their visual, aural and conceptua

simlarities and conpare the nmarks by reference to the
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overall inpression that they create." Again, this is a
correct direction.

He then turned to consider the words thenselves. He
concl uded that both were invented words and that "invented
words have a high inherently distinctive character as trade
marks." He noted that they were of equal |ength, both
consisting of five letters, and as is obvious the first two
and the last letter of each of the marks are the same. They
al so contain a double consonant in the centre of the words.

He went on as follows: "However, in ny view, the
change of the doubl e consonant does nmake a striking
i npression when it appears within short words. This is not a
case where the respective consonants res enbl e each ot her and
m ght be confused through poor handwiting, or help create a
simlar overall inpression because of their visua
appear ance.

I conclude there is sonme degree of simlarity between
the respective trade marks, but not a very high degree of
simlarity."

On the basis of that visual simlarity, he concluded at
the end of his judgnent as foll ows: "The key to the case, in
my judgrment, is that in short words such as these the
difference of two letters in the mddle of the mark can nake
a significant inpact, and that is the case here. | believe

that inpact will be sufficient to avoid not just direct
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confusion, but also confusion through inperfect recollection
of the earlier mark."

M. Tappin contended that the fundanmental error of
M. Janes was in not considering the ways in which the two
marks could be witten. He indicated in his skeleton the way
in which the marks could properly be witten in various
different typescripts, which, he contended, served to elide
in sone respects the ZZ with the TT. He suggested that the
hearing officer had fallen into error in failing to consider
the scope of notional and fair use, which he said would
i ncl ude those types of script.

In this respect, | have concluded that M. Tappin is in
substance seeki ng to re-argue the case. The case was put
before M. Janes on the basis of the words as they appear and
he reached the conclusion that the change of the double
consonant nmakes a striking inpression when it appears with
short words. That was a conclusion that was open to him
and, in ny judgnent, is not a conclusion that was reached by
maki ng any error of principle or which is plainly wong. He
directed hinself correctly as to the approach he shoul d take
and he reached a conclusion on the facts of the case before
him \Wether or not | consider the result surprising is
irrelevant. | have to ask nyself whether he erred and in
this respect | do not believe he did err. Different people

may have reached different conclusions but that is not
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perti nent.

| believe that conclusion is sufficient to di spose of
this appeal. M. Tappin accepted that the aural conparison
made by M. Janes was a subsidiary matter and al t hough he
suggested he had got it wong he did not suggest, as
understand it, that there was any error of principle, save
that he suggested he had failed properly to grapple fully
with the question of inmperfect recollection.

However, it is quite plain that M. Janes had in m nd
i mperfect recollection. He refers to it at the end of his
judgment. Again, therefore, | do not believe that any
failure to review specifically the question of inperfect
recol | ection on the basis of aural conparison can be said to
constitute an error of principle.

It will be apparent fr omthe observations | have nade
in the course of this decision that | do believe the
concl usion M. Janes has reached is perhaps not the
concl usi on that another hearing officer would have reached,
or perhaps that | woul d have reached had | been the hearing
of ficer, but the guidance fromthe Court of Appeal nakes it
abundantly clear that that is not a justification for
re-opening the entire issue.

In ny judgnment, M. James has come to concl usi ons which
were open to himon the facts of this case, he has correctly

directed hinself as to the law, and it is therefore not for
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me to interfere with his decision.

The appeal

accordingly falls to be dismn ssed.



