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Background

1. On 17 January 2001, Friedrich Knapp, Andreas Czech, Franz Schmitt and Hans-Joachim Ahrens,
sought under the Madrid Protocol to extend protection for their registered trade mark
FREIGHTLINER to the United Kingdom, for the following specifications of goods.

Class3 Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring
and abrasive preparations; products for beauty and body care; soaps; perfumery, toilet
waters of al kinds, particularly perfume, eau de perfume, eau de toilette, deodorants,
essential ails; hair lotions, hair cleaning and hair caring substances, cosmetics, creams for
the skin; lotions for cosmetic purposes, shaving substances and substances for
after-shave care; dentifrices;, cosmetic bathing additives; lipsticks; cotton buds for
cosmetic purposes, nail polish; shoe polish, make-up.

Class9 Scientific, nautical, surveying, photographic, cinematographic, optical, weighing,
measuring, signalling, checking (supervision), life-saving and teaching apparatus and
instruments; domestic electric apparatus and instruments (included in this class);
apparatus for recording, transmission or reproduction of sound or images, magnetic data
carriers, electronic data carriers, tone carriers of all kinds, automatic vending machines
and mechanisms for coin operated apparatus; cash registers, calculating machines, data
processing equipment and computers; eye glasses and their parts, particularly sun glasses,
sports glasses, ski glasses, protective eye pieces, frames for eye glasses; lenses for eye
glasses, cases for eye glasses, protective helmets, helmet visors, protective face-shields
for protective helmets; protective gloves; tachometers for bicycles.

Class 14 Precious metals and their aloys and goods of precious metals or coated therewith
(included in this class); jewelery, bijouterie; costume jewd lery; precious stones,
horological and chronometric instruments; watchstraps.



Class 18

Class 25

Class 28

Lesther and imitations of leather, and goods made of these materials (included in this
class); animd skins, hides; trunks and travelling bags, briefcases; bags, sports bags,
handbags, school bags, backpacks, travelling sets (leatherware); small articles of |eather;
purses, pocket wallets, key cases, hip bags, belt bags, umbrellas, parasols and walking
sticks; whips, harness and saddlery.

Clothing, footwear, headgear; outerwear for gentlemen and ladies; clothing for children;
clothing for babies; underwear; undergarment; corsetry; hosiery; belts, suspenders,
shawls, scarves, gloves, ties, headbands; swim wear for gentlemen and ladies; clothing
for hiking, trekking, outdoor sports and climbing; leisure and city shoes for gentlemen and
ladies, children's shoes; shoes for hiking, trekking, outdoor sports and climbing; clothing,
footwear and headgear for soccer, basketball, handball and volleyball; clothing for jogging,
fitness training and gymnastics; clothing, footwear and headgear for tennis, squash and
badminton; clothing, footwear and headgear for inline skating, skateboarding, roller
skating and hockey, football, baseball and boxing; clothing, footwear and headgear for
cycling; clothing, footwear and headgear for horseback riding; clothing, footwear and
headgear for golfing; clothing, footwear and headgear for water sports, particularly for
surfing, sailing, rowing, canoeing and diving; clothing, footwear and headgear for
mountain skiing, cross-country skiing and snowboarding; clothing, footwear and headgear
for ice skating and ice hockey.

Games, playthings, gymnastic and sporting articles (included in this class), and their parts,
particularly sporting articles for trekking, climbing, soccer, basketball, handball, volleyball,
tennis, squash, badminton, hockey, football, baseball, cycling, horseback riding, golfing,
surfing, sailing, rowing, canoeing, diving, mountain skiing, cross-country skiing,
snowboarding, ice skating, ice hockey, fitness training, inline skating, roller skating,
skateboarding; ski bags; specia bagsin order to store and transport sporting equipment,
especially bags for ski gear, snowboards, skateboards, skiing shoes, roller skates and ice
skates as well asin-line skates; protective sports equipment, especially elbow and knee
pads, protective wrist and ankle cuffs, body pads.

2. On 29 November 2001, Freightliner Limited filed notice of opposition againgt this desgnation, the
grounds being in summary:

1. Under Section 5(3) by virtue of the opponents' reputation in the name

FREIGHTLINER, the mark gpplied being identica to the
opponents' earlier trade mark registrations, and sought to be
registered in respect of goods that are not similar to the services
for which these earlier marks are registered, use by the
goplicants would take unfair advantage of or be detrimentd to
the distinctive character or repute of these earlier marks.



2. Under Section 5(4)(a) by virtue of the law of passng off.

3. Under Section 3(6) there is no reason for the applicants to choose the same name,
and they do not have a bonafide intention to useiit .

3. Detalls of the earlier marks relied upon by the opponents can be found as an annex to this decision.

4. The gpplicants filed a Counterstatement, accepting that the mark applied for and that owned by the
opponents are identica, but deny al of the grounds on which the opposition is based.

5. Both sides request that costs be awarded in their favour.

6. Only the opponents filed evidence in these proceedings. The matter came to be heard on 16
September 2003, when the opponents were represented by Ms Harris of Sommerville & Rushton, their
trade mark attorneys, the applicants were not represented.

Opponents evidence

7. This conggts of two Witness Statements. Thefirgt isdated 29 August 2002, and comes from Lynn
Sheree Harris, a Trade Mark Assistant with Sommerville & Rushton, the opponents' representativesin
these proceedings. Ms Harris states that the information contained within her statement comes from her
own direct experience and the records of her company.

8. Ms Harris says that her research into the history of Freightliner Limited uncovered two Statutory
Declarations (dthough no exhibits) that had been filed in support of trade mark applications. These are
filed as exhibit LSH1 and consst of a Statutory Declaration dated 11 June 1991 by Alan Edward
Inckle, an attorney and Intellectua property Rights manager with the British Rallways Board, and a
Statutory Declaration dated 30 October 2000, from Robert John Goundry, Company Secretary and
Director of Strategy of Freightliner Limited. Much of the information contained within these
Declarations has been included and updated in the Witness Statement dated 22 August 2003 by
Douglas Downie, the Financia Director of Freightliner Limited snce July 1997. For convenience |
have incorporated al three documents into one summary.

9. All sate that the trade mark Freightliner was first used by British Railways, the predecessor inftitle, in
1965, (Mr Goundry stating thisto be 15 November) in relation to a goods transportation service. Mr
Inckle makes reference to the name first gppearing in the 1962 Annua Report of the then British
transport Commission, and dthough he refers to this and other documents that confirm this date and
continued subsequent use, these have not been provided.



10. Mr Goundry states that the name was adopted to dlude to atrain carrying containers, container
transportation being a recent development at that time, and that since 1968 Freightliner Limited has
been the only company within the United Kingdom using FREIGHTLINER for the carriage of goodsin
containers on rail networks. Exhibit DD1 conssts of the opponents company brochure that details the
current services provided under the FREIGHTLINER name. Exhibits DD2 consists of copies of the
company’s Annud Returns for the years 1996 to 2001. Exhibit DD3 congists of a number of invoices,
the earliest dating from December 1996 relating to the supply of signage for use at the Ipswich
FREIGHTLINER depot, and for the provision of freight services under the FREIGHTLINER name,
the earliest dating from December 1998.

11. Exhibit DD4 congsts of copies of maps showing the locations of various FREIGHTLINER depots.
The maps themselves are not dated but have a reference relating to the change of STD codes that was
to occur in April 2000. The exhibit also includes a copy of 1996-97 Tilbury Dock handbook that
mentions the FREIGHTLINER freight-train service, and a publication relating to Thamesport that refers
to FREIGHTLINER. Asthis publication gives figures for the year 1998 and a projected figure for
1999, it is reasonable to infer that it dates from 1999.

12. Both Mr Goundry and Mr Downie confirm that since 1967 the company has operated regiona
inland terminds acrass the main industrid centres of England, Scotland and Wales, with links to
Northern and Southern Irdland, Mr Downie confirming that his company has customersin the same
geographic area.

13. Both Mr Goundry and Mr Downie give figures for turnover asfollows

Y ear Turnover £ (Goundry) Turnover £ (Downie)
1996-7 127,537,000 128,000,000
1997-8 106,770,000 107,000,000
1998-9 112,551,000 113,000,000
1999-2000 125,000,000 125,000,000
2000-01 - 130,000,000

14. Mr Goundry says that turnover figures for earlier years have proved difficult to obtain, being
subsumed in BR and NFC accounts.

15. At exhibit DD5, Mr Downie bregks his publicity expenditure figuresinto amounts spent on
advertising (ranging from £5,882 to £66,377) gifts and diaries (£2,093 to £40,300) and that spent on
literature (£8,836 to £25,409). Thefigures vary consderably from year to year. No figures have been
provided for 1997/98. Both Mr Goundry and Mr Downie provide figures described as relating to
expenditure on marketing/support activities. These cover a different period and vary in the amounts
stated:



Y ear Expenditure £ (Goundry)  Expenditure £ (Downie)
1994 - 71,200

1995 - 67,000

1996 - 98,000

1997 255,000 208,000

1998 308,000 61,300

1999 377,000 104,200

2000 - 42,600

2001 - 33,400

16. Mr Goundry refersto various publications and events in which FREIGHTLINER is sad to have
been promoted, but little detail is given and there are no exhibits. At exhibit DD6 Mr Downie gives
examples of the publications in which advertisements and festures have appeared. These are primarily
related to the motor and transport industries, the earliest dating from 1995, and show FREIGHTLINER
being used in connection with afreight transportation service. He refersto his company’ s website,
giving details of the number of hits since June 2001 (after the rlevant date) shown as exhibit DD7. Mr
Downie goes on to refer to articles that have gppeared in a publication entitled Holyrood, and in books
written about his company, extracts of which are shown a exhibit DD8. The exhibit congsts of an
extract from Holyrood , a magazine published for the Scottish Parliament, which is dated 18 September
2000, and refers to the management buy-out of FREIGHTLINER. It also contains an advertisement
for FREIGHTLINER Scotland.

17. Mr Downie refers to exhibit DD9 which consgts of items of FREIGHTLINER advertisng and
promotiona materids. The exhibit conssts of photographs of variousitems of clothing, an umbrella,
luggage labd, items of gationery, etc commonly used as promotiona items, none of which can be dated
as originating prior to the relevant date. A purchase order and invoice dating from September and
December 1995, respectively, relate to the purchase of FREIGHTLINER desk clocks.

18. Exhibit DD10 consists of a copy of the FREIGHTLINER staff pension scheme, and staff share
savings scheme documents (both dated after the relevant date), and extracts from a FREIGHTLINER
company publication.

19. Mr Downie saysthat his company has attended exhibitionsin the UK, referring to Intermoda 1996
and 1999 at Earls Court, exhibit DD11 conssting of a number of photographs endorsed as having been
taken at the 1999 exhibition. He goes on to refer to his company being afounder member of Transaid,
acharity involved in the provison of trangport management systems in developing countries. Exhibit
DD12 conggts of an article published in 2002, referring to FREIGHTLINER as afounder member of
the charity.

20. Mr Downie saysthat his company moves over 1,000,000 standard container units per annum, and
iswdl known in the freight movement industry. He relates the industry awards recaived by his



company, acopy of an article reating to their being awarded 1999 European Rail Operator of the Year
is shown as exhibit DD13. Mr Downie and Mr Goundry conclude their Statements by summarising
their company’s claim to a reputation and goodwill, and to how they see use of the mark applied for
would affect their company’s business. Mr Downie makes particular reference to his company’ sloss
of future promotiona and merchandising opportunities, sating that it is accepted practice in the field of
heavy plant and congtruction equipment for company’ s to merchandise their name on arange of diverse
goods. He does not, however, provide any corroborative evidence.

21. Tha concludes my review of the evidence insofar asit is rlevant to these proceedings.
Decision

22. At the hearing the opponents' indicated that they would not be pursuing the ground under Section
3(6). That leaves the grounds under Section 5(3) and 5(4)(a). Turning first to the ground under
Section 5(3) of the Act. That section reads as follows:

“5.-(3) A trade mark which -
(8 isidenticd with or amilar to an earlier trade mark, and

(b) isto be registered for goods or services which are not smilar to those for which the
earlier trade mark is protected,

shal not be registered if, or to the extent that, the earlier trade mark has a reputation in the
United Kingdom (or, in the case of a Community trade mark, in the European Community) and
the use of the later mark without due cause would take unfair advantage of, or be detrimental
to, the distinctive character or the repute of the earlier trade mark.”

23. An earlier trade mark is defined in Section 6 of the Act as follows,
“6.-(1) InthisAct an “earlier trade mark” means—

aregigered trade mark, internationa trade mark (UK) or Community trade mark which has a
date of application for regigtration earlier than that of the trade mark in question, taking account
(where appropriate) of the priorities claimed in respect of the trade marks,”

24. The opponents rely on four trade marks, dl for the word FREIGHTLINER in aplain font (abet in
one case with aclaim to colour), dl having an effective date earlier than the opposed gpplication. The
mark gpplied for isaso FREIGHTLINER in aplain font, so an identical mark is at issue, afact
accepted by the gpplicants. | do not believe that there can be any dispute that the goods covered by
the application are different to the services covered by the opponents’ earlier marks. The position,



therefore, is that the opponents have four earlier marks as defined by Section 6(1)(a), that fall within
the requirements of Section 5(3)(a) and (b). | therefore need to consider the matter in the terms set out
by Mr Smon Thorley QC sitting as a Deputy High Court Judge in Pfizer Ltd v Euro Food-Link (UK)
Ltd ((ChD) [1999] 22(4) IPD 22039), asfollows:

"What is necessary is that the trade mark proprietor should prove the required reputation and
should then stisfy the Court that the defendants use of thesgniis

@ without due cause; and
(b). takesunfar advantage of, or is detrimentd to, the distinctive character or the repute of
the trade mark."

25. Thewording of Section 5(3) indicates that the basis of an objection under that section isthat the
opponents’ reputation in an earlier trade mark is such that use of the same or asimilar mark in respect
of dissmilar goods by another party will lead to the distinctive character or repute of that earlier trade
mark being adversdy affected in some materid way, or to the agpplicants riding on its reputation to their
advantage. MsHaris referred meto General Motors Company Ltd v Yplon SA [1999] ETMR 122,
in which it was held by the Court of Justice that:

“The degree of knowledge acquired must be considered to be reached when the earlier trade
mark is known by a sgnificant part of the public concerned by the product or services covered
by the trade mark.”

“In examining whether this condition is fulfilled, the nationa court must take into consderation
al therdlevant facts of the case. In particular the market share held by the trade mark, the
intengity, geographical extent and duration of its use, and the Sze of the investment made by the
undertaking in promoting it”.

26. The goods covered by the application are generdly ordinary, everyday items, available to, and
purchased by the public at large. In respect of the opponents services, Ms Harris described the
“public concerned” as * people who require goods to be trangported around the country or abroad; the
Port authorities for goods being imported or exported via shipping terminas and competitors of the
opponents’. It seems quite likely that given the extent of the opponents business, that Port authorities
and competitors will be well aware of the opponents business provided under the name
FREIGHTLINER, and whilst the services covered by the opponents earlier marks appear to be
directed towards commercia and indugtrial users, the opponents’ earlier marks are not limited as such,
and must aso be consdered, at least notiondly, as being available to the generd public, and this defines
who should be regarded as “the public concerned”.

27. The evidence shows the FREIGHTLINER mark to have been in use for some forty years, and has
been widespread in its geographicd use, and by any standards, sgnificant in its extent, both in terms of



turnover and business transacted. From the evidence it would appesar that the opponents  presence has
primarily been inindustrid and commercid circles, which is dso where their advertisng and promotion
efforts have been directed, and | would say that in this area there can be little doubt that they have built
agtrong reputation in the mark, in relation to freight trangportation and storage. | would aso say that
given the length and scale of their use, awareness of the mark may have reached the consciousness of a
wider public, who may well have seen the mark on the livery of the vehicles travelling the roads and rail
network of the country, and on the signage of their premises, athough the extent of this cannot be
gauged.

28. Ms Harris submitted that whilst FREIGHTLINER may not, primafacie, be didinctive in relation to
freight services, it has become so by virtue of the opponents use. | would agree that
FREIGHTLINER may not be the most inventive or strongest trade mark for the services for whichiit is
used, but | would not go so far asto say that it lacks any distinctive character.

29. | have dready stated that in my assessment, there can be no doubt that the opponents have a
longstanding and substantia reputation in the word FREIGHTLINER, in respect of freight services.
There is some evidence of the trade mark having been used on goods, but only as a vehicle to promote
the company’ s sarvices, not as atrade in its own right. Beyond this promotiond use there is nothing
that informs me that it would be the usud practice for those operating in the freight or transport industry
to also trade in goods.

30. Given the reference to the type services provided by the opponents under the mark, it seems quite
likely that other operators within the same industry may use trade marks incorporating either FREIGHT
or LINE/LINER, but | see no reason why they should necessarily use the two in combination. Mr
Goundry confirms thisto be the case, dating that hisis the only company within the United Kingdom
using FREIGHTLINER for the carriage of goods in containers on rail networks. However, this does
little to as3st me in determining the uniqueness, or otherwise, of the mark in the marketplace asa
whole. However, even given its descriptive connotations in relation to the services for which it is used,

| seeno logica reason why atrader in another line of business would come up with FREIGHTLINER
or wish to useit in relation to goods or services disconnected from the freight or transport industries.

31. Other than perhaps some technical goods in the applicants Class 9 specification that could relate to
vehicle or freight monitoring and control, such as tachographs, globa postioning sysemsfor vehicle
and freight tracking, etc, thereisno pardld that | can see between the channels by which the respective
goods and services will reach the consumer.

32. The Generad Motors case went on to consider how the requirements in determining whether asign
should be considered to take unfair advantage of, or be detrimentd to, the distinctive character or the
repute of an earlier trade mark, the ECJ saying:

“Itisto be noted in particular that Article 5(2) [the equivaent of Section 5(3)] in contrast to



Article 5(1)(b) [the equivaent of Section 5(2)] does not refer to amere risk or likdihood of its
conditions being fulfilled. The wording is more pogtive: “take unfair advantage of, or is
detrimental”. Moreover, the taking of unfair advantage or the suffering of detriment must be
properly substantiated, that isto say properly established to the satisfaction of the National
Court.”
33. In Barclays Bank v RBS Advanta [1996] 10 RPC 307, Mr Justice Laddie said in relation to
equivaent wording in the proviso to Section 10(6):

“At the most these find words emphasise that the use of the mark must take advantage of it or
be detrimenta to it. In other words the use must either give some advantage to the defendant or
inflict some harm on the character or repute of the registered mark which is above the leve of
de minimis”

34. Other than in respect of the “technica goods’ in Class 9 that | have mentioned above, | can see no
obvious connection between the service provided by the opponents, and the goods for which the
gpplicants seek regidtration. The opponents have provided a narrow range of services under the
FREIGHTLINER name, and their reputation is smilarly, dso narrowly defined. Thereis no evidence
that freight companies trade in goods connected with the service, let done with no link other than that
they may be used as a promationd vehicle for the core service. The opponents may well have a strong
reputation in their field, but what cachet or advantage could there be to attaching that reputation to the
goods covered by the application?

35. Will the opponents mark be any less distinctive or tarnished by the gpplicants use of
FREIGHTLINER? Other than in the opponents own industry, there is no evidence that the mark is
unique in the marketplace, and in the absence of evidence from which it can be inferred, | do not fed
ableto conclude that it will be any less didtinctive, or that there will be some damage inflicted upon it or
the reputation attached. The opponents may fed that they have lost the capacity to use their mark in
aress that they may have, at some time in the future wished to, but the provisons of Section 5(3) are
not intended to ring fence use of the mark with areputation in dl or any area of trade, only where
another user would in effect be a parasite feeding off, or inflicting damage or detriment upon the
opponents hard earned reputation. 1 am unable to see how the applicants could derive any advantage
from, or that their use would be detrimenta to the opponents’ reputation in the trade mark
FREIGHTLINER. In rdation to the services for which it has areputation it will be just as digtinctive as
it ever was, and the ground under Section 5(3) is dismissed accordingly.

36. Thisleaves the ground under Section 5(4)(a). That section reads as follows:

“5.-(4) A trade mark shdl not be registered if, or to the extent that, its use in the United
Kingdom isliable to be prevented-

@ by virtue of any rule of law (in particular, the law of passng off) protecting an
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unregistered trade mark or other sgn used in the course of trade, or

A person thus entitled to prevent the use of atrade mark isreferred to in this Act asthe
proprietor of an “earlier right” in reation to the trade mark.”

37. The opponents contend that they would succeed in an action for passing off againgt the gpplicants
should their mark be used in the United Kingdom. A helpful summary of the e ements of an action for
passing off can be found in Halsbury’s Laws of England 4th Edition Vol. 48 (1995 reissue) at
paragraph 165. The guidance given with reference to the speeches in the House of Lordsin Reckitt &
Colman Products Ltd - v - Borden Inc [1990] RPC 341 and Erven Warnik BV - v - J. Townend &
Sons (Hull) Ltd [1979] AC 731 is (with footnotes omitted) as follows:

The necessary elements of the action for passing off have been restated by the House of Lords
as being three in number:

@ that the plaintiff’ s goods or services have acquired a goodwill or reputation in the
market and are known by some distinguishing feature;

2 that there is a misrepresentation by the defendant (whether or not intentiond) leading or
likely to lead the public to believe that the goods or services offered by the defendant
are goods or services of the plaintiff; and

3 that the plaintiff has suffered or islikely to suffer damage as aresult of the erroneous
belief engendered by the defendant’ s misrepresentation.

The restatement of the dements of passing off in the form of this classicd trinity has been
preferred as providing greater assstance in andysis and decision than the formulation of the
elements of the action previoudy expressed by the House. This latest satement, like the

House' s previous statement, should not, however, be treated as akin to a statutory definition or
asif the words used by the House condtitute an exhaugtive, literd definition of “passing off”, and
in particular should not be used to exclude from the ambit of the tort recognised forms of the
action for passing off which were not under consideration on the facts before the House.

Further guidance is given in paragraphs 184 to 188 of the same volume with regard to establishing the
likelihood of deception or confusion. In paragraph 184 it is noted (with footnotes omitted) thet;

“To establish alikelihood of deception or confusion in an action for passing off where there has
been no direct misrepresentation generally requires the presence of two factud dements:

Q) that a name, mark or other distinctive feature used by the plaintiff has acquired a
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reputation among areevant class of persons, and

2 that members of that class will mistakenly infer from the defendant’ s use of aname,
mark or other festure which isthe same or sufficiently smilar that the defendant’ s goods
or business are from the same source or are connected.

Whileit is hdpful to think of these two factud €ements as successve hurdles which the plaintiff
must surmount, consideration of these two aspects cannot be completely separated from each
other, as whether deception or confusion islikdly is ultimatdy asngle question of fact.

In arriving a the conclusion of fact asto whether deception or confusion is likely, the court will
have regard to:

@ the nature and extent of the reputation relied upon;

(b) the closeness or otherwise of the respective fields of activity in which the
plaintiff and the defendant carry on business;

(© the smilarity of the mark, name etc. used by the defendant to that of the
plantff;

(d) the manner in which the defendant makes use of the name, mark etc.
complained of and collaterd factors, and

(e the manner in which the particular trade is carried on, the class of persons who
itisaleged islikely to be deceived and dl other surrounding circumstances.”

38. | have dready stated that | consider the opponents to have along standing and substantid
reputation within the freight industry, established under the name FREIGHTLINER, and | would say it
is clear that they possess a goodwill commensurate with this reputation. The mark applied for isan
identica mark but that in itself does not mean that the gpplicants are guilty of passing off. In Harrods
Ltd v Harrodian School Ltd [1996] RPC 697 it was propounded that unless registered as atrade
mark, no one has amonopoly in their brand name or get-up, however familiar these may be. Passng
off isawrongful invason of aright of property vested in the opponents; but the property whichis
protected by an action for passing off is not the opponents  proprietary right in the name or get-up
which the applicants have misappropriated, but the goodwill and reputation of the busnesswhichis
likely to be harmed by the gpplicants misrepresentation.

39. Thereis no rule that the applicants must be operating in the same fidd of activity as the opponents
for there to be afinding of passing off, but asis stated in Kerleys Law of Trade Marks and Trade
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Names (13" Edition):

“..this does not mean that an examination of the fidds of activity isirrdevant. The more remote
the activities of the parties, the stronger the evidence needed to establish misrepresentation and
the red likelihood of damage that are prerequisites of aright of action in passing off. Although
thisisaquestion of fact to be determined in the circumstances of the particular case, ingtances
of decisons may be helpful and are given below.

It may be said generdly that establishing a passing off by goods in which the claimant does
not trade cals for pecia evidence to establish that the defendant’ s actions will induce the
belief, if not that his goods are those of the claimant (Treasure Cot [1950] 67 RPC 89) at least
that his businessis an extension of (Eastman v Griffith [1898] 15 RPC 105) or somehow
connected with (Manchester Brewery v North Cheshire [1899] AC 83 HL) that of the
claimant, or his goods somehow gpproved or authorised by the clamant (Morny v Bal &
Rogers ([1978] FSR91). Where the fields of activity of the parties are different, the burden of
proving that the defendant causes the redl likelihood of damage to the clamant is avery heavy
one (Stringfellows [1984] RPC 501)...”

40. Apart from on some promotiond items, the opponents have not used FREIGHTLINER in respect
of any goods. The most that they say isthat they had been looking into the possibility, athough do not
give any detalls so | do not know whether thiswas prior to, or after the relevant date. In Hodgkinson
& Corby v Wards [1994] 1 WLR 1564, it was said:

“..thereisno tort of taking a man’s market or cussomers. Neither the market nor the
customers are the plaintiff’ sto own. Thereisno tort of making use of another’s goodwill as
such. Thereisno tort of competition...”

41. Thereis some authority for saying that goodwill may extend to natura future extensons of a
business, so that the owner of the goodwill may be entitled to prevent use of his name or marks on
goods he expectsto sl in the future (Eno v Dunn [1890] 15 App. Cas.). MsHarrisreferred meto
Taittinger v Allbev[1993] AE 75, in which it was stated:

“Itisnot in my view unfair to deny the defendants the opportunity to explait, share or (in the
vernacular) cash in on that reputation, which they have done nothing to establish. It would be
very unfair to dlow them to do so if the consequence was, as| am satisfied it would be, to
debase and chegpen that very reputation.”

and to the following quote from Premier Brands UK Ltd v Typhoon Europe Ltd [2000] FSR 767:
“The courts have repegatedly held that it congtitutes an act of unfair competition to associate the
quality of one’'s goods or services with that of prestigious competitive products for the purpose
of explaiting the good reputation of the competitor’s goods or services in order to enhance
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one's promotiond efforts”

42. | have some reservations as to the relevance of these cases. The respective goods and services are
sufficiently far apart for me to question why use by the gpplicants should “debase or “chegpen” the
opponents reputation or goodwill, and asfar as| can see, the goods that the applicants propose to use
the mark in connection with are by no means *competitive’ products.

43. In the LEGO case [1983] FSR 155, the loss of the ability to license was found to be an acceptable
head of damage, primarily because the defendants and the plaintiffs goods were made of the same
materia and therefore licensing was not necessarily outside the plaintiffs field of activity. Other than
perhaps in respect of some goods in Class 9, there is no such pardle here. | am aso conscious that
the Court of Apped in the Stringfellow’ s case doubted whether the loss of a possible field for
merchandising of amark was a permissible head of damage in passing off. From apurdly practica
point of view, where acompany cites aloss of potentia for merchandising as a head of damage, |
would expect there to be some clear and cogent evidence that a the relevant date, they were, if not
dready involved in, at least had settled plans to use their mark in such away. If thisis not the case,
what is there to stop any trader from citing the loss of a market for merchandising even though they
never had any intention of doing s0? In this case, apart from some use on items to promote their freight
business there is nothing to support the position that had the gpplicants not brought this to their minds,
they would have been using their mark in an active trade in good or services beyond their core
business.

44. To me, FREIGHTLINER seems a strange choice for a trader unconnected with the freight industry;
it is not the sort of name that | would expect to just trip off the tongue, and whilst | am led to wonder
how the applicants came to adopt it astheir mark, thisis of little consequence. Being an unusua name
for usein connection with non-freight goods, it seems likely that some consumers on seeing it may bring
to mind the opponents, but given the differencesin the servicesin which the reputation and goodwill
subsists, and the goods and services for which the applicants propose to use the mark, would they be
led into believing that they come from the opponents or some connected undertaking? Aswdl astheir
own promotiona use, the opponents refer to companies in the heavy plant and congtruction industries
who, they say, merchandise their name on avariety of goods. They have not, however, provided any
specific detalls so thisinformation is of little if any use, but in any event, | do not think that this aone
would have gone anywhere near to establishing that the public would have any expectation of afreight
company conducting atrade in goods far removed from the core business.

45, It seemslikely to me that to those aware of the opponents use of FREIGHTLINER in respect of
their freight business, on seeing the gpplicants use in relation to most of the goods covered by their
gpplication, may well bring to mind the opponents, but will not be confused or deceived into believing
that the goods are in some way connected with the opponents. My only concerniis, as | expressed
ealier, the goodsin Class 9 of the application that could be used in relaion to freight services, for
example, vehicle and/or freight tracking. In respect of such goods | can see a person familiar with the
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opponents FREIGHTLINER business being led to the belief that the opponents' are, if not trading in
the goods themselves, have endorsed the use of the mark. | therefore find the opposition to have been
successful, but only in respect of Class 9.

46. Given my findings under Section 5(4)(a), if the applicants file a Form TM21 within one month from
the end of the gpped period, excluding from Class 9 of their gpplication “any such goods for use in the
management of freight cargo or freight trangport vehicles’ | will, in the event of no apped, dlow this
gpplication to proceed to regigration. If the applicantsfall to filea TM 21 within one month from the
end of the apped period the application will be refused.

47. The opposition having been successful, abeit only in part, the opponents are entitled to an award of
costs. | order the applicants to pay the opponents the sum of £1,450 as a contribution towards their
cods. Thissum reflects the fact that the opposition may have been successful, but only in reation to a
amall part of one class of the gpplication. This sum isto be paid within seven days of the expiry of the
gpped period or within seven days of the find determination of this case if any gpped againd this
decison is unsuccesstul.

Dated this 4th day of February 2004

Mike Foley
for the Registrar
the Comptroller General
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