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I ntroduction

Internationa patent application number PCT/AUO0/00783, entitled * Automatic processing
system for eectronic foreign language communication’, was filed on 30 June 2000 in the
name of Worldlingo.Com Pty Ltd. The application clams priority from an AU gpplication
filed on 5 July 1999, and was published by WIPO as WO 01/02994 on 11 January 2001.

The application was searched by the Audtradian Patent Office acting as the Internationa
Search Authority on 1 August 2000 and nine category “Y” documents were cited in the
International Search Report (ISR).

An Internationd Preliminary Examination Report was published on 15 February 2001, in
which no objection was raised against the gpplication.

The application entered the nationa phase on 30 January 2002 and was re-published as GB
2368693 on 8 May 2002.

The GB examiner issued an examination report under Section 18(3) on 18 March 2003, in
which he reported that the application was excluded from patentability under Section 1(2)(c)
because the claims related to a mentd act and a method of doing business as such. In
addition, the examiner raised novety objections on the basisof four of the documents cited
on the ISR, and clarity objections in respect of some of the claims.

The gpplicants responded to the first examination report with amendments to the clams and
description and observations. In a subsequent report the examiner reported that the
amended claims were not inventive with respect to the same four documents. He also
maintained the existing patentability objection, but supplemented to include an objection that
the invention was also excluded as a program for a computer. In response to the second



examination report, the gpplicants submitted further amendments and some observations.

These were aufficient to satisfy the examiner that the amended claims were nove and
inventive, but he was not persuaded that the invention was patentable. A hearing was
offered to ded with thisissue of patentability. The gpplicants, however, declined to atend a
hearing and consequently this decision is based on the papers onfile.

The application

The application relates to the automatic machine trandation of aforeign language eectronic
communication (e.g. an email), and the automatic generation of a quotation for a human
trandation of the same communication. The mechine trandation and the quotation are sent to
the recipient of the communication dong with the origind communication. The quotation is
based on a number of criteria, including the quality of trandation required, auser preference,
the number of words to be trandated and the cost per word for a particular language, the
latter being dependent on the urgency of the trandation and the number of trandators
avalableto provide this service.

The damsin ther latest form (filed 19 January 2004) include independent claims 1, 15, 22
and 25 which read asfollows:

1 A method for automaticaly transforming an eectronic communication in afirst
language, said method including the steps of sending the communication from a
sender in sad first language;

automaticaly identifying the communication as a foreign language communication;
automaticaly determining by reference to a recipient=s preference file arequired
qudity of trandation of the communication asrequired by arecipient;

substantidly smultaneoudy gpplying a quotation program to the communication to
generate a quotation for varying standards of trandation of the communicationto a
second language;

Subgtantidly smultaneoudy generating a trandation of the communication to the
second language according to the trandation quality specified in the recipient=s
preferencefile; and

forwarding the communication, the trandation and the quotation to a recipient.

15 A system for automaticaly transforming aforeign language eectronic
communication the system comprising:

fird means for sending a communication through a communications channd;
second meansfor:

a) recalving said communiceation;

b) identifying said communication as aforeign language communication; and
c)autometicaly determining by reference to a recipient:s preference file arequired
qudity of trandation of the communication as required by arecipient;

third meansfor subgtantialy smultaneoudy generating a quotation for varying
standards of trandation of said foreign language communication to a native
language;

fourth means for subgtantialy smultaneoudy generating a trandation of the foreign
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language communication to the native language according to the trandation qudity
specified in said recipient:s preference file

fifth meansfor forwarding said communication, sad trandation and said quotation
to the intended recipient; and

saxth means for said intended recipient to receive said communication, said
trandation and said quotation.

22 A computer in a networked computer environment, said computer
programmed to perform the steps of

receiving a communication from a sender in afirgt language;

automdticdly identifying the communication as aforeign language communication;
automatically determining by reference to arecipient:=s preference file arequired
qudity of trandation of the communication as required by arecipient;

subgtantidly smultaneoudy applying a quotation program to the communication to
generate aquotation for varying standards of trandation of the communicationto a
naive language;

Subgtantidly smultaneoudy generating a trandation of the communication to the
native language according to the trandation qudity specified in said recipient=s
preferencefile; and

forwarding the communication, the trandation and the quotation to a recipient.

25 A method for negotiating and providing an eectronic processing servicein a
sarvice environment of senders and recipients of eectronic communications and
trandation service providers, said method comprising the steps of:

asender generating an eectronic communication in afirgt language and sending
sad eectronic communication to the trandation service provider;

the trandation service provider autometicaly identifying the eectronic
communication as aforeign language communication;

the trandation service provider autometicaly determining by reference to an
eectronicaly stored preference file for an intended recipient of the electronic
communication arequired qudity of trandation of the foreign language
communication as required by the recipient;

the trandation service provider substantialy smultaneoudy gpplying a quotation
program to the foreign language communication to generate an e ectronic quotation
for varying standards of translation of the communication to a second language;
the trandation service provider subgtantially smultaneoudy generating atrandation
of the foreign language communication to the second language according to the
trandation qudity specified in the recipient:s preference file; and

the trandation service provider forwarding the eectronic foreign language
communication, the trandation of the foreign language communication and the
electronic quotation to the recipient.
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The examiner has maintained that the application is excluded from patentability under
Section 1(2)(c) of the Act, as relating to a method for doing business, amenta act and a
program for a computer as such. The relevant parts of this section read:

AL1(2) It is hereby declared that the following (among other things) are not inventions for
the purposes of this Act, that is to say, anything which consgs of -

@ ....

(b) ...

(c) ascheme, rule or method for performing a mental act, playing agame or doing
business, or a programfor a computer;

d) ...

but the foregoing provison shal prevent anything from being tregted as an invention for
the purpose of this Act only to the extent that a patent or gpplication for a patent
relates to that thing as such.(

These provisons are designated in Section 130(7) as being so framed as to have, as nearly
as practicable, the same effect as Article 52 of the European Patent Convention, to which
they correspond. | must therefore aso have regard to the decisions of the European Boards
of Apped that have been issued under this Article in deciding whether the invention is
patentable.

I nter pretation

Itisawel established principle of UK patent law that when assessng whether an invention
relates to excluded subject matter, it is the substance of the invention that isimportant, not its
form. For example, in Merrill Lynches Application [1989] RPC 561, Fox LJ said at
page 569:

Alt cannot be permissible to patent an item excluded by section 1(2) under the guise of
an aticle which containsthet item - that isto say, in the case of a computer program,
the patenting of a conventiond computer containing that program. Something further is

necessaryl

Thus the form of wording employed to define the invention in the daimsis not relevant to the
question of patentability. What | must do is identify the substance of the invention defined in
the claims when properly construed and decide if that amounts to an excluded item as such.

Moreover, the Patent Office Practice Notice issued on 24 April 2002 entitled APatents Act
1977: interpreting Section 1(2)@ provides what | consder to be a convenient summary of the
approach | should adopt in determining whether an invention condtitutes an excluded item as
such. | would summearize the practice notice as saying that even if an invention relatesto an
excluded field, it will not be refused as being unpatentable if it provides atechnica
contribution. In other words, if it makes atechnica contribution is does not relate to the
excluded item Aas such(.
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Thisinterpretation follows the decison in Fujitsu Limited:s Application [1997] RPC 608,
inwhich Aldous LJ said at page 614:

AHowever, it is and aways has been aprinciple of patent law that mere discoveries or
ideas are not patentable, but those discoveries and ideas which have a technicd aspect
or technica contribution are. Thus the concept that what is needed to make an excluded
thing patentable isatechnica contribution is not surprisng. Thiswas the bass for the
decison of the Board in Vicom. It has been accepted by this court and by the EPO and
has been gpplied since 1987. It is a concept at the heart of patent law. (@

It is therefore incumbent upon me to decide whether the invention relates to one or more of

the excluded categories. If it does, | need to decide whether it amounts to that thing as such
by consdering whether it makes any technica contribution.

Argument

The excluded categories

As outlined above, the application relates to an automated trandation system which receives
an dectronic communication, identifies it as being in aforeign language, automaticaly
performs a machine trandation of the communication, and automaticaly produces a
quotation for atrandation to be performed by a human. The machine trandation and the
quotation are then passed to the recipient aong with the origina communication.

I rrespective of the way in which the clams are drafted, it is clear from the description that
the invention involves programming various conventiond pieces of hardware to perform the
various functions of the trandation system. As such, | am in no doubt that in essence the
invention is a program for a computer and might therefore fal within this excluded category.

It dso seems to me that each of the three main aspects to the invention, viz. () identifying
whether a communication isin aforeign language, (b) trandating the communication into a
native language, and (C) preparing a quotation, are processes that are capable of being
performed by a human. Indeed, one could envisage a corresponding nortautomated system
in which human operators carried out dl these functions. Therefore the gpplication might so
fdl within the menta act exclusion.

Ontheface of it, it might seem perverse to say that a process carried out by a computer isa
mentd act. However, the courts have made it perfectly clear that methods carried out by a
computer can ill congtitute a mental act, even when the steps carried out are different when
acomputer isinvolved. This follows from the decisionin Wang [1991] RPC 463 where
Aldous J stated:
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“The method may well be different when a computer is used, but to my mind it il
remains amethod for performing amenta act, whether or not the computer program
adopts steps that would ordinarily be used by the human mind.”

This interpretation was followed in earlier decisions of the Comptroller’ s Hearing Officersin
relation to two applications from International Business Machines Corporation * both

relating to the art of computer trandation of natura languages, which were referred to in the
correspondence between the examiner and the gpplicants’ representative, Mr Mathew Hall.

Again, the fact that some of the claims are framed as apparatus claims rather than method
cdamsisimmaterid to ther interpretation with respect to this exclusion. Inmy view the
processes enacted in the independent claims condtitute a series of mental acts and the
invention is potentidly caught by the mentd act excluson

Moreover, the entire process can dso be viewed as abusiness process in which atrandation
sarvice provides users with automatic trandations of text between user-defined selected
natural languages, and a cost-esimate for humean translation of the text. Thus, in my opinion,
the invention dso fdls within the generd ambit of the “business method” exclusion.

Technicd contribution

Finding thet the gpplication fdls within the generd area of the “computer program”, “mentd
act” and “business method” exclusonsis not the end of the matter. What | must now do is
decide it amounts to those things as such by applying the technica contribution test.

The applicants have accepted that the three main steps to the claimed invention, i.e. (a)
identifying whether a communication isin aforeign language, (b) trandating the
communication into a native language, and (C) preparing a quotation for a human trandation,
are mentd actsin themsdves. Mr. Hdl has, however, presented some arguments asto why
he considers the automation and combination of these steps in the dlamed invention to result
in atechnica contribution.

| turn firgtly to the step of identifying whether acommunication isin aforeign language. Mr.
Hall argued that there is a digtinction between the mental act of determining that a (non
electronic) communication isin aforeign language, and the step of determining that an

el ectronic communication is aforeign language communication. Thisis because ahuman user
of arecipient computer might not be able to recognize that an €ectronic communicationisin
aforeign language if his computer does not comprise the necessary coding module to display
the foreign language characters. Indeed, the user might think he had received a corrupted
communication rather than aforeign language communication. Thisisaproblem which
samply does not exist when the document transferred is a conventiona, non-electronic one.
In Mr Hal’ s view, the step of recognizing dectronicdly that acommunication isin aforeign
language provides atechnica contribution.

11nthe matter of Application Numbers GB9719454.2 & GB9721481.1 in the name of International
Business Machines Corporation SRIS O/390/01 and SRIS O/399/01.
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That logic isto my mind flawed. It is certainly the case that not dl humans will have sufficient
language skills to be able to decide whether a character string belongs to a particular
language or isa corrupted message. In the same vein though, the eectronic sysem will only
be able to do thisif it has been programmed to recognize the particular language. | see no
difference. Increasing capahility to recognize foreign language text is a matter of education,
be that of the human recipient inamanud or semi manuad system or the computer systemin
an automated one. | congder the step of determining that an eectronic communicationisina
foreign language to be just as much amenta act as determining that a non-eectronic
communication isin aforeign language. The fact that this language recognition is carried out
by acomputer (and thusin a*“technica” environment) and not by a person does nat, in itsdf,
provide the required technica contribution. Asis clear from the section of the Wang

decision referred to above, even if the computer and a human were to follow different
methods in identifying the language of the communication, this difference would not be
relevant to the question of patentability.

Turning now to the other steps, the gpplicants have admitted that ‘ merely performing a
trandation of acommunication from afirgt language to a second language is amenta act and
that merely cdculating and providing a quotation for the cost of performing atrandationisa
mental act’. But, Mr. Hall has argued, the clamed invention is concerned with the
combination of these steps, which is not amentd act because it would not be possible for a
sngle human to perform at least a rough trandation between any two languages, and
ubgtantialy smultaneoudy prepare aquote for atrandation, al within seconds of receiving
the origind communication.

Thereisin my mind no doubt that the mgority of people would, with the help a dictionary, be
able to produce arough trandation of acommunication from afirst language to a second one,
and to produce a quotation for a more comprehensive trandation. Of course doing so could
be rather laborious and it would take somewhat longer than the “seconds’ envisaged by the
automated process of the present application. Nor would it be possible for these two steps
to be carried out “ substantidly smultaneoudy”. Thus | agree that the present invention offers
considerable improvements in terms of speed and processing power when compared to
equivaent, nonautomated methods. However, these advantages are just the advantages that
naturaly follow from usng acomputer to automate a process or combination of processes,
and are not in themsdlves sufficient for the invention to be said to make a technica
contribution. This follows from the decison of the Court of Apped in Fujitsu Limited:s
Application [1997] RPC 608, inwhich Aldous LJ said at page 618:

AMr. Birssisright that a computer set up according to the teaching in the patent
application provides anew Atool@ for moddling crystd structure combinations which
avoids labour and error. But those are just the sort of advantages that are obtained by
the use of acomputer program. Thus the fact that the patent application provides a new
tool does not solve the question of whether the gpplication conssts of a program for a
computer as such or whether it isa program for acomputer with atechnica
contribution. @

Thus the fact that the system allows these two processes to be carried out smultaneoudy and
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much quicker than a human could achieve does not in my view provide the required technical
contribution.

Mr. Hal has further argued that a technicd effect liesin the step of determining the qudity of
trandation required by the recipient by reference to a preference file, snce thisagain can lead
to areduction in processing time.

It seems to me that looking up the necessary information is just what the human
trandator/quotation provider would do, and the computer is not operating in any new
technica way in doing this. Again, the reduction in processing timeis just the effect one
would expect from automating the trandation/quotation steps. Therefore this aspect does not,
in my view, confer atechnica contribution.

Inthe fina thread of argument put forward by Mr. Hall, he drew the examiner’ s atention to
the decison in Vicom/Computer-related invention [1987] 1 OJEPO 14, where the EPO
Technica Board of Apped stated:

“Decidve iswhat technicd contribution the invention as defined in the daim when
considered as a whole makes to the known art.”

| agreewith Mr Hdl’ s interpretation of this passage, which is that an invention may comprise
excluded and non-excluded subject matter and yet result in acdam not excluded from
patentability. In other words, just because the claim contains some excluded matter does
not make the invention defined in it unpatentable.

Mr Hal argued that the mentd act steps (namdly identifying whether acommunicationisina
foreign language, trandaing the foreign language communication, and providing a quotation
for ahuman trandation) are merely stepsin alarger whole, which is a method, system and
gpparatus for efficiently processing dectronic communications. Thus, he argued, the
goplication liesin the technica fidd of eectronic communication processing, and sincethisis
atechnicd fidd, the clamed invention provides the necessary technical effect.

| have dready referred to the decisons issued by the Compitroller’ s Hearing Officers on two
IBM language trandation applications cases. The inventions defined in both those
applications were found to be unpatentable as mentd acts and programs for computers as
such. In her decision in the second of these?, the Hearing Officer stated, “Since dl automatic
trandators could be considered to be operating in atechnicd field, that of computers, | do
not think it follows that, because atechnicd environment isinvolved, any contribution the
invention claimed makes is necessaxily technica.” Similarly in the present application, whilst it
does not seem unreasonable for the agent to describe the dlamed invention as lying in the
technical fidd of “eectronic communication processing’, it does not necessarily follow that
the daimed invention makes atechnical contribution.

In the absence of any indication to the contrary, | can only assume that the receipt and
forwarding of the communication itsdf are entirely conventiond. This aspect cannot therefore

2 In the matter of Application Number GB9721481.1 in the name of International Business Machines
Corporation SRIS O/399/01.
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provide the technica contribution. Moreover, | have found the way the communication is
processed, i.e. to produce atrandation and a quotation, to be smply the automation of
manud methods ie mentd acts. The hardware involved in this automation, and the way in
which it is programmed, are conventional, so there is no technica contribution here ether.
Accordingly, | can find nothing in the daimed invention which provides the required technicd
contribution

For the sake of completeness | note that Mr. Hal made extensve reference in his
observations to granted patent number GB 2349715 B2, which he stated was classified in
the same technicd area as the present gpplication and whose claims could thus be used to
“provide a guide to a potentiadly acceptable claim format for the present invention”. Claim 25
of the present gpplication does have asmilar structure to that of the granted independent
claim of this other gpplication. As the examiner correctly observed, however, framing the
camsin aformat amilar to that which has been granted on another gpplication does not in
itself serve to demondrate that the claims confer the necessary technica contribution. Each
gpplication must be decided on its own merits. Moreover, it isthe substance of the invention
that isimportant, not the form of wording adopted in the claims. Consequently | do not need
to give further consderation to this or any other patent granted in deciding the patentability of
the present invention.

Decision

| have found that the invention as cdlamed in this gpplication is no more than the automation of
aseries of menta acts and of abusiness process usng a computer, and that it fails to provide
atechnical contribution. | therefore find that it is excluded from patentability asamenta act, a
method for doing business and a program for acomputer as such. Although consderation

has been focused on the independent claims, | can find nothing in the dependent claims or the
specification that would provide support for any patentable claim. Accordingly | refuse this
application under Section 18(3) on the grounds that the claimed invention is excluded by
Section 1(2)(c).

Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.

A BARTLETT
Deputy Director acting for the Comptroller



