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BACKGROUND

1. On 19 May 1999 Hearngrange Trading Limited applied under the Registered Designs
Act 1949 (as amended) to register a design with the statement of article“A bag”. The
registration was granted.

2. The statement of novelty for which registration is claimed is as follows:

“The novelty of the design residesin the features of pattern and ornament of that
part of the article coloured in red in the representations’.

3. A copy of the representation of the design is at Appendix One to this decision.

4. On 18 June 2003 Jason Plastics Limited filed an application under Section 11(2) of the
Act to cancel the registered design on the grounds that “Bags in these styles were in the
public domain for many years prior to the designs being registered, these being sold
and/or utilized within the retail and promotional sectors.”

5. Section 1(2) of the Registered Designs Act 1949, as amended, provides.

“A design which is new may, upon application by the person claiming to be the
proprietor, be registered under this Act in respect of any article, or set of articles,
specified in the application.”

6. Section 1(4) of the Act goes on to say that a design shall not be regarded as new for
the purposes of thisAct if it isthe same as a design registered in respect of the same or
any other article in pursuance of a prior application, or published in the United Kingdom
in respect of the same or any other article before the date of application, of it isdiffers
from such adesign only in immaterial details or in features which are variants commonly
used in the trade.

7. Theregistered proprietor filed a counterstatement denying the grounds of cancellation.



Applicant’s Evidence

8. The applicant’s evidence consist of awitness statement dated 22 October 2003 by
Darren Walshaw, the Managing Director of Jason Plastics Limited (the applicant).

9. The evidence contains the following alleged prior publication or prior art —

() A “satchel type bag” referred to by the applicant asa*record bag”, for
containing 12 inch audio records. Mr Walshaw states that record bags of
this type have been produced by a UK company, Brenton Handbags
Limited, for at least fifteen years, and before May 19, 1999 (the relevant
date). He addsthat Brenton Handbags Limited have been established for
approximately 30 years and have been supplying record bags for between
ten and twenty years. Mr Walshaw states that these bags have features of:

Side panels which are collapsible by afold extending between an upper
portion and a lower portion of the side panel and substantially parallel to
the edges of the front and rear panels of the record bag; and

An openable flap which extends from an upper portion of aback panel of
the record bag, over an opening of the record bag, and down parallel to a
front side of the record bag, to attach as by way of aVelcro fastening such
that the flap attaches to alower portion of the front panel of the record
bag.

Copy photographs of the record bag” (Bag 1) are at Exhibits 1 to 3 of Mr
Walshaw's statement and are shown at Appendix Two to this decision.

(i) A second “type of satchel”, also referred to asa“record bag”. Mr
Walshaw states that this bag has been publicly available since before the
relevant date in the UK and has been sold by ‘ Brenton Handbags Limited'.
He adds that this bag has a front panel, a back panel, alower base panel,
first and second side panels, and a flap extending from an upper portion of
the back panel and which folds over an opening at the top of the bag, and
extends downwardly along the front panel of the bag. The flap attaches to
the front panel of the bag at alower portion of the front panel. Copy
photographs of this bag (Bag 2) are at Exhibits4 and 5 of Mr Walshaw’s
statement and are shown at Appendix Three to thisdecision.

10. Going to a comparison of the respective designs Mr Walshaw submits that the bag
illustrated by his Exhibit 2 has side panels which are foldable in the same manner as the
design in suit, such that: the case portion twists relative to the front and rear panels, such
that it can extend substantially parallel to the front and/or back panels; and the side panels
are each designed to be foldable so that when the bag is flattened, they fold inwardly
towards the inside of the bag in the manner shown in GB 2083552. He adds that with



regardsto the seam, thisis part of the make up of any bag, which is provided for the
purpose of finishing, especialy around the edging and flaps.

11. Next, Mr Walshaw refersto Exhibit 6 to his statement, which is a copy of an invoice
to Ted Baker Limited for 1000 record bags which was sent by Brenton Handbags
Limited, dated October 20, 1997. Mr Walshaw states that the record bags were the
satchel type bags shown in Exhibits 1 to 3 to his statement. He also draws attention to
Exhibit 7 to his statement which isa copy of aninvoiceto Ted Baker Limited from
Brenton Handbags Limited sent in November 1997, for duffel bags. Mr Walshaw states
that these duffel bags had afront panel, aback panel, alower base panel, first and second
side panels, and a flap extending from an upper proportion of the back panel folded over
an opening at the top of the back and extended downwardly along the front panel of the
bag. The flap attached to the front panel of the bag at alower portion of the front panel.

12. Mr Walshaw’ s final exhibit, Exhibit 8, isacopy of an invoice sent in December 1997
to Ted Baker Limited for some document bags. Mr Walshaw states that these bags, had a
front panel, aback panel, afloor panel, first and second side panels which were inwardly
foldable so that when the bag was squashed flat, the side panels could be pushed into the
interior of the bag, and the flap which extended from the top of the back panel over the
opening of the bag and parallel to the front panel, just like the drawing shown in the
registered design GB 2083552.

13. Mr Walshaw also addresses the position in relation to seams, as shown in the
registered design 2083553 in the second representation, around the periphery of the flap.
He states that seams like these have been known on record bags for many years before
1999 and that his business supplied the Post Office with bags having a seam as shown in
the second representation of registered design 2083553 well before 1999. However, Mr
Walshaw has been unable for find an example. Mr Walshaw explains that the reason for
the seam isto finish off the edge neatly and to provide rigidity.

Registered Proprietor’s Evidence

14. Theregistered proprietor’s evidence consists of awitness statement by Lawrence
Marie Ollivry of Graffiti Art (UK) Limited, dated 18 December 2003. Mr Ollivry has
been working at Graffiti Art since 1990 and has been the Sales Director since 1995. He
has at |east thirteen years experience in the bag industry.

15. Mr Ollivry has considered the two bags, which are aleged by the applicant as
congtituting “prior art”. He states that:

() the bags comparing the alleged prior art (Bags 1 and 2) are “ handbags”
whilst the registered proprietors bags are “ carrier bags’;

(i) Bags 1 and 2 are likely to be made of a soft, pliable material having a
padded filling, whilst the “ carrier bags’ shown in the registered designs
have thin walls of plastic sheet material with no padding;



(iii)  Therespective bags would fold in adifferent manner and are accordingly
quite different in appearance and the way that they collapse;

(iv)  Theregistered designs have a box like appearance and are formed of very
thin material, different to the material used in Bags 1 and 2;

(v) Each corner of the “carrier bags’ shown in the registered designs has
sharp, square corners which contrasts with those of the Bags 1 and 2;

(vi)  Withregard to registered design 2083553, the novelty of the design
residesin the pattern and ornament of that part coloured in red in the
representations and these lines provide an authentic appearance not
disclosed in the “prior art”;

(vii)  While bags do possess seams, they are usually sewn and hidden from view
(asinthe prior art) but in registered design 2083553, a number of
ornamental lines are included which give riseto an attractive authentic
appearance.

Applicant’s Evidencein Reply

16. This consists of a second witness statement by Darren Walshaw, which is dated 25
February 2004.

17. Mr Washaw commences by making the following points:

() the use or purpose of the bagsisirrelevant as registered design relates to
appearance; and

(i)  the materias, make-up and thickness of the bag walls are not relevant;

18. Mr Walshaw addresses the issue of how the bags would fold and refers to the
Exhibits relating to Bag 2 and states that any difference in the way the respective bags
fold constitutes an immaterial detail.

19. Mr Walshaw goes on to refer to athird type of bag (illustrated at Exhibits 5 and 6 to
this statement in reply) which, he states, was issued to delegates at a conference running
from August 31 to September 5, 1997 in Sheffield. He describes the bag as having a
front panel, aback panel, alower base panel, first and second side panels and aflap
extending from an upper portion of the back panel which foldsover an opening at the top
of the bag, and extends downwardly along the front panel of the bag. He adds that the
flap attaches to the front panel of the bag at alower portion of the front panel, the base of
this bag when folded lies substantially adjacent to an outer surface of aside of the bag
and that this bag does not comprise any padding. Mr Walshaw goes on to submit that
Registered Designs 2083552 and 2083553 were therefore not new at the time of



application, because the bags shown in the registered designs differ only in immaterial
details from the bags shown in Exhibit 5 and 6 in both appearance and the way that they
collapse.

20. Turning to the statement of novelty in relation to registered design 20383553, Mr
Walshaw states that for a carrier bag, lines such as those shown in the design are weld
lines from seams which are part of the make up of any bag and can be provided for the
purpose of finishing. He explains that the reason for the seam is to finish off the edge
more neatly and to provide rigidity for aflat piece of material formed into abag. The
lines are required to hold the bag together and are functional rather than ornamental.

21. Thiscompletes my summary of the evidence. | now turn to the decision.
DECISION

22. Before comparing the relevant designs, | turn first to a consideration of whether there
has been prior publication.

23. The applicant claims that both bags comprising the alleged prior art (bags 1 and 2)
were being produced and sold by a UK company, Brenton Handbags Limited, well before
the relevant date of May 19, 1999. The evidence which isfiled to support this assertion
isin the form of theinvoices attached at Exhibits 6, 7 and 8 to the first witness statement
of Mr Walshaw. The second witness statement of Mr Walshaw also refersto athird bag
(illustrated at Exhibits 5 and 6 to that statement) but there is no supporting documentation
whatsoever which goes to the prior existence of this bag (Bag 3).

24. Both Exhibits 6 and 8 are invoices recording bags to Ted Baker Limited in December
1997. Exhibit 7 isin relation to an invoice for duffle bags to the same company in
November 1997. All the invoices are from Brenton Handbags Limited.

25. Do these invoices demonstrate prior publication of the alleged prior art? Thereisno
independent or supporting evidence to link the goods covered by the invoices with Bags 1
and 2 shown in the applicant’s evidence. There are no representations of the designs
showing their existence prior to the relevant date eg in catalogues, brochures or publicity
material, nor isthere any cross referencing from the designs to the goods in the invoices
eg label reference numbers or in precise product descriptors, shown on/in the bags or on
|abels thereto which link the designs to the goods in the invoices. No supporting
evidence from the trade or third parties has been provided and no evidence has been
submitted by or on behalf of Brenton Handbags Limited, the source of the invoices.

26. Theonusis on the applicant to show prior publication and on the basis of the
evidencefiled in this case | am unable to conclude that there was publication of the
alleged prior art before the relevant date.

27. Upon consideration of the evidence on the alleged prior art | have no hesitation in
finding that the articles comprising Bag 1, Bag 2 and Bag 3 have not been shown to be



published within the meaning of Section 1(4) of the Act. Accordingly, the application for
cancellation cannot succeed.

28. However, inthe event | am incorrect on my finding above, | turn now to a
comparison of the relevant designs and consider whether the differencesare only in
immaterial details or are in features which are variants commonly used in the trade.

29. In considering the respective arguments relating to Section 1(4) | have borne in mind
that the representation of the design in suit and the alleged prior art must be eyed through
the eye of anotional customer which in this case, not only involves the trade, but the
public at large.

30. Registered designs are concerned with appeal to the eye and in this particular case |
must pay regard to the fact that the proprietor’ s statement of novelty isrelatively narrow
and consists of the following:

“The novelty of the designresidesin the features of pattern and ornament of that
part of the article coloured in red in the representation”.

31. The above novelty statement makesit clear that the novelty claimed in design in suit
relates only to specified features of pattern and ornament.

32. Turning to the alleged prior art ie Bags 1, 2 and 3, no similar pattern and ornament is
apparent. Whilst the respective bags covered by the design in suit and the alleged prior
art contain seams, the pattern and visual effect of the seamsis obviously very different.

33. The applicant in its evidence has asserted that seams of the sort shown in the
registered design have been in the public domain prior to the relevant date. It is stated
that they comprise weld lines which are functional in that they finish off the edge neatly
and providerigidity. The applicant concludes that these features are functional rather
than ornamental.

34. Whilel have given careful consideration to the applicant’ s points | do not find them
persuasive. While the elements comprising the pattern and ornament in the design in suit
may well comprise of seams, it does not follow that such seams are merely functional. It
iswell established and well known that a functional e ement within a design may
nevertheless have eye-appeal and aesthetic qualities and that design may not accordingly
merely be driven by function. The applicant has filed no evidence to support the
assertion that the registered design was in the public domain prior to the relevant date,
either in the form of prior art or statements from trade bodies or associations.
Furthermore, it isin my opinion, far from apparent that the design in suit comprises
merely functional elements. While the design in suit may be, on arelative basis, fairly
straightforward, it neverthel ess possesses “eye-appeal” and it is readily apparent to the
customer viewing the article.



CONCLUSION

35. Inlight of the reasons given above | have decided that the design in suit meets the
regquirements of Section 1(2) of the Act. The application for cancellation which is based
upon Section 1(4) of the Act, istherefore refused.

COSTS

36. Asthe application has failed, the registered proprietor is entitled to a contribution
towards costs. | accordingly order the applicant to pay the registered proprietor the sum
of £900 which takes account of the fact that no hearing took place in thiscase. Thissum
isto be paid within one month of the expiry of the appeal period or within one month of
the final determination of this case if any appeal against this decision is unsuccessful.

Dated this 30th day of June 2004

JOHN MacGILLIVRAY
For the Registrar
the Comptroller-General



