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REGISTERED DESIGNSACT 1949 (ASAMENDED)
INTHE MATTER OF an Application under Section 11(2)

by JFA Limited for the cancellation of Registered Design
No. 2078755 in the name of Oceancrown Licencing Limited

BACKGROUND

1. On 29 October 1998 Trevor Matthews applied under the Registered Designs Act 1949 (as
amended) to register adesign with the Statement of Article “Portable self-contained gas range”.
The registration was granted and the design has since been assigned to Oceancrown Licencing
Limited.

2. The statement of novelty for which registration is claimed is as follows:

“The novel features of design as shown in the representations are the features of shape,
configuration, pattern and ornament in particular:

1. applied to the distinct rectangular shaped area containing the controls as shown on the
right-hand side of the front elevation;

2. of the diagrams and instructions applied to the right side of the plan;
3. of the diagrams and instructions applied to the rear elevation.”
3. Thefollowing disclaimer was entered:
“No exclusive use of the words or lettersin the design are claimed.”
4. A copy of the representation of the registered designis at Appendix One to this decision.
5. On 17 March 2003 JFA Limited filed an application under Section 11(2) of the Act to cancel
the registered design on the grounds that “the portable self contained gasrange. ......... was not
novel and lacked individual character at the date of application for registration when compared
with earlier designs’.
6. Section 1(2) of the Registered Designs Act 1949, as amended, provides.
“A design which is new may, upon application by the person claiming to be the
proprietor, be registered under this Act in respect of any article, or set of articles,

specified in the application.”

7. Section 1(4) of the Act goes on to say that a design shall not be regarded as new for the
purposes of thisAct if it isthe same as a design registered in respect of the same or any other



articlein pursuance of a prior application, or published in the United Kingdom in respect of the
same or any other article before the date of application, or if it differs from such adesign only in
immaterial details or in features which are variants commonly used in the trade.

8. Theregistered Proprietor filed a Counterstatement denying the grounds of cancellation.
Applicant’s Statement of Case and Evidence

9. The applicant’s Statement of Case refers to the following alleged prior publication or “prior
at” —

(i) A Korean patent which the applicant states was published in the UK on or before 16
May 1991, at which date it wasfiled in the Science Reference Section of The British
Library where it was open to inspection by the public— see Appendix Two to this
decision.

(ii) A portable self-contained gas range, known as the ““ Glowmaster””, a product which
the applicant states was available to the public and therefore published prior to 29
October 1998 — see Appendix Threeto thisdecision.

10. The applicant’s evidence also comprises a witness statement by Garry Fountain, 13 June
2003.

11. In his statement, Mr Fountain explains that he was an independent agent contracted by a
company called Samuel Groves Limited during the sale seasons of 1995 and 1996 and that one
of hisresponsibilities wasto sell the** Glowmaster”” portable gas cooking stovetoretailersin
East Anglia. He refersto photographs of the product at GF1 to his statement, which are the same
photographs copied at Appendix Three to thisdecision. Mr Fountain adds that the appliance was
CE approved and that the main customers with whom he dealt, were cook shops e.g. Marchants
in Bury St Edmunds. He states that he sold the* Glowmaster” and its accessories until the
agreement with Samuel Groves Limited cameto an end after the 1996 sales season.

Registered Proprietor’s Evidence

12. This comprises awitness statement by Trevor John Matthews dated 7 August 2003. Mr
Matthews is the Managing Director of Oceancrown Licencing Ltd (the registered proprietor).

13. Mr Matthews states that he does not propose an extensive comparison of the respective
designsin his evidence as this can be dealt with at alater stagein submissions. However, he
believes the respective designs to be materially different in features of shape, configuration,
pattern and ornament. He adds that the claimed British Library publication has no dimensions or
features of pattern or ornament and he notes that no representation of the top of the
“Glowmaster” product has been produced. Mr Matthews states that anticipation of the design in
suit remains to be proven.



14. Mr Matthews has been advised that it should not be possible to defeat a valid subsisting

legal right, such as aregistered design, on the basis of an act which was a criminal offence and
he has a so been advised that such evidence should be excluded from consideration e.g. whether
the marketing of the product concerned constituted a criminal offence. He adds that this would
apply when the product was illegally marketed without a proper CE certificate or without
complying with the safety requirements under the CE marking system. Mr Matthews goes on to
say that as Garry Fountain claims that the“ Glowmaster” design of product has a CE mark, that is
for the applicant to prove.

15. Mr Matthews provides background on his business and the sourcing of portable gas range
products, in particular his extensive efforts to locate suitable products which met UK and EU
legislation. Mr Matthews believesthat if the“ Glowmaster” gas cooker had been available
during the 1995/96 seasons, he would have been aware of thisfact.

16. Mr Matthews also outlines a dispute with the applicant in relation to the commercial
development and marketing of gas range products which does not strictly relate to the issue
before meie. whether the design in suit was new at the relevant date, in the light of the claimed
prior art.

17. Mr Matthews goes on to provide details on the CE certification regime and he believes that
the “Glowmaster” product does not conform for a number of specific reasons.

Applicant’s Evidencein Reply

18. The applicant’s evidence in reply consists of awitness statement by Christopher Baker dated
12 September 2003. Mr Baker isthe Managing Director of JFA Limited, the applicant in these
proceedings.

19. Mr Baker makesit clear that he does not agree with Mr Matthews comments, in particular
those relating to the wider commercial disputes between Mr Matthews and JFA Limited. He
addsthat these issues are not relevant to the current proceedings.

20. In relation to the comparison of the respective designs, Mr Baker draws attention to the
digital photographs of “the Euro GT Model”, the subject of the registered design, and the
“Glowmaster” model sold from 1995 by Samuel Groves & Co Ltd, a sample of which was
purchased by the applicant in 2002. These are at Exhibit CB1 (docs. 1to 7) to Mr Baker’s
statement. Mr Baker also draws attention to document 8 of his Exhibit CB1, which, he states,
comprises apricelist produced by Samuel Grovesin 1997 demonstrating that the company sold,
in the UK, the “Glowmaster” T1300 cooker prior to the relevant date. Regarding the “Korean
Design’, Mr Baker says that this " design registered at the British Library in 1991” isidentical in
all material ways to the design in suit and he attaches a copy of the “Korean Patent” design and
the stamped cover thereto as document 9 to Exhibit CB1 of his statement.

21. In answer to the registered proprietor’ s point that no representation of the top of the
“Glowmaster” has been produced, Mr Baker provides a copy photograph at Exhibit CB1,
document 10.



22. Mr Baker states that the position relating to the CE registration isirrelevant as there has been
prior publication for the purposes of the Act. However, Mr Baker adds that he believes that the
“Glowmaster” product (which is owned and sold by third parties) does possess a CE registration
and that the number of this registration which was granted in 1995 is 048AQ-0025. He provides
documentary information in support.

Preliminary Issues

23. Following the filing of the applicant’ s evidencein reply, the registered proprietor sought to
file further evidence by virtue of the Registrar’ s discretion under Rule 56 of the Registered
Designs Rules. The Designs Registry reply, dated 2 December 2003, included the statement
that:

“Primafacie, the Registrar does not propose to allow further evidence to be filed under
her discretion asit seems unlikely to assist the Registrar’ s Hearing Officer in his
determinations under Section 11, in relation to the grounds of cancellation.”

24. The Registry letter of 2 December 2003 also offered the registered proprietor a hearing on
thisissue in accordance with Rule 48(2). There was no request for a hearing, nor an appeal.

25. Subsequently, the registered proprietor sought to “have certain of the evidence of the
applicant’ s removed from consideration”. The Registry, in aletter dated 15 January 2004,
requested the registered proprietor to state precisely what evidence it considered inadmissible
and should be struck out, together with the registered proprietor’ s reasons in support. Thisletter
and the Registry’ s subsequent letter of 25 February 2004, also made it clear that in the
Registrar’ s view the admissibility of evidence issue was one which required clarification before
the main hearing, through, if necessary, interlocutory proceedings. The registered proprietor did
not provide the information requested. Again, the registered proprietor did not request a hearing
and made no appeal on this point.

26. Prior to the main hearing Mr Miller for the registered proprietor made it clear that the
illegality point relating to the position on the CE certificate was not being pursued.

27. This completes my summary of the background and the evidence filed. | now turnto the
decision.

DECISION

28. Thealleged “prior art” comprises the “Korean Patent” and the “*“ Glowmaster”” product and
| turn first to a consideration of whether there has been prior publication.

29. In his skeleton arguments and at the Hearing, Mr Miller on behalf of the registered
proprietor submitted that the applicant’ s evidence relating to the alleged prior art (except for Mr
Fountains statement in relation to “* Glowmaster””) had been “sneaked in” through the reply
evidence and should not be taken into account for the purposes of these proceedings. He also



pointed out that no witness statement or statement of truth accompanied the applicant’ s statement
of case and he submitted that the applicant had not properly explained the provenance and
authenticity of its supporting documentation.

30. Firstly, | go to the Statement of Case. Rule 52(1) isrelevant and it reads:

“52.-(1) Anapplication for the grant of a compulsory licence under section 10 or for the
cancellation of the registration of a design under section 11(2) or (3) shall be made on
Designs Form 19A. Such application shall be accompanied by a copy thereof and a
statement in duplicate setting out fully the nature of the applicant’ sinterest and the facts
upon which herelies.”

31. Although a Statement of Truth may be desirable within the Statement of Case, it isnot a
requirement. Similarly, there is no requirement for accompanying witness statementsto a
Statement of Case.

32. | have examined the Statement of Case in the present proceedings and conclude that:

() it clearly statesthat the applicant is seeking cancellation of the registered design
on the grounds that it was not new at the date of application for registration;

(i)  itrefersto (and provides representations of) the alleged prior art ie. “the Korean
Patent” and ““ Glowmaster”” product;

(iii) it clamsthat these designs are identical to the registered design in suit or differ in
minor or immaterial variations.

33. Inmy view the applicant’s Statement of Case is adequately particularised. The grounds of
cancellation are clear.

34. Turning to the registered proprietor’s comments on the reply evidence, Rule 55 is relevant
and it reads:

“55.-(1) Within such time as the registrar may allow, the registered proprietor may file
evidence in support of his case and shall send to the applicant a copy thereof.

(2) Following receipt of the copy from the registered proprietor and within such time as
the registrar may allow, the applicant may file evidence confined to matters strictly in
reply and shall send to the registered proprietor a copy thereof.

35. Rule55(2) makesit clear that the applicant’s evidence must be confined to matters strictly in
reply.

36. The registered proprietor’ s evidence, which isin the form of awitness statement by Trevor
John Matthews dated 7 August 2003: denies anticipation of the design in suit; states that
anticipation stands to be proven (paras 8, 9 and 10 of the statement); and submits that there are



material differencesin the registered designs (paras 5 and 10). In light of these comments by Mr
Matthewsit ismy view that the applicant was entitled to respond in its reply evidence (Mr
Baker’ switness statement of 12 September 2003) and in relation to the anticipation and
similarity issues, file comments, exhibits and representations to rebut the registered proprietor’s
evidence and/or submissions on these points.

37. Next | go to the registered proprietor’ s submission that the applicant has not properly
explained the provenance and authenticity of its supporting documentation.

38. Inrelation to the “Korean Patent” a copy was attached to the Statement of Case and afurther
copy was attached to Mr Baker’s evidence in reply. Neither the Statement of Case nor the
witness statement of Mr Baker explain the background to how the applicant was aware of or
came across the “Korean Patent” and there is no supporting information as to its provenance
other than the British Library, Science Reference and Information Service stamp dated 16 May
1991 on the copy front cover supplied with the representation of the design.

39. Whilethe “Korean Patent”, with its accompanying British Library stamped front cover, is
specifically claimed as prior art by the applicant’ s professional representatives (Cumberland Ellis
Peirs) and Mr Matthews in the statement of case and witness statement respectively, isthis
sufficient for meto infer that it was in existence in the British Library prior to the application for
the design in suit? While | have some sympathy with the registered proprietor’s position, it
seems to me that | have no persuasive reason to believe that the British Library stamp is not
relevant and/or genuinein relation to the “Korean Patent”. In particular, | feel unableto readily
conclude that the applicant and its professional representatives are being disingenuous or
untruthful in relation to the prior existence of this document within the British Library at the
relevant date. If the registered proprietor’s case isthe contrary, it may have been best served by
pursuing thisissue through cross examination.

40. Theregistered proprietor has also attacked the “reliability” of Mr Fountain’s witness
statement in relation to the * “ Glowmaster”” product. On behalf of the registered proprietor Mr
Matthews says that Mr Fountain (inter alia): fails to state whether he has any relationship to the
applicant; failsto exhibit acopy of his contract with Samuel Groves; failsto provide any
documentation to substantiate sales of the 1997 “* Glowmaster”” ; and fails to confirm the
provenance of the photographs which are claimed to be of the 1997 “* Glowmaster””.

41. Notwithstanding Mr Matthews' criticisms, Mr Fountain, in his witness statement, clearly
states that he was an independent agent who sold the ““ Glowmaster”” product until his contract
with Samuel Groves came to an end after the end of the 1996 sales season. Furthermore, it
seemsto methat it can be readily inferred that his Exhibit GF1 refers to photographs of the
relevant ““Glowmaster”” product. | see no reason why | should not take Mr Fountain’s evidence
fully into account. If the registered proprietor is of the opinion that Mr Fountain has been
disingenuous or untruthful it may have been best served by pursuing thisissue through cross
examination.



42. Having considered the position on whether the alleged “ prior art” should be taken into
account and having found that it should, | now turn to whether the existence of “Korean Patent”
and the ““Glowmaster”” product amounts to prior publication.

43. Thereisno definition of “published” in the Registered Designs Act 1949 (as amended).
However, the position on prior publication is best summarised in Laddie, Prescott and Vittoria,
The Modern Law of Copyright and Designs (3" Edition, paragraph 44. 15):

“44.15 All designs which have been published in the UK in respect of the same or any
other article before the priority date of aregistered design are available as prior art.
Thereisno definition of ‘published’ in the Act but it has for long been accepted that it
has essentially the same meaning as when used in the Patents Act 1949 and its
predecessors. It follows that any design which has been made available to any personin
the UK who isfreein law and equity to use or disclose the same is treated as published.

It is not necessary to show that the whole or a substantial part of the public knows of the
design, only that the design was available to the public. Publication may be by disclosure
in documents or by prior user.”

44. Thereisno requirement to prove that the publication is commonplace or even that it needs to
be for commercial purposes. At the hearing, Mr St Ville reminded me of the decisionsin
Vredenburg' s Design (1934) 52 RPC 7 where it was held that the use of a single example of a
new tennis racket at atennis club amounted to publication of its design, and also Pressler v
Gartside (1933) 50 RPC 240 where it was held that adesign lodged in alibrary to which the
public had access, was published. Both parties also took me to nineteenth century patent cases,
but | believe the above mentioned registered designs decisions to have greater application to the
present proceedings.

45. Inlight of the above | have no hesitation in concluding that the presence of the “Korean
Patent” within the British Library would constitute publication for the purposes of these
proceedings. | feel ableto infer that the date stamp would have been placed on the document by
British Library staff and that the document would have been available for public inspection
within the library from 16 May 1991 or soon after that date.

46. Turning to the ““Glowmaster”” product, | earlier found that, on the evidence filed, goods of
this design were sold in 1995/1996. Sales of goods to this design would have amounted to
publication of the design.

47. Accordingly, | find that the “ Korean Patent” and the *“ Glowmaster”” product comprise
designs which were published within the meaning of Section 1(4) of the Act.

48. | must now turn to a comparison of the respective designs and decide whether they arethe
same or whether any differences are only in immaterial details or are in features which are
variants commonly used in the trade.



49. In considering the position relating to Section 1(4) | have borne in mind that the
representations of the design in suit and the prior art must be looked at through the eyes of the
notional customer, which in this case not only involves the trade but the public at large.

50. Registered designs are concerned with appeal to the eye and the ambit of aregistered design
must be decided not only by the representations of the design but also by the statement of
novelty, which in respect of the design in suit reads as follows:

“The novel features of the design as shown in the representation are the features of shape,
configuration, pattern and ornament in particular:

1. applied to the distinct rectangular shape containing the controls as shown on the
right-hand side of the front elevation;

2. of the diagrams and instructions applied to the right side of the plan;
3. of the diagram and instructions applied to the rear elevation.
DISCLAIMER

No exclusive use of the words and letters in the design are claimed”.

51. The purpose of a statement of novelty was explained in the following terms by the Court of
Appeal in Sommer Allibert (UK) Ltd v Flair Plastics Ltd [1987] RPC 599:

“The purpose of the statement [of novelty] isto direct attention to the part or parts of the
submitted design which are said to introduce into it the applicants’ alleged novel
contribution and thus to entitle them to registration. It isimportant because it definesthe
scope of the monopoly claimed. While the court does not have to assumethat it is
correct, it precludes the proprietor, who has obtained his registration on the grounds that
certain features of the design give novelty to it, from thereafter denying their novelty and
asserting their immateriality, so asto extend the scope of the protected design.”

52. At the hearing Mr St Ville submitted that diagrams and instructions do not give an article
eye appeal and in relation to this design, the product must be looked at asawhole. Mr Miller
suggested that such matter would contribute to overall eye appeal.

53. Thereis, of course, an issue which stems from the words “in particular” in the statement of
novelty. However, it seemsto methat in the present case the claim to novelty is not merely
limited to the rectangular shape containing the controls and the shape etc. relating to the
diagrams and instructions. The representations of the design filed with the Registry also go to
define the scope of protection and on a strict [imited novelty interpretation, the side elevations
(see 3 of 3) would be redundant.

54. In my view, for novelty purposes the design in suit should be considered as awhole, but
with due weight placed upon the particular emphasis within the novelty claim.



55. The respective designs consist of articles which perform identical functionsin the same
manner ie. they are one ring/burner portable gas cookers. As| have no specific evidence before
me in relation to features and variants which are commonly used in the trade, | must put myself
in the position of the average consumer when assessing the designs. While | have no evidence in
relation to features and variants commonly used in the trade, my own knowledge and experience
(and | believe, that of the notional customer), would expect the relevant articlesto include
functional features such as for example, an adjustment control for the gas flame and a pan holder.
Furthermore, it seems to me that the customer would not regard straightforward outline and
similar features surrounding instructional and information material, as having any great impact
upon the eye appeal of portable gas cookers.

56. In my considerations | am guided by the following comments of Laddie Jin the matter of
Household Article Ltd’ s Registered Design No. 2044802 [1998] FSR 685-686, paragraphs 26
and 27:

“The purpose of Section 1(4) isto ensure that any designer is free to take a piece of prior
art and to apply to it well known and commonly used design features or visually
immaterial modifications or a mixture of both without fear of falling foul of aregistered
design. Evenif theresult of hiswork isvisualy pleasing and different it cannot fall
within the scope of avalid design registration. 1f on the other hand the design in suit
contains some features which are neither immaterial nor common trade variants then it
must be looked at as a whole and the question answered whether, taking all the features
together, it is sufficiently different to the prior art to warrant a monopoly of up to 25
yearsduration. In the latter case the fact, if it be one, that many of the features are either
immaterial when taken by themselves or are common trade variantsis likely to make it
more difficult to show novelty.

The words “commonly used” in Section 1(4) must be given effect. This statutory
provision does not mean that all features which are known and in the pal ette of
alternatives available to a designer can be used with impunity. Wereit so, as Mr Hacon
emphasized, any design made up solely by blending together known design features
would always be invalid. Thereisauthority going back over a century showing that that
has never been the law. A design can be novel evenif it is made up entirely by blending
together a number of old designs provided the resulting combination itself has a
sufficiently distinctive appearance. It isonly where all the features have been used
before, and used commonly, (or are immaterial) that the Act deems them to be novelty-
destroying.”

57. Firstly, | turn to acomparison of the design in suit with the “Korean Patent” design.
58. Registered designs are concerned with appeal to the eye and it seemsto me that, from a
practical context, the most important or obvious comparison of the respective designs would be

the front and top/askance views. This appeared to be common ground at the hearing. Of course,
it does not follow that the other views/aspects of the designs need not be taken into account.
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However, the notional customer would be most likely to view the respective designs from the
front and/or top/askance perspective(s).

59. My impression when viewing the respective designs was that from a front, top/askance
perspective, the shape and configuration of the designs appeared identical. The housing for the
“knob” and “lever” controlsisin anidentical location and is an identical shape. The remainder
of the front tapers upwards and leftwards from its base in similar proportions vertically and
horizontally. The edges are “rounded” and the pan base element within the respective designs
appears to cover the same proportion and location of the top of the designs. Furthermore, the
pan holdersin both designs comprise four two prong holding elementsin an identical location.

60. Some differences are noticeable on a closer, side-by-side comparison e.g. the pattern
adjacent to the control knobs and lever which goesto indicate the height/strength of the flame
required, the absence of instructional material on the “Korean Patent” and also the shape of the
“central” element that surrounds the burner within the pan holder differs. However, it seemsto
me that the differences are somewhat lost within the overall impact of the designs and in the
comparisons.

61. Inthe comparisons | must also note that notwithstanding the particularisation of the
registered proprietor’ s novelty claim, the essential “eye appeal” features are such that the
diagram and instructional features have a minimal impact.

62. Turning to the remaining views of the respective designsie. the rear and the sides, | am
unable to distinguish the respective designs from the rear with the exception of the instructional
(information material) which it seems to me would not be readily viewed as a design feature by
the relevant customer. In relation to the side views, the designs overall appear identical. The
horizontal vents are of the same general shape and location. Any differences are not readily
apparent and demand a very close inspection and somewhat artificial.

63. After considering the evidence and submissions, | returned to compare the designs again.
However, my opinion did not alter from my initial impression and conclusion. Inmy view the
designin suit and the “Korean Patent” design, in their totality, are the same or, if not, the
differences are such asto be immaterial to the relevant customer for the purposes of overall
novelty.

64. Inlight of the reasons given above, | have decided that the design in suit fails to meet the
reguirements of Section 1(2) of the Act and the application for cancellation based upon Section
1(4) istherefore successful.

65. Strictly, | have no need to go on and compare the remaining prior art, the ““Glowmaster””
product with the design in suit. However, | shall do so for the sake of compl eteness.

66. My comparisons of the respective designs is conducted on the same basis as my earlier
comparison with the “Korean Patent”. While there are obvious similarities between the
respective designs it seemsto me that on arelative basis there are marked differences, in
particular:
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() from afront, top/askance perspective the “knob” and “lever” controlsfill alarger
area and are more prominent within the area within which they are housed in the
“*Glowmaster”” and the remainder of the front areaisless obviously tapered away from
this area, with the vertical and horizontal proportions being noticeably different from that
of the registered design;

(i)  therear viewsdiffer markedly in that the horizontal proportions of the
““Glowmaster”” appear consistent throughout its length;

(i)  thesideviewsdiffer in that the vents on the “* Glowmaster”” arein two sets, on
the right and left respectively of each side, as opposed to running across the sides
equidistantly.

67. Inmy view, the design in suit and the ““ Glowmaster”” product, in their totalities, differ in
material details. The overall impressionisdifferent. Accordingly, the prior existence of the
“*Glowmaster”” product does not assist the applicant for cancellation.

68. The applicant for cancellation has been successful and is entitled to costs. However, before |
address thisissue there are a number of additional points raised in these proceedings which
reguire comment.

ADDITIONAL EVIDENTIAL ISSUES

69. During the hearing, in relation to the prior art Mr Miller asserted that “the alleged Korean
Patent isafruit bowl” and stated that “| have it with awitness statement here”. | pointed out that
this amounted to fresh evidence. There was no formal request to adduce it into the proceedings.
Accordingly, | have not seen this witness statement and do not take it, nor Mr Miller’ s statement
in relation to the fruit bowl, into account in my decision.

70. Inresponse to the “fruit bow!” assertions of the registered proprietor, the applicant,
following the hearing, sought to submit a further witness statement under Rule 56 which, it
stated, “does not add to the evidence provided by Mr Baker” but is“to ensure that it cannot be
later said that the applicant hasin some way misled the tribunal”.

71. Inan official letter dated 9 July 2004, the applicant was informed that, in the view of the
hearing officer, it would be an inappropriate exercise of the Registrar’ s discretion to allow the
admission of this evidence following the hearing. The letter included a statement that:
“No additional evidence was accepted at the hearing and the hearing officer does not
intend to take into account any comments or submissions made in respect of evidence not
accepted into the proceedings. Accordingly, no evidence in rebuttal is appropriate.”

72. The applicant was offered a hearing on this point under Rule 48 but declined this option.

12



AMENDMENT OF THE REGISTERED DESIGN

73. Inthe event that the design in suit was found not to be new at the date of registration, the
registered proprietor sought the exercise of the Registrar’ s discretion under Section 11(2),
pursuant to Section 3(5), and allow/order the amendment of the registered design.

74. The registered proprietor has not provided the Registrar with any proposed amendment and
when asked at the hearing if the registered proprietor had any specific amendment in mind, Mr
Miller had no proposals.

75. Section 11(2) of the Act isasfollows:

“11(2) At any time after adesign has been registered any person interested may apply to
the registrar for the cancellation of the registration of the design on the ground that the
design was not, at the date of the registration thereof, new ...., or on any other ground on
which the registrar could have refused to register the design; and the registrar may make
such order on the application as he thinks fit.”

and Section 3(5) reads:

“3(5) Theregistrar may refuse an application for the registration of a design or may
register the design in pursuance of the application subject to such modifications, if any, as
he thinks fit; and a design when registered shall be registered as of the date on which the
application was made or is treated as having been made.”

76. In my view, the Registrar’ s discretion cannot and should not be exercised in the
circumstance proposed by Mr Miller. In general, amendments of the register are for the court by
virtue of Section 20 of the Act which reads as follows:

“20.-(1) The Court may, on the application of any person aggrieved, order the register of
designsto be rectified by the making of any entry therein or the variation or deletion of
any entry therein.

2 In proceedings under this section the court may determine any question which it
may be necessary or expedient to decide in connection with the rectification of the
register.

(3 Notice of any application to the court under this section shall be given in the
prescribed manner to the registrar, who shall be entitled to appear and be heard on the
application, and shall appear if so directed by the court.

(4 Any order made by the court under this section shall direct that notice of the order
shall be served on the registrar in the prescribed manner; and the registrar shall, on
receipt of the notice, rectify the register accordingly.

(5) A rectification of the register under this section has effect as follows-
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@ an entry made has effect from the date on which it should have been made,

(b) an entry varied has effect asit had originally been made in itsvaried form,
and

(c) an entry deleted shall be deemed never to have had effect,
unless, in any case, the court directs otherwise.”

77. Notwithstanding the above, it seemsto me that the registered proprietor is proposing a
course of action which would lead to adesign which was not new at the date of registration,
becoming a design which was new at that time. This must materially effect the identity of the
design to such a degree that it becomes a different design to that originally registered. In effect,
aregistered design which is not novel and is subject to cancellation is transformed into a new
and different design which remains on the register. | have no hesitation in concluding that the
Registrar has no powers to effect such an outcome, which would grant a monopoly from the date
of registration in anew and different design to that registered.

COSTS

78. Asthe application for cancellation has been successful, the applicant is entitled to a
contribution towards costs.

79. The applicant has submitted that in the circumstances of this caseit is reasonable for the
Registrar to award actual costsincurred by the applicant because of

() the unpleaded allegation of illegality relating to the CE certificate, raised in Mr
Matthews witness statement, which the registered proprietor decided not to pursue just
prior to the hearing;

(i)  theregistered proprietor’s unparticularised application to have evidence excluded;

(i)  unnecessary matters pursued at length in correspondence, in particular the
registered proprietor’ sletters of 14 and 16 February 2004 to the Registrar;

(iv)  theregistered proprietor’ s late correspondence about skeleton arguments; and

(V) the registered proprietor’ s rejection of the applicant’ s without prejudice offer.
80. Having carefully considered the applicant’ s submissions and those of the registered
proprietor on thisissue, | see no need to depart from the normal scale of costsin proceedings

before the Regidtrar.

81. Theissue of the CE Certificate undoubtedly incurred costs on behalf of the applicant, but |
presume the applicants responsesin its evidence on this point played arole in the registered
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proprietor not pursuing the issue at the hearing. Therelatively late nature of the registered
proprietor’ s decision not to pursue the point can be taken into account within the scale of costs.

82. Turning to the registered proprietor’ s application to have evidence excluded, | doubt this
issue could have resulted in any considerable cost to the applicant, given that the registered
proprietor did not specifically particularise the evidence in question and did not pursue the matter
following the Registry’ s letter of 15 January 2004.

83. | do not consider it appropriate to penalise the registered proprietor for entering into
correspondence with the Registry and | do not believe the applicant’ s involvement in relation to
the pre-hearing correspondence to be unduly onerous.

84. On the skeleton argument issues, | would only reiterate my comments at the hearing. The
cancellation proceedings before me were essentially straightforward and related to the issue of
novelty. Consequently, the parties were able to take the proceedings forward without any great
difficulty and fully address all relevant points.

85. Inrelation to the “without prejudice offer”, a party to proceedingsisfully entitled to reject
such offers or settlement proposals and to pursue proceedingsto their conclusion. It is not for
the tribunal to involve itself in such issues.

86. These proceedings were consolidated with those on design registration 2075829 and my
decision in respect of that case, sets down the position on the total amount of costs awarded in
respect of both designsin suit.

87. Costsareto be paid within one month of the expiry of the appeal period or within one month
of the final determination of this case if any appeal against this decision is unsuccessful.

Dated this 13" day of August 2004

JOHN MacGILLIVRAY
For the Registrar
the Comptroller-General

Appendices are not attached
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