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Introduction
Patent application No GB 0106968.1 entitled “ System for constructing eectronic mail

addresses” was filed on 20" March 2001 in the name of Alan Derek Dean, daiming priority
from application No GB 0007224.9 filed on 24 March 2000. The application was searched
inthe norma way. In the letter accompanying his search report dated 1% February 2002, the
search examiner observed that, athough this would not be considered in detail until
ubgtantive examination, he fdt that the application might be excluded from patentability by
Section 1(2)(c) and/or (d) of the Act. The application was then published on 10 April
2002.

The first substantive examination report under Section 18(3) was issued on 8 September
2003. Init the examiner formally raised objection that the invention appeared to be excluded
from being patentable under the provisons of Section 1(2); and aso raised novelty objection
under Section 1(1)(a) on the basis of anumber of documents, including some found during
the customary top-up of the original search. In particularizing the objection under section
1(2), the examiner explained that he considered that the invention could best be considered
as ascheme, rule or method for performing amental act and as the presentation of
information, and therefore excluded under sections 1(2)(c) and (d).

Severd rounds of amendment and re-examination followed throughout which the examiner
maintained his objection under section 1(2) that the invention was not patentable. Thefind
Office letter on file dated 11 August 2004 reiterated the examiner’s view that,
notwithstanding the amendment aready made, the application was not patentable under
section 1(2) and he aso pressed objection under novelty and inventive step. Mr Dean's
Agents, Williams Powell, responded, in aletter dated 20 August 2004, which ended witha
request to be heard if the examiner was minded to maintain his objections.



A hearing was duly offered, but Mr Dean’s Agent, on his behdf, declined to attend and
asked that a decision be taken on the papers.

The Application

The application relates to amethod and a system for providing a tandardized set of
electronic mail addresses based upon persond information. As| have previoudy sad, there
has been some amendment during the examination process, and the current st of dams
includes independent clam 1 to a method; claims 2 to 6 dependent upon claim 1;
independent claim 7 to a system; claims 8 to 12 dependent on claim 7; and clams 13 and 14
which are clams referring to the drawings to the method and system, respectively. The two
independent claims read asfollows:

1. A method of providing a set of standardised ectronic mail addresses for
individuasin a geographica region, induding obtaining name and location details of
individuas in a geographic region, providing a persona name code indicative of the
name of each of said individuds, providing aplurdity of location codesindicative of a
known location of each of said individuds, said location codes including at least one
address indicator and a tel ephone area code indicator, generating a standardised
electronic mail address for each of said individuas from said persona name code and
the location code indicative of known location of the respective individua, providing a
database of said standardised dectronic mail addresses for said individuds, and
providing a search engine for searching said database using said location codes and
said persona name code to locate the associated standardised dectronic mail address.

7. A sysemfor providing a set of standardised dectronic mail, including means for
obtaining name and location detalls of individuas in a geographic region, means for
providing a persond name code indicative of the name of each of said individuds,
means for providing aplurdity of location codes indicative of aknown location of each
of said individuas, address generation means operable to generate a standardised
electronic mail address for each of said individuas from said persona name code and
the location code indicative known location of the respective individua, a database of
sad dectronic mail addresses for sad individuds, and a search engine for searching
said database using said location codes and said persona name code to |ocate the
associated standardised electronic mail address.

TheLaw

As| have mentioned, there are two issues where, in the opinion of the examiner, the current
form of the gpplication is contrary to the requirements of the Act.

One issue iswhether the clams are nove and inventive, as required by section 1(1), which
states:
“A patent may be granted only for an invention in respect of which the
following conditions are stisfied, that isto say -
@ the invention is new;
(b) it involves an inventive step;



8

10

11

12

(© it is capable of indudtrid application;
(d) the grant of a patent for it is not excluded
by subsections (2) and (3) below;
and referencesin this Act to a patentable invention shall be construed
accordingly”

The perhaps more fundamentd issue is whether the application is excluded from patentability
by section 1(2), which states:

“It is hereby declared that the following (among other things)

are not inventions for the purposes of this Act, that isto say,

anything which consgts of -

@ ...

(© ascheme, rue or method for performing a
menta act, playing agame or doing
business, or a program for a computer;

(d) the presentation of information;

but the foregoing provison sl prevent anything

from being trested as an invention for the purposes

of this Act only to the extent that a patent or
gpplication for a patent relates to that thing as
such.”

These provisons are designated in section 130(7) as being so framed as to have, as nearly as
practicable, the same effect as Article 52 of the European Patent Convention, to which they
correspond. | must therefore also have regard to the decisions of the European Boards of
Apped that have been issued under this Article.

The section 1(2) issue seems to me to be rather more fundamenta to the decision asto
whether or not to grant apatent, and | fed it is convenient to ded with thisfird.

I nter pretation and Argument — Section 1(2)

Upon reading the correspondence in the casefile, it became clear to me that the submissons
on behdf of Mr Dean were in agreement with the generd principlesthat | fed that | should
apply in deciding whether the present invention is or is not excluded by section 1(2). That
helpfully negates the need for me to explain those principles (and their source in precedent) at
length, but for completeness | summarise them here.

Fird, in deciding whether an invention is excluded, it is the substance of the invention thet is
of importance rather than the form of claims adopted. Second, the effect of the final part of
section 1(2) is that an invention is only excluded from being patentable if it amounts to one of
the excluded areas “as such”. Following decisions of the UK Courts and the EPO Boards of
Apped, an invention is not consdered to one of those things “as such” if the invertion makes
atechnicad contribution. Third, whether an invention makes atechnica contribution isan
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issue to be decided on the facts of theindividud case. Findly, it is desirable that there should
be consstency between the Patent Office’ s interpretation of the Patents Act and the EPO’'s
interpretation of the EPC.

It isthe examiner’ s position that the substance of the method and gpparatus clamsisa
system for producing email addresses based upon names and locations of users of the
system, and that thisis excluded as presentation of information and/or as a scheme, rule or
method for performing a mentd act, or doing business.

The submissions put forward on behdf of Mr Dean disagree, saying that, in deciding the
substance, it is hot acceptable to congtrue a clam so asto ignore non-excluded features. He
says that the database and search engine in the current form of the clam mean that the
invention is not an excluded invention “as such”.

They dso draw attention to two decisions of the EPO Board of Appea Koninklijke Philips
ElectronicsN. V. T 1194/97 and T 163/85 (hepfully summarized and explainedin T
1194/97). The submisson argues, on the basis of these cases, that since the EPO there
found arecord carrier having functional data recorded thereon to be not “ presentation of
information” as such, then this invention, being the generation and storage of standardised
email addresses, should dso be dlowable.

Findly, it isargued that the selection of the format of the email addresses defined in the
invention provides atechnica contribution, in thet it avoids any ambiguity and inconsstency.
This brings predictability to the sysem and facilitates reedy accessto individuds, solving a
problem with the current system of sdif-selected addresses.

Assessment — Section 1(2)

In ng the substance of the invention, whilst | should have regard to the dlaims, | need
to look further than this. Having carefully considered al the submissions made on behaf of
Mr Dean, | come to the conclusion that the substance of the invention, for the purposes of

ng whether or not the invention is excluded, is the generation and use of a searchable
database of persond information for a set of people where, for each person, oneitem of this
information, an electronic mail address, is generated from the specific other itemsin the way
specified in the independent clams. The only example in the gpplication isimplemented on a
computer, and, of course, searchable databases are commonplace in this context.

| must now consder whether this substance fals within one of the excluded areas, and if o,
whether or not there is atechnical contribution which would mean that it cannot be said to fall
within the excluded item as such.

Thefirg limb of the examiner’ s objection is that the substance is the presentation of
information. | am not persuaded that thisisso. The substanceis, in my view, certainly
concerned with, and depends upon, the intellectua content of the information. However, in
My view, it is not concerned with the presentation of any particular informeation.  Thusfor
example it is not dependent upon the content being any particular name or address, nor isit
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concerned with the arrangement of information displayed.

In coming to this conclusion, | have carefully considered the EPO Board of Apped decisons
mentioned, but do not find these particularly helpful in this case. The subject-matter alowed
in those decisions depended fundamentally on the technical structure and format of data
which alows an associated apparatus to regenerate an image. Thisisnot the casein the
present invention.

The second limb of the examiner’ s objection is that the substance liesin ascheme, rule or
method for performing amenta act or doing business. As| have said above, | am convinced
that the subgtance of the invention liesin the intellectud structure of the information, and the
intellectual decisions asto what to record, and make available to search. | can find nothing
which | characterize as atechnical contribution to the art in implementing these
fundamentaly intellectud operations. | thusfind that the substance of the invention liesin a
scheme rule or method as such for performing amentd act or doing business. Whilst | have
little doubt that the advantages of less ambiguity and consstency arered, in my view they do
not depend upon any technica feeture, but only on the intelectud choice of the scheme for
deriving the specified item

| dso find nothing in clams 2 to 6, 8 to 12, 13 and 14 which could avoid thisfinding. |
therefore refuse the gpplication under section 1(2)(c).

Having come to this concluson, gtrictly there is no need to go on to consder the novelty and
inventive step objections raised by the examiner. | will, however, consder them for
compl eteness.

Argument — Section 1(1)

24

25

26

The examiner has assarted that the invention as defined in clams 1 to 12 is not new because
it has aready been disclosed in each of:

D1. WO 99/40527 Al (A PTY)
D2:  US5987508 A (AGRAHARAM)

In the dternative, he also asserts that the invention has no inventive step in the light of the two
documents above, and dso the following two documents:

D3:  “Dedgning large dectronic mall sysems’ (HILAL et d) Internationd Conference on
distributed Computing Systems, published 1988, IEEE Comput. Soc. Press, USA
D4:  JP 060261069 A (FUJTSU)

All four of these documents are clearly concerned with dectronic mail, and various ways of
devisng and deding with eectronic mail traffic involving electronic mail addresses structured
to include dements of information relating to name and location (geographica and/or
telephone). Mr Dean’s Agents, in their responses dated 26 November 2003 and 20 August
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2004 andyse these documents and submit there are differences in the present invention from
the invention dlaimed.

In the case of documents D1 and D2, one difference aleged is that neither of these disclose
or suggest generating a fandard emall address for individuds (by implication dl individuas)
within a geographica region, snce both documents depend upon an individud registering
with the service mentioned in the embodiments of the respective patent. 1n connection with
D1, it isdso said that the system disclosed is not stand-aone, but could only be used with a
mail server of adomain, and thusis only usable by those with an account served by that
server. In connection with D2, it isaso said that this document does not disclose or suggest
the storage of the addressesin a searchable database.

Assessment — Section 1(1)

I can not see that the differences alleged above are reflected in the wording of cdlams 1 and
7. Neither of these has, in my view, any redtriction as to how and in what sequence the
records of individuas are added to the database, and | consider that the addition of one
individud’ s record to a current database is not excluded by the words of the clam. It isnot
areguirement in either clam that dl individuasin a geographicd areamust be present, even if
it could be determined with certainty what restriction to a* geogrgphica region” implies. This
is afeature introduced by appendent clams4 and 10. Neither do the clams exclude use
with aparticular domain. | will return to the dleged distinction of the searchable database in
document D2 below.

With regard to D1, | condder thet it clearly discloses generation of a standardised form of
eectronic mall address including name information and location information sdected from
geographic and telephone information (see page 11, lines 11 and 12 and page 12 lines 3 to
8); these so-derived dectronic addresses are held in a database (page 11 lines 10 to 14)
which is searched in the process disclosed. This must mean that a search engineis present.
At firg sght, the only difference from claim 1 and 7 of the present application is that these
specify the use of codes, in particular telephone area codes, as the geographica and location
information, and as the input to the search engine. However, | am not convinced thet thisis
of any substance, particularly snce D1 clearly envisages (page 11) the use of telephone area
codes as part of the standardised address. Use of atruncated form of the name (eg “john”
for “John Smith”) isdso disclosed, so again | do not see the use of “name codes’ asa
digtinction, certainly not one with any technica restriction If it does provide a distinction then
| consider thisto be so sdf-evident as to be clearly obvious. | therefore find that clams 1
and 7 lack novety and/or inventive step in the light of D1. | aso consder that this document
disclosesclams 2, 3,5, 6, 8,9, 11 and 12.

With regard to D2, | congider that it clearly discloses a database (see column 6, line 13)
which is searchable by entry, for example, of atelephone number, and contains eectronic
mail addresses the structure of which may include aname or part thereof (eg cdlam 2, column
8), atelephone number (which includes a telephone area code) and a geographica identifier
(egcdams8and 9, column 8). Thus| do not agree with the submission that thereisno
disclosure of a database and search enginein the light of these passages. For smilar
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reasoning to that under D1 above, | consider the potentid digtinction by use of the term
“codes’ not to distinguish or to be clearly obvious. Column 3, lines 34 to 50 describes the
way in which the database is populated. As Mr Dean has submitted, thisis by individud
regidration, but as | have said, | do not find this excluded by the words of claims 1 and 7.
Again, therefore, | consder that claims 1-3, 5-9, 11 and 12 to lack novelty and/or inventive
step in the light of D2.

Quite rightly, in my view, the examiner has not objected under section 1(1)(a) on the basis of
the other two documents, and | do not fed that | need to andyse them in detail except to say
they are further examples suggesting the use of a structure for eectronic mail addresses
involving name, location or telegphone number (amongst other things), and the storage and
retrieval of these in and from databases. D4 does not disclose plurd items of location
informationin an individud record, and therefore in my view does not formthe basis for any
objection. D3 isan academic paper setting out many different options with no disclosure or
suggestion that the particular sdlection of information attributes of the present invention is
appropriate. | therefore do not consider that they demonstrate lack of inventive step under
section 1(2)(b).

Conclusion

| have found that the invention is excluded from patentability under section 1(2)(c), but is not
s0 excluded by section 1(2)(d). | have dso found that the invention defined in daims 1-3, 5-
9, 11 and 12 lack novelty and/or inventive step in the light of documents D1 and D2.

| therefore refuse the gpplication on these two grounds.
Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any appeal must be
lodged within 28 days.

B WESTERMAN
Deputy Director acting for the Comptroller



