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Introduction

This dispute is concerned with entitlement to a British patent, GB 2382875, and an
equivaent internationa patent application WO 03/048812, and with the question of who
should be named asthe inventors. The patent and application stand in the name of the
University of Southampton (* Southampton’) and name Professor Martin Sinhaand Dr Lucy
MacGregor astheinventors. | should perhaps say that since these proceedings were
launched, the internationa application has spawned five nationa applications.

The invention is concerned with a subsea oil exploration technique. The clamants, Statoil
ASA, (‘Saoil’) are aNorwegian oil company. The defendants can probably fairly be
described as one the three leading academic centres in the world for surveying subsea
geologica structures using eectromagnetic techniques. To summarise the disputein a
nutshell, Statoil thought of a possible way of detecting oil reservoirs benesth the sea. To see
If it worked, they needed to borrow a piece of kit that, at the time, only the University of
Southampton had. Statoil and the University signed a contract which included clauses on
confidentiality and ownership of intellectua property. The test went ahead and was



successful. The Univerdty then filed a patent gpplication. Statoil say the gpplication was for
ther idea. The Universty say no, the gpplication was not for anything inventive that Statoil
had told them but for inventions they had come up with themsdaves.

The case came before me at a hearing that extended over Sx days, 14th-18th February and
1% March 2005. Thisislong for a Patent Office hearing, but reflected the fact that the
technology has proved to be commercidly very vaduable. Guy Burkhill QC and Tom
Hinchdliffe, indructed by Messrs Lovells, appeared for the claimants. Danid Alexander QC
and lona Berkdey, ingtructed by Univeraty of Southampton Legal Services, appeared for
the defendants.

However, the parties submissons did not finish there. At the time of the hearing, judgment
was awaited from the Court of Apped in another entitlement dispute, Markem Corporation
v Zipher Ltd. That judgment was handed down three weeks later as [2005] EWCA Civ
267. Because it was possibleit could affect the gpplication of the law to the present case,
by agreement with the parties | gave them the opportunity to make further submissonsin
writing on the impact of the Court of Apped judgment in Markem. | had received these by
29" April, and have taken account of these as well as the submissions made a the hearing.

The technology in question

Investigation of the geology of the seabed isimportant both for academic research and for
the commercia exploitation of natura resources such as hydrocarbons. Non-invasive
techniques are preferable as sub-sea drilling is extremely expensive, especidly in degper
waters. One technique commonly used for many yearsis seismic mapping in which acoustic
pulses are directed into the seabed and receivers detect reflected waves. These are
anadysed to build up amap of the seabed structure. Whilst seismic methods work well in
many contexts, they are ineffective for certain structures, eg basdlt strata, because of high
attenuation, and aso are unable to distinguish between water-bearing and hydrocarbon
bearing strata.

The present invention is concerned with an aternative method which relies on resdtivity and
involves the use of dectromagnetic radiation (EM). It is particularly useful for the detection
of alayer of different resstivity from the surrounding Strata, for example, a hydrocarbon
reservoir, which typicaly has aresgtivity of the order of 100m or higher, located in water-
bearing shales whose resdtivities are typicdly 20m or less. An dectric dipole through which
an dternating current is passed to produce radiation is located on or just above the seabed,
and one or more dipole recelvers aso located on or above the seabed detect the response.
In order to generate an dectromagnetic sgnd that will penetrate Sgnificant distances through
the seabed, very high currents and very low frequencies are required. In choosing the
frequency, a balance hasto be struck, as higher frequencies have better resolution but are
atenuated more rapidly. Typicdly frequencies below 20 Hz, and more probably something
closer to 0.5 Hz, are used. Theterm *Controlled Source Electromagnetic’ or CSEM is used
to describe this method to digtinguish it from magneto-telluric (MT) methods which use
natural sources of eectromagnetic radiation.
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In practice, an array of dipole receiversislocated on the seabed and the horizonta dipole
source istowed over the array at afixed distance above the seabed. The response detected
by areceiver varies as afunction of its pogition relative to the source. Measurements are
taken with the dipole being towed directly over the receiver (‘inling, ‘radid’ or ‘end-on’)
and dso with the source being towed on aline offset from the receiver (‘pardld’, ‘azimuthd’
or ‘broadsde’). In conducting afull survey, the source is towed along a number of pardld
paths in two or more directions, with source-receiver separations of the order of 0.5-20 km.

The inline signals are sengtive to buried resstive layers (eg a hydrocarbon reservoir located
in awater-bearing shade). Thismay be explained in different ways, in particular in terms of
waves propagating through the hydrocarbon layer which acts as a wave-guide or in terms of
current passing galvanicaly across the boundary between the layers. To take the latter
gpproach, the EM field produced by a horizonta eectric dipole can be regarded as
comprising two decoupled modes. the TE (transverse dectric) mode characterised by
horizontal current loops and the TM (transverse magnetic) mode. The TM mode givesrise
to vertica current loops which cross the strata boundaries gavanicaly and will be affected
by ahigh resdivity layer. The TE mode gives rise to horizonta current loops which couple
inductively to the strata and will be largdy unaffected by ahigh restivity layer. The TM
mode contributes significantly to the inline response but not to the broadside response, and
that iswhy the difference between the two can be indicative of aresstive hydrocarbon layer.

Thisis asomewhat smpligtic explanation of the technique. In practice there are many
factorsto be taken into account. The Signas being detected are very smdl in amplitude, and
therefore not easy to detect against the background noise. Moreover, radiation reaches
each receiver viamore than oneroute. At any given recaiver, the detected signa will be a
combination of the direct radiation from the dipole, radiation that has penetrated the seabed
and been reflected or refracted back, and radiation that has travelled upwards to the water
surface and been reflected or refracted back to the seabed (the “airwave’). The direct
radiation can be digtinguished from the signa from below the seebed when thereisa
hydrocarbon layer present because the radiation travels faster through the hydrocarbon than
through seawater, so there will be a phase difference between the two signds for medium
source-receiver separations. The airwave is more difficult. It will swamp the response from
below the seabed at shallow sea depths and at larger source-receiver separations, and that
puts congraints on the circumstances in which the present invention is usable.

Because of the potentia problems associated with these extraneous Signds, an essentid part
of the process, before a survey is conducted, is to carry out computer modelling using data
from the area to be investigated in order to predict whether it would be likely that a
measurable signd will be detectable. 1t may be necessary to make assumptions about the
presence and location of a hydrocarbon reservoir or it is possible that seismic data or drilling
may have confirmed the presence of areservoir, and the EM survey is merely to determine
its extent. The modelling may help to determine the optimum survey parameters such as
recaiver locations, towing paths for the source, and optimum signa frequencies.
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The history of events

The disoute is not so much about the history of events as about the interpretation to be
placed on those events, 0 in the main the history as| will now outline it is not contentious.

During the mid-1990s, Dr Svein Ellingsrud and Professor Terje Eidesmo were research
petrologists at Statoil. They were working on a system using EM for detecting water/oil
boundaries within ail reservoirs from which oil was being extracted by water injection. The
EM source was located in the borehole and detected the boundary because of the higher
resistivity of the oil. At ameeting in Houston in 1997 they were told of a powerful magnetic
source that was capable of penetrating 2km into the ground and began to specul ate whether
such a source could be used on the seabed to detect buried hydrocarbon layers because of
their high resstivity. They coined the term ‘seabed logging’ or SBL for this technique to
digtinguish it from well logging where the EM source was in aborehole.

A project was set up under Dr Ellingsrud to investigate this method and he contracted a
Norwegian research foundation NGI to carry out some initid experiments. A literature
search established that the SCRIPPS Ingtitute of Oceanography (' SCRIPPS'), Cambridge
Univergity and the University of Toronto were carrying out research in thisfidd. NGI
produced two reportsin May 1999, the firgt relating to theoretica modelling using actua
well logging data from Statoil and compared predicted responses for a hydrocarbon
reservoir and a sat water reservoir. This modeling showed that for inline configurations of
an dectric dipole source and receiver (ie TM-mode, which NGI confusingly cals TE-mode)
and at large source-receiver offsets, a hydrocarbon-filled reservoir should produce a larger
response than a sdt-water-filled reservoir. On the other hand, it appeared that for apardld
configuration of source and receiver, the response could not distinguish between water-filled
and hydrocarbon-filled reservoirs. NGI explained the larger response by surmising that the
waves entered the reservoir by refraction, and travelled along the reservoir. Because they
were less atenuated in the higher resstivity reservoir, the amplitude of the waves detected
by the recaivers a larger offsets was greater than waves which travelled through the
seawater or the overburden. Also, because the waves travelled faster through the higher
resgivity reservoir, they were phase-shifted compared to waves that had not travelled
through the reservair.

The second report (produced in draft form in May followed by arevised version in October)
gave the results of some scaled down trids in test tanks at NGI and Statoil. The NGI tank
was a one-metre cube containing sand to a depth of 60 cm and filled with salt water. Buried
horizontaly in the sand againgt one sdewall of the tank at a depth of 15 cmwasa
rectangular plate 80 cm x 40 cm and 2 cm thick made of resistive materid. A pair of 15cm
long dipoles arranged inline and separated by 80 cm were located on top of the sand and
could be positioned over the plate or offset therefrom. Thistriad showed that the responses
detected by the receiver were different according to whether the dipoles were located over
the plate or not. The Statoil tank measures 9 m x 6 m, is 10 metres deep and isfilled with
seawater. To smulate aburied layer, NGI used a submerged raft of eight waterbed
mattresses filled with fresh water. A pair of inline horizonta dipoles, one acting as source
and the other as receiver, were secured to a beam which could be raised and lowered within
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thetank. Both tests showed what the moddling had predicted; that the wave that
propagated through the buried layer (the refracted wave as Statoil saw it) was atenuated
less and travelled faster than the directly transmitted wave. Thus a phase difference and an
amplitude difference could indicate a buried layer.

Further experiments were commissioned by Statoil and were carried out in the Statoil test
tank by Professors Tor Schaug Pettersen and Hans M Pedersen working for afirm caled
MyLab. Thesetests aso used the waterbed mattresses and the results were presented in a
report dated 5 November1999. These experiments used e ectric dipoles as source and
receiver, and took measurements over arange of signa frequencies and arange of source-
receiver separations, with the dipoles arranged inline and dso in pardld. The measured
resultsin the presence of the mattresses were compared graphicaly with the theoretical
curves cdculated without the mattresses. Other than noting a strong influence exerted by the
meattresses on the responses, the report drew no conclusions from the results.

In September 1999 Statoil contacted Professor Steven Constable of SCRIPPS inviting him
to review the work they had done to date in order to decide whether to continue with it. He
duly visited Statoil in November 1999. Having seen the resullts of ther investigations, he
concluded that the method had a reasonable chance of success for sufficiently large targets
and suggested that field trids should be conducted. Given this positive review, Statoil
immediately began planning afull scale survey intending to carry out atrid over aknown ol
fied. In addition they commissioned some further moddling work from Texas A&M
Univergty to establish the minimum size of buried reservoir that would be detectable. This
work suggested that reservoirs of the order of 2 km width or greater should be detectable.

At this stage Dr Ellingsrud made contact with Professor Sinha, who was then based a
Cambridge University, because he knew that Professor Sinha had a suitable EM source. An
initid meeting took place in December 1999, and at this meeting Statoil’ s representatives,
not wishing (o they say) to disclose the red reason for their interest in CSEM, said they
were interested in surveying a sub-basdt layer. 1t was at a subsequent meseting in March
2000, after Professor Sinha had signed a confidentidity agreement, that Statoil told him of
the real purpose of their survey. Negotiations between Statoil, University of Southampton
(Professor Sinha moved to the University of Southampton at the end of March 2000), and
SCRIPPS led to an agreement to conduct a survey over an ailfidd off Angolain the autumn
of 2000 financed by Statoil. The trids were conducted from the research vessdl Charles
Darwin and used Professor Sinha s source, DAS (Deep-towed Active Source Instrument),
and 26 receivers provided by Southampton and SCRIPPS. The research team included Dr
Ellingsrud, Haradd Westerdahl from NGI, Professors Sinha and Constable and Dr Lucy
MacGregor, aresearch associate of Professor Sinha a Southampton and previoudy at
Cambridge.

For the survey, the receivers were located on the seabed in a 2-dimensiond array and the
DAS was towed adong a series of predetermined orthogonal paths over thereceiversa a
height above the seabed of 30-60 metres. The tows were carried out twice, firstly with the
DAS transmitting at asignd frequency of 0.25 Hz, then at 1 Hz. At the end of the survey 3
receivers could not be recovered but the remaining 23 were retrieved and the results
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andysed. In brief, these showed the anticipated strong response for inline configurations of
source and receiver and awesker response for broadside configurations; in other words
there was a clear split which was indicative of aburied resstive layer.

Thefinal end-of-project report was completed in March 2001 and submitted to Statoil by
Professor Sinha, and in May 2001 Dr MacGregor submitted an updated copy of the fully
processed data. There was an agreed embargo on publication of the survey results, though
Statoil disclosed them in confidence to the partners operating the Angola field surveyed in
September 2001. Formal publication of the results was planned for early 2002 in the form
of two articles and the three parties, Statoil, SCRIPPS and Southampton worked on
preparing these articles in late 2001 and early 2002.

The British patent gpplication was filed on 7 December 2001 in the names of the University
of Southampton and Dr MacGregor, with Professor Sinha named asinventor. Dr
MacGregor subsequently assigned her rights to Southampton and she and Professor Sinha
were named asinventors. The application was published on 11 June 2003 and the patent
was granted on 3 March 2004. An internationd application, PCT/GB02/05355, claiming
priority from the British application, was filed on 28 November 2002 and published as WO
03/048812 on 12 June 2003. | should perhaps say that when these proceedings were
launched there was some confusion about whether Dr MacGregor had been named as an
inventor of the GB patent, but that confusion was resolved shortly before the hearing.

Statoil say that the inventors were not Professor Sinha and Dr MacGregor but Dr
Ellingsgrud and Dr Eidesmo. As a consequence, the patent and application should, they say,
be in thelr name, not Southampton’s.

The statute law

The present proceedings have been brought under sections 12, 13 and 37 of the Act. These
sections are well known, and for present purposes it will be sufficient if | smply outline their
generd provisons rather than reciting them in full.

Section 37 gives me the jurisdiction to determine entitlement to the GB patents. Entitlement
isclosdy linked to inventorship because the basis on which entitlement should be decided is
St out in section 7(2) asfollows:

“A patent for an invention may be granted-
(& primarily to the inventor or joint inventors;

(b) in preference to the foregoing, to any person or persons who, by virtue of any
enactment or rule or law or by virtue of an enforceable term of any agreement
entered into with the inventor before the making of the invention, was or were a the
time of the making of the invention entitled to the whole of the property in it (other
than equitable interests) in the United Kingdom;
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() in any event, to the successor or successorsin title of any person or persons
mentioned in paragraph (a) or (b) above...”

Section 7(3) identifies the “inventor” asthe actua deviser of the invention.

AsMr Alexander rightly pointed out, this means that an enquiry asto ownership must start
with an enquiry into who were the inventors. Indeed, thet isthe main issue in the present
case, because as between Dr Ellingsrud and Dr Eidesmo on the one hand and Statoil on the
other, there is no dispute that any invention made by Dr Ellingsrud and Dr Eidesmo belongs
to Statoil. Likewise, as between Professor Sinhaand Dr MacGregor on the one hand and
the Univergity of Southampton on the other, there is no dispute that any invention made by
Professor Sinhaand Dr MacGregor belongs to the University.

Section 12 gives mejurisdiction to determine entitlement to the foreign and internationa
patent gpplications. Section 13 gives the inventor aright to be mentioned in the patent, and
gives me the jurisdiction to issue an appropriate certificate if | find that the wrong person has
been named. Section 13, as| understand it, only appliesto the GB patent.

Relevant case law

Counsdl took me to a number of precedents at the hearing, and since then they have made
further submissonsin the light of the Court of Apped judgment in Markem. | am grateful
for those submissons. The case law has asgnificant bearing on the present dispute, and |
must therefore explain the generd principles| glean fromiit. | will come back later to the
gpplication of those principles to the particular facts of this case.

In an entitlement and inventorship action, the burden of proof lieswith the damants. Thisis
along-established principle expressed, for examplein Viziball Ltd’ s Application [1988]
RPC 213, by the hearing officer and endorsed by Whitford J on appedl in the Patents Court.
The burden, though, goes beyond merely showing that the cdlaimants inventors made the
invention and that the claimants derive title from their inventors. There hasto be what has
sometimes been caled a causd link between what the clamants and their inventors did and
the patent applicationsin dispute. AsJacob L Jput it in Markem:

“If A makes an invention but does not apply for a patent, and B independently comes
up with the same ideaand appliesfirgt, A cannot either complain or clam any part of
B’spatent. Like nearly al countries (save for the USA) we operate on afirg to file
system.”

However, as Mr Alexander rightly submitted, the burden does not stop there. On
inventorship, in the present case the claimants are seeking firgly to add additiond inventors
to, and secondly, to remove the existing inventors from, a patent. That was dso the position
in University of Southampton’s Applications [2005] RPC 11 (which | shdl cal “IDA v
Southampton” to avoid any confusion with the present case). In para49 of hisjudgment
Laddie Jsaid:



29

30

31

32

“Under the first heed, al they need to prove isthat, on abalance of probabilities, they
made a relevant contribution to the inventive concept or one of the inventive concepts
in the patent. Under the second, they need to go further. They must overcome the
presumption in s.7(4) and prove not only that they devised the inventive concept or
concepts but that the named inventors contributed nothing of substance to any of them.”

Thusin the present case, to add the names of Dr Ellingsrud and Dr Eidesmo, Statoil need to
prove to me that on the balance of probabilities they made relevant contributions to the
inventive concept or concepts. In order to persuade me that Professor Sinha and Dr
MacGregor should not be named as inventors they need to go further and show that Dr
Ellingsrud and Dr Eidesmo devised the invention and that Professor Sinha and Dr
MacGregor contributed nothing of substance to the inventive concept or concepts.

On entitlement too, the burden goes beyond merdly establishing acausd link. AsJacob L J
sadin Markem:

“What hasto be shown isthat A isentitled to B’ s application or part of it. Inthe
usud run of case, such entitlement will arise by reason of the operation of some
independent rule of law, such as contract, breach of confidence or thelike. . . . We
think it follows that, whether or not A is entitled to apply for a patent pursuant to .7 is,
as such, irrdlevant to whether or not he can clam an entitlement to an application by B.
For the latter he must be able to show that in some way B was not entitled to apply for
the patent, either a al or done. It followsthat A must invoke some other rule of law to
establish his entitlement - that which gives him title, whally or in part, to B's
gpplication.”

Thusin the present case Statoil must establish that the University of Southampton were not
entitled to gpply because of some legd condraint on them.

So much for the burden on Statoil, but before | can get into the questions of inventorship and
entitlement, | must identify the invention. Where, though, do | find the invention? This has
become a Sgnificant issue in the present case. Section 125 of the Act says.

For the purposes of this Act an invention for a patent for which an application
has been made or for which a patent has been granted shall, unless the context
otherwise requires, be taken to be that specified in a claim of the specification of
the application or patent, as the case may be, as interpreted by the description
and any drawings contained in that specification . . .

Now entitlement disputes can arise (under section 8, not section 37) before there are any
cdams, or a atime when the dams arein afluid state and il subject to amendment during
the pre-grant examination process. Because of this, thereisalong line of authority to say
that, in a pre-grant entitlement dispute, one cannot Smply go to the clamsto identify the
invention or inventions - for the purposes of section 125, it is a Stuation in which “the context
otherwise requires’. Instead, one must look more broadly.
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In IDA v Southampton, after consdering the judgmentsin Henry Brothers (Magher afelt)
Ltd v The Ministry of Defence [1997] RPC 693 and [1999] RPC 442, Laddie J
suggested at para 39 that the approach should be as follows:

“Firg, it is necessary to identify the inventive concept or concepts in the patent or
goplication. Secondly, it is necessary to identify who came up with the inventive
concept or concepts. He or they are the inventors.”

In other words, for entitlement and inventorship purposes pre-grant, one is not focussed on
what is claimed but on the inventive concept or concepts. The notion of “inventive concept”
comes from section 14(5)(d) of the Act:

The claimor claims shall relate to one invention or to a group of inventions
which are so linked as to form a single inventive concept.

However, isthe postion different with a granted patent? In Markem at first instance,
Markem Corporation v Zipher Limited (No. 1) [2004] RPC 10, HH Judge Fysh
suggested it was, because in paragraph 51 he said:

“Certainly in so far as granted patents are concerned, the wording of the claims may
safely be regarded as being an accurate statement by the inventor/proprietor of the
essence of hisinvention.”

Thisled to an gpproach which looked at entitlement on aclam by clam basis.

On gpped, as Mr Alexander stressed in his further submissions, the Court of Appeal held
that this was the wrong approach. As Jacob L J concluded in paragraphs 101 and 102

“Accordingly we think oneis driven to the concluson that s8 isreferring essentidly to
information in the specification rather than the form of daims. It would be handy if one
could go by the clams, but one cannot. Who contributed what and what rightsif any
they had in it lies a the heart of the enquiry, not what monopolies were actudly
clamed.

It is not possible to be very specific aout how thisisto be done. But asagenerd rule
onewill gart with the specific disclosure of the patent and ask whether that involves the
use of information which isredly that of the gpplicant, wholly or in part asjoint owner. .
.. Wha oneis normally looking for is “the heart” of the invention. There may be more
than one “heart” but each clam is not to be considered as a separate “heart” on its
own.”

Jacob L Jwent on to quote with gpprova the following comment by Christopher Floyd QC,
gtting as a Deputy Judge, in Stanelco Fibre Optics Ltd’ s Applications [2005] RPC 15 at
paragraph 15A:

“It is clear that a mechanitic, dement by eement approach to inventorship will not
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produce afair result. If A discloses anew ideato B whose only suggestion isto paint it
pink, B should not be ajoint inventor of a patent for A’s product painted pink. That is
because the additiond feature does not redly create a new inventive concept at al.

The feature is merdly aclam limitation, adequate to overcome a bare novelty objection,
but having no subgtantid bearing on the inventive concept. Patent agents will frequently
suggest claim limitations, but doing so does not make them joint inventors. Some
sripping of aclam of its verbiage may be necessary to determine the inventive

concept, and consequently the inventor. But one must keep in mind that it is the
Inventive concept or concepts as put forward in the patent with which one is concerned

Now it istrue that Jacob L Jarrived at his conclusion by considering the pre-grant position
under section 8, not the post grant position under section 37. However, as Mr Alexander
has pointed out, Markem did in fact involve both section 8 and section 37, and a no point
did Jacob L J suggest that he needed to gpply different consderations under section 37.
Indeed, there is an implicit indication that one should not do so in paragraph 100 of the
Court of Apped judgment:

“The question of entitlement can arise before any daims exist - and mugt in principle
remain the same whatever clams later emerge.”

Taking this point to itslogica conclusion, the same gpproach must be used under section 37
as under section 8, because otherwise one could have the absurd result that inventorship and
entitlement could change a the moment of grant.

So, even in agranted patent | must look at the information in the specification rather than
amply looking a the monopoly clamed. In my view that does not mean | mustn't look at
thecdamsat dl. That isvery clear from Christopher Foyd' s commentsin Stanelco,
because in taking about “gripping acdam of itsverbiage’ he was dearly contemplating using
aclamasadarting point. Indeed, in a granted patent something would be very wrong if the
main clams did not give areasonable pointer to the “heart” of the invention. However, |
cannot Smply adopt them as a definition of the relevant subject matter for inventorship and
entitlement purposes.

| should say at this point that in his further submissions, Mr Alexander argued that what
Markem established isthat an invention essentialy involves information or knowledge, and
that therefore my job was to ask who contributed what relevant information to the patent in
guestion. That seemsto me to be too broad a reading of the principleslaid down by
Markem. What Jacob L Jsaid is that one must ask whether the disclosure involves the use
of information “which is redly that of the gpplicant, wholly or in part asjoint owner”. The
relevant information, therefore, isinformation that has an owner. Contributing information
that cannot redlly be said to have an owner - and that might include the knowledge of an
expert - may not be sufficient to justify a clam to entitlement.

Before | move off this point, | must refer to another argument that was put to me at the
hearing by Mr Burkhill. He referred me to the following comment by Laddie Jin Brugger
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and others v Medic-Aid Ltd [1996] RPC 635 at 656:

“Theimportant issue ... isto identify correctly the inventive concept which the patentee
must be taken to have put forward as underpinning his monopoly. For thisitis
necessary to bear in mind that the relevant inventive step must apply to dl embodiments
fdling within the dams which are said to have independent vdidity. It isnot legitimate
to define the inventive step as something narrower than the scope of the rlevant clams.
In particular it is not legitimate to identify a narrow sub-group of embodiments faling
within the dlam and which have certain technicd advantages and then to define the
inventive step in terms which gpply to that sub-group but not the rest of the claim.”

Whilgt recognising this comment was made in the context of ng inventive step, Mr
Burkhill argued thet it was dso rdevant in the present context. In determining the inventive
concept of aclam for inventorship and entitlement purposes, he submitted, | must have
regard to what is set out in that clam across its full breadth and not a narrower subset of the
cdam.

Mr Burkhill was making this comment before we had the benefit of the Court of Apped
judgment in Markem. That judgment has moved the godposts in the sense that it movesthe
assessment away from an enquiry into the monopolies claimed. However, Laddie J s
comment dill strikes me as relevant, because the “inventive concept . . . underpinning his
monopoly” seemsto meto be expressing in different words Jacob L Js*heart” of the
invention. Thusif thethrust of the disclosureis that the invention covers abroad ares, it
would be wrong to determine inventorship and entitlement solely by considering only a
narrow subset of that area.

Thereisone other point. The case law | have mentioned above taks about inventive
concept or concepts and the heart or hearts of the invention. That makes sensein the
context of a patent application because there can clearly be more than one inventive

concept, if only because an gpplication may suffer from defects such as plurdity of invention
that have not yet been resolved. If there is more than one concept or heart, it has a knock-
on effect on inventorship and entitlement because the different concepts or hearts could have
different inventors. However, by virtue of section 14(5)(d) one might suppose that ordinarily
agranted patent should only have one inventive concept. Does this mean that in a granted
patent one should only be looking for a single concept or heart from which inventorship and
entitlement must flow, or could there be more than one even in a granted patent?

This point has not been clearly addressed in any of the recent authorities. Thereisahint at
paragraph 25 of Stanelco that in this respect granted patents are different from patent
gpplications, but it is not clearly stated and would in any case be obiter. It seemsto me that
whilgt section 14(5)(d) requires there to be an inventive concept that links al the dams; it
doesn't exclude the possihility of other inventive concepts being present. Accordingly, and
in the absence of clear authority to the contrary, | am not going to rule out the possibility that
there could, for inventorship and entitlement purposes, be more than one concept or “heart”
in agranted patent. Equdly, it isclear | should not be scouring the specification looking for
inventive concepts in every nook and cranny.
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Once an inventive concept has been identified, | must then address the question of who
invented it. This can be a contentious issue when one person A has an idea and a second
person B then takes it forward eg by developing away of redising theidea. Whether B is
the sole inventor, a co-inventor or neither will depend on the circumstances. Mr Alexander
acknowledged that if B merdly reduces the invention to practice, or a least fleshes out the
invention so that the patent specification can be sufficient, that may not be enough.

However, he submitted that if an invention conssts of both an underlying ideainvented by A
and its means of redlisation contributed by B, A and B are co-inventors.

The case law makes clear that merely contributing to aclam is not enough to make someone
an inventor. Mr Burkhill drew my attention to Henry Brothers (Magherafelt) Ltd v The
Ministry of Defence [1997] RPC 693 and [1999] RPC 442, in which Jacob J (as he then
was) regjected the argument that anyone who contributes in a substantial way must be
regarded as an inventor, saying (p706):

“I do not think it is right to divide up the dlaim for an invention which condgts of a
combination of eements and then to seek to identify who contributed which element. |
think the inquiry is more fundamenta than that. One must seek to identify who in
substance made the combination. Who was responsible for the inventive concept,
namdy the combination?’

In the Court of Apped, Robert Waker LJ, dthough disagreeing with the judge that the
invention in that case was a combination of eements, agreed with the principle. It wasadso
followed by Laddie Jin IDA V Southampton at paragraph 49:

“...aperson is not an inventor merely because he “contributesto aclam”. His
contribution must be to the formulation of the inventive concept.”

and by Christopher Floyd QC in Stanel co:

“But in my judgment, the crucid question is not the inventiveness (in the obviousness
sense) of the second researcher’ s contribution, but whether the second researcher can
be said in substance to be jointly responsible for devising the inventive concept.”

So where does that leave B if his contribution is to provide enabling information or reduce
theinvention to practice? As Mr Burkhill pointed out, thiswas consdered in both Sanelco
and IDA V Southampton. To quote from the latter at paragraph 47:

“Frequently, an inventive concept arises from a contribution of more than one mind,
with each putting some of the pieces together and it is unredigtic to think thet only one
madeit. On thefactsit may be impossble to digtinguish between the contributions of a
number of individuds to asngle inventive concept in which case they are dl inventors.
It may be, on the facts, that an invention could not have been made without the
intellectud input of anumber of people. If S0, they may dl be “respongble for the
inventive concept” (to use Jacob J swords), even if some of them did not complete the
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picture. This, however, does not mean .... that those whose only contribution isto
supplying data for enabling disclosure thereby qudify asinventors”

Thusif the invention could not have been made without the intellectua contribution of both A
and B, both areinventors. However, if B merdy providing enabling information or reduces
the invention to practice, that is not enough to make B an inventor. Of course, as Mr
Alexander argued and as Stanel co makes clear, focussing on the inventive concept can
work the other way. B may be the sole inventor if what A comes up with is merely avague
idea or pipedream and it is B who devises the invention to make that pipedream aredity.

Once | have reached a decison on the inventorship, then the ownership issue will be settled
automatically. | say this because as| have explained above, there is no dispute that any
rights arisng from any contribution made by Dr Ellingsrud and Dr Eidesmo belong to Statall,
and amilarly, any rights arising from any contribution by Professor Sinha and Dr MacGregor
belong to the Univeraty of Southampton.

Finaly, I mugt turn to the question of vdidity. Section 74 does not dlow vdidity to be put in
issue in inventorship and entitlement disputes. Accordingly, it has traditionaly been assumed
that vaidity cannot be questioned in such proceedings, so that one determines ownership of
the invention as presented even though in truth that may not be a patentable invention. At the
subgtantive hearing both counsd followed thisline, dthough Mr Alexander danced carefully
around the point by suggesting thet there redlly wasn't very much in the main daims.
However, the Markem apped raised a big question mark over the traditiona approach
because Jacob L Jsaid:

“If the patent or part of it is clearly and unarguably invalid, then we see no reason why
as amatter of convenience, the Comptroller should not take it into account in exercisng
his wide discretion. The sooner an obvioudy invaid monopoly is removed, the better
from the public point of view. But we emphasise that the attack on vdidity should be
clear and unarguable. Only when there is self-evidently no bone should the dogs be
prevented from fighting over it.”

In his supplementary submissions following the hearing, Mr Alexander seized on thisto argue
that clam 1 was invalid and could not therefore contribute to the inventive concept. The
question is, can | properly take account of arguments like this? In my view, acloser look a
Markem suggest there are two significant factors to take into account. First, as the above
quotation makes clear, one should only take dleged invdidity into account in aclear cut

case. Second, the relation between the dlegation of invadidity and the case the dleger is
making may dso berdevant. In Markem, the clamant was arguing that one clam was
invaid as part of its claim to be entitled to the subject matter of that claim - in short, it was
trying to have its cake and eat it. Jacob L Jwould have none of it, saying a paragraph 90:

“We think that if an inherent part of aclam to entitlement is dso an assertion of or
acceptance of invdidity, the entitlement dam mugt fall.”

That principle, it seemsto me, must apply to both parties, so that a defendant should not be
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dlowed to get away with pleading invalidity as an inherent part of his defence,

The witnesses

I must now say alittle more about the individuasinvolved in thisaction. | will start with the
defendants, because for them there are just two key players.

C  Professor Martin Snhais currently Professor in Earth Sciences at the University of
Southampton. From 1982-March 2000 he was involved in research in marine
geophysics a Cambridge University.

C  DrLucy MacGregor isaphyscist who is currently (from Feb 2003) Chief Scientific
Officer at Offshore Hydrocarbon Mapping plc (fOHM’), a spin-off company from the
Univergty of Southampton. She previoudy worked with Professor Sinha at Cambridge
and then Southampton.

There are more key players on the claimants sde:

C  Dr Sven Ellingsrud is an eectronics engineer currently (from Feb 2002) vice-president
of research and development at ElectroMagnetic GeoSarvices AS ((EMGS)), an
offshoot of Statoil. He was previoudy employed by Statail.

C DrTejeEidesmoisaphyscist and currently presdent of EMGS but previoudy
employed by Statoil.

C  Dr Per Atle Olsen isaphyscist employed by Statoil.

C  StdeJohansenisageophysicist currently employed by EMGS but from 1986-2000 he
was employed by Statoil.

C HaddWeserdahl isageophyscist working for the Norwegian Geotechnicd Ingtitute
(‘NGI’), aprivate foundation carrying out research and consulting in the geo-sciences.

C  Mr Skaeveland worksin Statoil’ s patent department.

Findly, Professor Steven Congtable, who is not awitness but is mentioned in the evidence, is
ageophysicist based at SCRIPPS in Cdifornia

With the exception of Professor Constable and Mr Skjaeveland, al the people named above
supplied witness statements and were cross examined at the hearing. In addition awitness
satement from Mr Skjaeveland was handed up at the hearing.

It isapleasure for meto say that | found al the witnesses who were cross examined to be
good witnesses. They were knowledgeable, gave consdered answers, and did not
speculate when taken outside their area of expertise or persona recollection. | formed the
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impression that al were trying to reply honestly, and that on the whole their recollections
were reliable notwithstanding the fact that the mgor events on which they were being
questioned took place some 5 years ago. | must dso commend the Norwegian witnesses
for coping so well with the English language, particularly given the length of time for which
some of them were cross examined.

Whilst dl the withesses were called as witnesses of fact, not as expert witnesses, given the
importance of technica factorsin this dispute they were dl questioned on technical issues.
They dl came across as expertsin one aspect or another of the technology, and | did not
detect any fundamenta disagreements between them on that technology. There were afew
minor differences, but it was dways clear to me that these smply reflected ther different
perspectives. For example, when Dr Ellingsrud and Dr MacGregor disagreed over whether
aparticular modd of resgtivity variaions below the seabed was redigtic and likely to be
encountered in practice, their views were based on their different experiencesin investigating
seabed geologicd structures. Dr Ellinsgrud has only ever been concerned with Structures
that are of potentia commercid interest, whereas Dr MacGregor, with her more-academic
approach, was interested in any structures that might exist somewhere. There were dso
differences on terminology, but by the end of the hearing | was satisfied none of these
reflected any red difference of substance.

I will make some brief comments on the individua witnesses. Dr Ellingsrud, in his very long
session in the witness box, at times seemed to be avoiding giving straight answersto Mr
Alexander’squestions. However, | fdt that his gpparent evasiveness was partly dueto his
difficulty in understanding some of the complex questions which, one has to remember, were
not in his native tongue and partly because many of the questions he was asked smply didn’t
admit of asmple, sraight answer. He was certainly nervous, and | noticed he was
particularly nervous when being pushed hard on one of the key questions - whether he had
had the idea of using the plit between the inline and broadside responses - but | felt his
nervousness arose from the intendty of the cross examination, not because he was telling lies.
It also transpired that he was not well and in some considerable pain for part of the time, and
that will have increased the pressure he must have been feding. Overdl, | am satisfied that
he was a rdliable witness.

Asfor Statail’s other witnesses, Dr Eidesmo gave his evidence clearly and confidently and |
am satisfied that his responses were an honest recollection of events. Mr Westerdahl came
across as sound, technicaly-expert and very helpful in his responses, particularly when
explaining the experimentad work done by NGI for Statoil. | have no hesitation in accepting
his evidence. Professor Johansen also came across as very sound, very knowledgeable and
absolutely rdiable, taking care not to stray beyond his area of expertise. Finadly Dr Per Atle
Olsen, who was only cross-examined very briefly, came across as sound and religble.

For Southampton, Professor Sinhaand Dr MacGregor were clearly very knowledgeable
expertsin their field. They were both concerned to demondirate their integrity so as not to
damage their academic reputations, and | felt they answered very honestly about what hed
occurred even though their answers may have been more helpful to Statoil than the
University. However, there was one point where | felt Professor Sinha resorted to
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unconvincing rationaisation to avoid admitting something. | will come back to thet later.

What isthe main inventive concept?

| can now turn to the substantive issues. In the light of the case law, | must sart by
identifying the inventive concept or “heart” of the invention. For convenience | will work
from the GB patent, because it seems to be common ground that the internationa application
relates to the same inventive concept or concepts. (For example, in his opening submission
Mr Alexander said that the GB patent and internationa application were subgtantively the
same S0 far astheissuesin question are concerned). | dso note that, at least asfiled, the
two share the same description.

Intheir cases as origindly pleaded, neither side redlly focussed on the inventive concept -
they addressed the issues more generdly in terms of the totality of the information in the
patents. In his skeleton arguments for Statoil both before the hearing and in closing, Mr
Burkhill argued that the inventive concept was embodied in clam 1 and that there was
nothing of inventive significance in any of the other claims. Statoil have maintained that
pogition in the additiona submissons they made after the Court of Apped judgment in
Markem. In his skeleton arguments for the University of Southampton before the hearing,
Mr Alexander argued that there were a least elght aspects to the invention, the implication
being that each of them condtituted an inventive concept. The first aspect he identified was
what isessentidly in clam 10. This can be characterised as clam 1 plus the additiond step
of combining two data sets to produce aresults data set. The other aspects were, in
esence, dl adding refinements to the firgt agpect. In his closing and additiond submissons
he took much the same line, save that in his closgng submissions he dso contemplated the
possibility that clam 1 on its own embodied an inventive concept.

What this boils down to isthat there is disagreement about () whether what | shdl call the
main inventive concept is embodied in clam 1 or in something narrower than clam 1 and (b)
whether there are d'so a number of additiona inventive concepts. | shall concentrate on the
main inventive concept at this stage and will come back to point (b) later. As| concluded
when discussing the case law, to identify the main inventive concept, | must look at the
information in the specification rather than focussng narrowly on the claims, dthough thet
doesn’'t mean | mugt ignore the clams.

The specification garts off with some background. It explains the limitations of known
seigmic and magneto-telluric techniques, and refers to contexts in which dectromagnetic
surveying of resgtivity has dready been used. It then has asummary of the invention which
darts off:

“The invention discloses a new approach for eectromagnetic surveying to locate
hydrocarbon layers. New source-detector geometries are used based upon an

€lectromagnetic source.

According to afirst aspect of the invention there is provided an eectromagnetic survey
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method for surveying an area previoudy identified as potentialy containing a subsea
hydrocarbon reservoir, comprising:

providing an eectromagnetic source having a dipole axis and first and second
detectors,

obtaining first and second survey data sets by moving the eectromagnetic source
relative to each detector to collect data over arange of source-to-detector
distances,

wherein the first survey data set is obtained with the dipole axis of the
electromagnetic source digned end-on relative to the first detector so that the first
survey data set is sengtive to resistive hydrocarbon layers exploiting largely gavanic
effects, and

wherein the second survey data set is obtained with the dipole axis of the
electromagnetic source digned broadside relative to the second detector so that the
second survey data st is rdlatively insendtive to resstive hydrocarbon layers
exploiting dominantly inductive effects.”

Thisfirst aspect isidentica to clam 1, and indeed for convenience | have broken it down
into subparagraphs asin clam 1. | should perhaps say it is common ground that a method of
dectromagneticaly surveying “an area previoudy identified as potentidly containing a subsea
hydrocarbon reservoir” must be construed as areference to the direct detection of
hydrocarbon reservairs, ie distinguishing a hydrocarbon reservoir from, say, awater-filled

layer.

The description goes on to explain the importance of looking at both end-on and broadside
datain combination, and discusses anumber of detailswhich | can gloss over because they
arenot redly inissue. It then moves on to a second aspect which is essentidly identical to
the first aspect save that it uses the same detector for both the end on and broadside data.
This corresponds to independent clam 4. | do not see any significant difference between the
inventive concept of this clam and that of dam 1 because there is nothing in the specification
to suggest thereis any merit in having just one or just two detectors, and indeed, neither
counse suggested | should treet dlams 1 and 4 differently. The fine differencesin wording
are clearly just there to ensure the invention is claimed as broadly as possible.

Third, fourth and fifth aspects follow, corresponding to independent claim 10, 21 and 22
(dthough clam 10 is not truly independent). Whereas the first and second aspects are
concerned with “an eectromagnetic survey method”, the third aspect is directed to “a
method of anadysing results from an eectromagnetic survey”, but it requires the results to
have been obtained from a survey in accordance with one of the preceding aspects. What
the third aspect adds to the requirements of the first two aspectsis.

“combining the first and second survey data sets to obtain a results data set that
represents a difference between the end-on and broadside alignments as a function of
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the source-to-detector distances surveyed”.

Like thefirst and second aspects, the fourth and fifth aspects differ from each other only in
that one requires one detector and the other requirestwo. Again neither counse suggested
they embodied different inventive concepts, so | shal consder them together. They are
directed to amethod of planning an eectromagnetic survey by creating amodel of an areato
be surveyed (ie establishing as many parameters of the area as possible) and then smulating
the survey method of the first or second aspect.

There are referencesin the “summary of the invention” section to various preferred fegtures,
but there is certainly no suggestion that any of them condtitutes the main heart of the
invention. |1 shall come back to them later. There are dso references to what purport to be
further aspects but in truth are just different daim formulations (eg “a computer program
product bearing machine readable ingructions for implementing the method . . .”). Rightly,
neither counsd took any issue on these and so | shall ignore them for present purposes.

In my view, dl parts of this summary point clearly and unequivocdly to the same inventive
concept: direct detection of a hydrocarbon reservoir by moving adipolereativeto a
detector to collect both broadside and in-line data over arange of source-to-detector
distances, from which it is possible to deduce whether a hydrocarbon reservoir is present.
That is certainly the heart of the first and second aspects (ieclams 1 and 4). Itisdsoinmy
view the heart of the fourth and fifth aspects (claims 21 and 22) because the evidence from
both sides clearly establishes that to be able to conduct a survey effectively and be able to
interpret the results, modelling like this is an essentid first ep. Moreover, | can see nothing
in the particular description which follows the “ summary of the invention” to suggest the main
heart of the invention liesanywhere dse.

Mr Alexander, though, disagreed with this assessment of the core inventive concept. He
maintained that it requires the additiona step of combining the two sets of data asin the third
agpect and dlaim 10. Thissubmission is based on two arguments. The firdt, which he felt
free to enunciate more clearly in his further submissions after the Court of Apped’ s judgment
in Markem, isthat there is no invention in the inventive concept as | have identified it above.
Asheput it:

“. .. theinventive concept cannot reside in clam 1 snce thereis plainly nothing
inventive about it.”

The second, which follows on from thefirg, isthat it is the additiona step of the third agpect
and clam 10 that is clearly the Sgnificant and crucid contribution made by the disclosure to
the prior art. | will art by consdering the first argument.

The University of Southampton have made no offer or undertaking to amend the patent if
ownership says with them, so what they are in effect saying is. Statoil cannot have clam 1
because it isn't an invention, so we can keep it. This stance bears aremarkable smilarity to
the one that was criticised in paragraph 90 of Markem. The boot may be on the other foot
in the sense that it is the defendant/patentee, rather than the claimant, that is making the
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assartion, but it strikes me that the principle must be the same. To adapt Jacob L J swords,
if an inherent part of adefence to aclaim to entitlement is aso an assertion of or acceptance
of invaidity, the defence mugt fail. The Univergty’'s podtion isdl the more remarkable
because clam 1 isaclam that they themselves prosecuted to grant, and the assertion of
invaidity is not based on any new art of which the named inventors are dleged to have been
previoudy unaware.

However, even putting that point to one side, the evidence has not in my view even begun to
established that clam 1 (which for the moment | can take to represent what | have identified
as the core inventive concept) isinvaid through want of either novelty or inventive sep. Mr
Alexander argued clam 1 was manifestly obvious because use of CSEM for direct detection
of hydrocarbons was known and Statoil’ s own witness Dr Westerdahl had confirmed that
use of both broadside and inline data was standard practice. Mr Burkhill complained that
this argument was contrary to the well-known case of Technograph v Mills & Rockley
[1972] RPC 346 (which sets out the basic gpproach to ng obviousness), contrary to
the evidence, not a pleaded issue and not admissible by reason of section 74 because it did
not pass the “clear and unarguable’ test of Markem.

| agree with Mr Burkhill. Mr Alexander relied on the fact that an EPO firgt-instance decision
has recently held that a Statoil patent application lacks novety in the light of a patent known
as Srnka, USA617518, granted in 1986. Thisisarather tortuous argument. | am not
interested in what effect Srnka has on the claimsin Statoil’ s application. What mattersisits
relevance to the present claim 1, and as Mr Burkhill pointed out, Statoil themsalves argued
that the present clams were novel and inventive over Srnka during prosecution of the GB
gpplication. Moreover, it isimmediately gpparent that the difference between Srnka and
clam 1 goes beyond the use of broadside and inline data. Srnka, for example, does not
move the source reldive to the detectors, o even if it islegitimate to combine Srnka and
what Dr Westerdahl said, that isn’'t enough to establish that claim 1 isobvious. On that
count done, Mr Alexander’ s argument falls hopeesdy short of the “clear and unarguable
tes”. Quite gpart from that, what Dr Westerdahl or, for that matter, any of the other
witnesses said is not a proper basis for an obviousness argument. | would need proper
evidence as to what was and was not common general knowledge at the relevant time, not
samply comments made in a different context by people who were acknowledged experts.

Mr Burkhill is dso right when he says Mr Alexander’ s argument is contrary to the evidence.
Take, for example, the reaction of Professor Congtable after Statoil had presented this
inventive concept to him. If he had fdt that there was nothing in the concept, his report
would have been very downbesat. Instead, it was the exact opposite. To quote afew telling

passages.

“The seefloor EM method isnot new . . . [but] the proposed application to direct
detection of hydrocarbonsis, to the best of my knowledge, nove.”

“In conclusion, it is my opinion that the proposed method has a reasonable chance of
success for sufficiently large targets (the type being suggested).”
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“I wish Statoil every successin its endeavour; it is pleasing to see innovative research
coming out of the industry sector.”

Thus he expressy states that he thought the concept was new, and the way he speaks about
it is not consstent with aview that it was obviousto him. Thisisnot dl, because we aso
know Professor Sinha was excited when Statoil presented the inventive concept to him -
even Professor Snhahimsdf admitsthis. In cross examination he tried to rationdise this by
saying that he was excited not at the concept but at the fact that an oil company were
interested init. However he then had to wriggle uncomfortably when he was asked to
explain why, according to his own evidence, he went on to seek an explanation for Statoil’s
results so far and to speculate on what might be happening. Thisisthe one point in

Professor Sinha s testimony where | felt he was being less than convincing. | am satisfied his
excitement reflected the fact that the concept had not occurred to him before.

If Professors Congtable and Sinha were run-of-the-mill academics, these reactions might not
carry much weight. However, they are two of atiny handful of world expertsin this
technology. They clearly both found the concept exciting, so | do not for one moment
believe they could have regarded it as obvious. If it was not obvious to two such eminent
experts, it certainly cannot have been obvious to the unimaginative person skilled in the art
who provides the proper legd test for obviousness. We are nowhere near the high threshold
in Markem that “the atack on vadidity should be clear and unarguable’.

However, quite gpart from the question of whether clam 1 is dlearly and unarguably obvious
- Mr Alexander’ sfirgt argument - | have difficulty with his second argument too. Mr
Alexander was keen to paint the additiond step of combining the two sets of datainto a
“results data set” asin clam 10 as a Sgnificant one, but Mr Burkhill rightly urged meto
interpret it in the light of what is actudly described. As Professor Sinha agreed during cross
examination, the only “combining” described is plotting the first and second data sets on the
same graph o that the graphs can be compared visudly. Thusthe “results data set” could
be astrivia asacommon graph. Inview of this, claim 10 goes beyond clams 1 and 4 only
in that it requires the broadside and inline data to be compared. As thereis no reason for
collecting both inline and broadside data unless one is going to compare them, | can see no
difference between the inventive concept of dlam 10 and that of clams 1 and 4.

Mr Alexander dso placed alot of emphasis on what he described as specificity as distinct
from sengitivity, thet is, the ability to distinguish oil-filled layers from other subsea geologica
sructures that would dso give an inline response (“fadse podtives’, as he cdled them). The
only example we have of such agructure is the one shown in fig.4B of the patent, with five
layers of successvely increasing resdivity. The specification explains that this particular
structure gives both an inline and a broadside response, whereas an oil layer sandwiched
between lower resgtivity strata gives only an inline reponse, so comparing the two
responses distinguishes the two Structures.

At firg glance this sounds an attractive argument, but it does not stand up to close scrutiny.
Thefig.4B modd is said to represent a submarine sedimentary basin in which resdivity
increases steadily with depth due to the progressive expulsion of pore fluids by rising
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overburden pressure. The modd came from Dr Macgregor, and Mr Alexander argued that
it was only she, not the Statoil team, who had appreciated the importance of being able to
digtinguish from thistype of structure. However, Dr Ellingsgrud said in cross examination
that this sort of Structure was of academic interest only because you wouldn't find it in an
aea of potentid commercid interest to the ail industry. | beieve him, and indeed thisisthe
point to which | referred earlier on which an apparent disagreement between the two sSde’s
witnesses in truth only reflected a difference in perspective. In any case, evenif the ability to
distinguish from this type of structure is significant, that does not make the recognition of this
fact aninvention. Itisat best an unexpected advantage of an invention that had aready been
made.

Although the conclusions | have reached so far make it unnecessary for me to consider the
argument advanced by Mr Burkhill on the basis of Brugger, | haveto say that if | did, it
would lead to the same concluson. What Mr Alexander istrying to do is get meto identify
as the main inventive concept something narrower than the scope of the main clams. In
generd that is not alegitimate approach, and there is nothing about the present case that
would make it legitimate here.

In conclusion, | find that the main inventive concept is direct detection of a hydrocarbon
reservoir by moving adipole relative to a detector to collect both broadside and in-line data
over arange of source-to-detector distances. | will come back later to the question of
whether there are any other inventive concepts. First, | will consder who invented, and thus
who is entitled to, this main concept.

The claimants case on the main inventive concept

Statoil submit that the main inventive concept came entirely from Dr Ellingsrud and Dr
Eidesmo. By November 1997, they say, Dr Ellingsrud and Dr Eidesmo had the idea of
using an electromagnetic source and one or more detectors, al located on the seabed, to try
to identify the presence of athin hydrocarbon reservoir buried below the seabed between
lower-resigtivity strata. To support this contention, they point to the project proposal dated
November 1997 presented to NGI asking them to carry out aliterature study, asmulation
of an electromagnetic survey over a 20 m thick oil reservoir located 1 km below the seabed,
and asmple modd test to verify the Smulation. Additiondly, they say that the first report
from NGlI, dated May 1999, shows that modelling was carried out to calculate the inline and
broadside responses at various distances from an eectric dipole source located on the
seabed.

Statoil dso draw attention to the tank experiments commissioned by them and carried out by
MyL ab in 1999 in which measurements were made inline and broadside with asmple dipole
source and receiver using araft of several water bed mattresses secured together to smulate
aresdive layer asfurther evidence of their avareness of the need to take inline and
broadside measurements. The results of these tests carried out over arange of sgnd
frequencies were plotted on graphs in which the inline and pardld or broadside responses
for various source-receiver separations are shown aongside the theoretica inline and
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broads de responses with no mattresses. They suggest that the purpose of these testswasto
establish that there was a difference in response when there was aresistive layer present.

In addition to the evidence mentioned above, Statoil refer also to Professor Constable' s
peer review of the investigations and experiments that had been carried out up to November
1999 as evidence of how far Statoil had got by that stage. As quoted earlier, Professor
Congable expresses the view that the gpplication of EM radiation for direct detection of
buried hydrocarbon layers was novel, but he dso said:

“However, the work took the group [ie the Statoil team] from amost no experiencein
thisfied to having areasonable physica insght into the method. Their concdlusons are
not only basically correct, but they have discovered properties of the method known
only to avery few experts, (ie that the pardld/inline mode split is diagnostic of buried

layers).”

This, they say, shows they fully gppreciated the sgnificance of the Salit at the time, and thisis
further demongtrated in the minutes of the so-cdled ‘kick-off’ meeting of 29 February 2000,
when the possibility of filing a patent application based on the split was consdered.

Statoil therefore argue thet dl the dements of the main inventive concept | have identified
above had been put together by them prior to the first meeting with Professor Snha and that
al these dements were disclosed by them to Professor Sinha a the second meeting they had
with him on 15 March 2000. They say they only contacted Professor Sinha because they
needed an EM source and they knew that he had one. They did not contact him because
they needed his expertise to develop ther ideas, pointing out that if they needed such
expertise, they would obvioudy have gone back to Professor Congtable.

The defendants case on the main inventive concept

Southampton defence is based primarily on an assertion that Statoil have not discharged the
onus on them rather than on an dternative verson of events. They argue that Satoil have
not made their case since they have not shown in their evidence that (&) Dr Ellingsrud and Dr
Eidesmo persondly devised dl the features that make up the main inventive concept and (b)
Professor Sinha and Dr MacGregor made no contribution to the devising of the invention.

On thefirg point, they submit that there is no documentary evidence from Dr Ellingsrud and
Dr Eidesmo prior to the meetings with Professor Sinha and Professor Constable (apart from
the proposal from Dr Ellingsrud to NGl commissioning the investigations into the basic ideg)
relating to any aspects of the invention. They suggest that on the evidence presented it is not
clear, for example, that Dr Ellingsrud and Dr Eidesmo gppreciated the significance of
collecting both inline and broadside data. They point out that the NGI reports give little
condderation to measuring broadside data and that the MyL ab report, athough measuring
both inline and broadside data, draws no conclusion about the need to use both sets of data.
They suggest thet it is not clear, because there is no supporting documentary evidence, that
the MyL ab tests were intended to compare inline and broadside responses. They suggest
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that the initid idea of using both inline and broadsde information may have come from Dr
Westerdahl of NGI. Further, they say that the first clear reference to the significance of the
difference between the inline and broadside dataisin the peer review report by Professor
Congtable, and since even Dr Ellingsrud acknowledged that Professor Constable was the
first person to use the term “spilt”, he too may have made or a least contributed to the
invention. Indeed, they say Statoil didn’t even gppreciate the concept of the split until the
“kick-off” meeting in February 2000, when they apparently considered filing a patent
goplication for it.

The conclusion that Southampton invite meto draw isthis. Statoil have not discharged the
onus on them to prove that Dr Ellingsrud and Dr Eidesmo were the inventors. On their own
evidence, the invention could well have been made by Dr Westerdahl, Professor Congtable,
Dr Everett or employees a MyL ab, and if it was, the cdlam mugt fal because Statoil have
provided no evidence to show they have any right to inventions made by these people.

On the second point, they argue - as they had done in connection with the identity of the
main inventive concept - that at the date of the 15 March 2000 mesting between Professor
Sinhaand Dr Ellingsrud and Dr Eidesmo, when Statoil disclosed that they were looking to
use EM for direct detection of buried hydrocarbon layers, the idea was known, and by then
it would have been obvious to someone such as Professor Sinha to gather both inline and
broadside data in conducting such asurvey. The implication of thisisthat at that meeting
Professor Sinha was not given any information that he did not aready possess or that was
generdly known. In support of this contention, they point out that Professor Snhawas an
expert in the practica application of CSEM to surveying the seabed and was talking to il
companieswell before this date, extalling the merits of EM surveys, using both inline and
broadside datain sub-sea oil exploration.

Southampton say that even if it was the case that Dr Ellingsrud and Dr Eidesmo had new
information to impart a that meeting, Statoil have not proved that Dr Ellingsrud and Dr
Eidesmo devised dl the features of the invention disclosed in the patent. Southampton add
that the information imparted by Dr Ellingsrud and Dr Eidesmo to Professor Sinha amounted
merely to an idea (and a known or obvious one at that) but they did not have the redisation
of theidea. They argue that without Professor Sinha’ s input, they could not have carried out
a successful survey to prove the idea. and so did not have al the information needed to carry
out the invention.

Assessment of these submissions

It seems to me to be clear from the project proposa sent by Dr Ellingsrud to NGl in
November 1997 that by then he dready had the idea of using an EM source and severd
detectors or receivers located on the seabed for direct detection of an oil reservoir buried
beneath the seabed. Indeed, this evidence has not been chalenged by Southampton. The
computer modelling carried out by NGI suggested that for large offsets between an inline
horizontal eectric dipole and arecelver, asgnificant response would be detected by the
receiver, whereas in the broadside configuration there would be little or no response. Again,
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that evidence has not been chalenged.

Having established that there should be a positive response for the inline configuration in the
presence of aresgtive layer in the theoretical andys's, they used this configuration in some
smdl scdetridsuang tanksfirst at NGI and then a Statoil. It is Southampton’s case that
this shows Statoil failed to gppreciate the importance of collecting the broadside data as
well. Statoil’ switnesses say no, they were testing the inline response because that was the
one that needed testing, not because they hadn’t realised you needed the broadside
response too as a reference for comparison. | haveto say | find this explanation entirely
plausble, and | believe Statoil’ s witnesses.

However, | do not need to rely on that because Dr Ellingsrud commissioned further tests by
MyL ab and these clearly measured both inline and broadsde data. Moreover, the way in
which these results were presented, with the inline and broadside measurements for arange
of source-detector separations in the presence of the resstive layer (the waterbed
mattresses) plotted together with the corresponding calculated curves without the mattresses,
suggest that it was intended that the inline and broads de responses be compared with each
other and also with the respective inline and broadside responses in the absence of the
resdtive layer. This provides concrete support for Dr Ellingsrud’ s ingstence that he was
aware of the importance of collecting both inline and broadside data.

Further confirmation of this comesin the mention of the * split” in the peer review given by
Professor Steven Congtable. Mr Alexander suggested that until Professor Constable
mentioned the split, Statoil had not gppreciated the importance of using both inline and
broadside data and that the significance had been brought to their attention by Professor
Congtable. | find the language used by Professor Constable to be clear and unambiguous.
He says the Statoil team had discovered the split. It ssems very unlikdly to me that he would
have imparted this knowledge to Statoil and then given them credit for gppreciating it
themsdlves. | cannot accept Mr Alexander’ s proposition. It may well be that it was
Professor Constable who introduced the term “split” to the Statoil team, but that does not
mean the Statoil team were previoudy unaware of the concept. Dr Ellingsrud indsted that he
was aware of the significance of collecting both sets of data before the review, and | believe
him.

If that were not enough, yet further confirmation comes from the notes of the meeting on 29
February 2000. These are, admittedly, fairly cryptic, but they include the clear entry “split
inline/pardld - new gpplication”, and thisis, in my view, unequivoca confirmation thet the
Statoil team were aware of the significance of the split before they discussed thiswith
Professor Sinha.

| now come to the mesting that took place between Professor Snhaand Dr Ellingsrud and
Dr Eidesmo on 15 March 2000. It is Statoil’s case that Dr Ellingsrud and Dr Eidesmo told
Professor Snhadl the essentid features of the main inventive concept at that meeting, and
Dr Ellingsrud and Dr Eidesmo have given evidenceto that effect. Under cross-examination,
Professor Sinha eventudly accepted that dl the integers of the main inventive concept had
indeed been told to him by Dr Ellingsrud and Dr Eidesmo. Mot importantly, he expresdy
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conceded under crass examination that Dr Ellingsgrud and Dr Eidesmo had told him about
the split:

Mr Burkhill: The split relates to the difference in response between inline and broadside
and you get alarger solit if thereis a hydrocarbon layer than if there is no hydrocarbon
layer?

Professor Sinha: That istrue.

Mr Burkhill: That iswhat Dr Ellingsgrud and Dr Eidesmo told you that they had found,
Isthat not correct?

Professor Sinha: | believe they did say that, yes.

This concession was reinforced by Professor Sinha' s acknowledgement that Dr Ellingsgrud
and Dr Eidesmo had shown him a dide a the meeting which included the line “the proposed
pardld/inline antenna configuration is diagnostic for buried layers’. Indeed, he also said that
they had discussed the split at some length a the meeting because he was't initidly
convinced there would be one. | conclude that on the evidence, and asfar asthe main
inventive concept is concerned, dl the integers were known to Dr Ellingsgrud and Dr
Eidesmo before the meeting on 15 March 2000, and those integers were told to Professor
Snha a the meeting.

I now need to decide whether this establishes the necessary causd link required to establish
the ownership of the invention. As Markem made clear, to be effective in establishing
ownership the causd link must involve some breach of alega congdraint.

If Professor Sinha had not appreciated the inventive concept before the meeting with Dr
Ellingsrud and Dr Eidesmo on 15 March 2000, | would need to probe no further. 1t would
be inconceivable that the disclosure by the Statoil team had not led to the filing of the patent
goplication. That filing would therefore have been made mis-usng information that had been
given to Professor Sinha, and later Dr MacGregor, in confidence. On the basis of Professor
Sinha s own admission under cross examination that the patent specification copied parts of
the confidential Angola survey report, it would also have been mis-using informeation from
that report. | regard as hopeless Mr Alexander’ s last ditch attempt in his further submissons
to argue that Statoil had not established the relevant obligation of confidentiaity. However, if
it can be shown that Professor Sinha dready had knowledge of these features before the
mesting, in other words he had in essence devised the invention or someone e se had
devised the invention and told Professor Sinha about it, before the meeting, then | would
need to look at the causal link more carefully.

Professor Sinhaiis clearly aleading expert in the use of CSEM in surveying the ocean floor,
asfor that matter is Dr MacGregor. They have provided a substantial amount of evidence
reveding their involvement with research projects investigating geologica structures below
the seabed. This evidence shows that both of them were familiar with the way inwhich a
CSEM survey should be conducted collecting both inline and broadside data by moving a
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source relative to one or more detectors. Professor Sinha has devel oped a powerful eectric
dipole source, DASI, aswdll as receivers for usein conducting subsea EM surveys. Indeed,
the reason, or one of the reasons, why Statoil approached Professor Sinha, was because he

possessed DASI.

From the evidence submitted, it is clear that Professor Sinha s and Dr MacGregor’ s interest
in the subsea structure has been directed mainly towards geologicaly active zones a or near
boundaries in tectonic plates. Although they refer to contacts and presentations to ail
industry representatives in the late 1990s, they have not produced any evidence to show that
they contemplated using EM methods for the direct detection of buried hydrocarbon
reservoirs. In fact, Professor Sinha says in hisfirgt witness statement at para 36, that when
he was asked in 1998 by LASMO, an oil company for whom he was doing some
consultancy work, whether an EM survey could be used for direct hydrocarbon detection,
he concluded that it would not be possible using magneto-telluric techniques. He did not
apparently even consder whether CSEM techniques would work.

It ssems from the evidence they have presented, that what Professor Sinhaand Dr
MacGregor were offering oil exploration companiesin the late 1990s was primarily a
method of detecting sedimentary layers below basdts. Basdt isreatively opagueto
conventiona seismic techniques, so amethod which could “see through” the basdt
overburden would be of great value to those interested in finding sedimentary layersasitis
the latter which may contain hydrocarbon deposits. CSEM was being offered asa
technique to achieve this. Asbasdt has arddivey high resigtivity, what was being offered
was atechnique to detect a thin, relatively-conductive layer in amore-resstive subdtrate. |
can find nothing in their evidence to suggest they had contemplated using CSEM to directly
detect ail reservoirsin the present context, ie to detect athin relatively-resigtive layer of
hydrocarbons within more-conductive substrate. Indeed, Dr MacGregor conceded in cross
examination that she had not previoudy even consdered this problem, and Professor Sinha
a0 effectively conceded it when he admitted that a the March 2000 meeting he had initialy
been doubtful about whether a split would occur.

From this| conclude that Professor Sinha had not considered using CSEM as a means of
directly detecting buried layers of hydrocarbon at the time of the meeting on 15 March
2000. That conclusonis, of course, congstent with the excitement he showed at the
meeting and with his own admission that he discuss the split & some length during the
meeting because he waan't convinced it would exist. It followsthat | am satisfied the
requisite causa link is present.

There are, however, two other issues| must consder. Firdt, did the invention come solely
from Statoil, or was the subsequent contribution from Professor Sinha and Dr MacGregor
such asto make them inventorstoo? Second, even if the invention came solely from the
Statoil Sde, were the inventors Dr Ellingsrud and Dr Eidesmo, as Statoil alege, or did
Professor Congtable and/or Mr Westerdahl devise the invention in whole or in part, as Mr
Alexander suggested?

On the first issue, on the basis of the case law as discussed above, the test is whether the
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contributions of Professor Sinha and Dr Macgregor were merdly to provide enabling
information and/or to reduce the invention to practice, or whether the invention could not
have been made without their contribution. If one looks a the main inventive concept - and
that isdl | an doing at this sage - | am quite satisfied their contributions fal in the former
category. That isnot to belittle their contribution. There is often an immense amount of
skilled work to be done in turning an invention into a marketable product or method, but
those who do that work don’t thereby become inventors. The main inventive concept, as an
inventive concept rather than as afully developed method, was complete by the time Statoil
disclosed it to Professor Sinha. Devising the concept had not had and did not need an
intellectua contribution from Professor Sinha or Dr Macgregor.

On the second point, Mr Alexander put it to me that a person is not adeviser if he or she
merely asks someone else to devise something, or merely understands what someone else
has done or proposed. Similarly a person isnot a deviser if they only communicate what a
third party has devised or isapart of agroup working on aproject and a different member
of the group comes up with the inventive concept. | agree with these generd statements -
they are consstent with the legd principles | discussed earlier. Applying these Satementsto
the present case, Mr Alexander suggested that the evidence left open the possibility that it
was Mr Westerdahl of NGI who, through his modeling work, predicted a difference
between the inline and broadside responses in the presence of a buried resistive layer and
was thus the originator of the inventive concept. Alternatively or additiondly, the evidence
a0 |eft open the possibility that the originator may have been someone from MyLab in the
tank tests they carried out, or possibly Professor Congtable himsdf. The gist of Mr
Alexander’ s case on this point was that because Statoil had not provided enough evidence
to rule out these possihilities, they had not discharged the onus on them to show thet it was
Dr Ellingsrud and Dr Eidesmo who devised the invention.

| disagree with what | can only describe as this somewhat desperate argument. | am
satisfied Statoil have discharged the onus on them to show that, on the balance of
probabilities, their inventors devised the inventive concept and Southampton’s inventors did
not. Thewhole thrust of their evidence goes to showing that the invention came from Dr
Ellingsrud and Dr Eidesmo persondly, not merely that it came from people on Statoil’ s side,
and as Mr Burkhill rightly pointed out, if they have satisfied me that Dr Ellingsgrud and Dr
Eidesmo were inventors and Professor Sinhaand Dr MacGregor were not, they have done
enough. They do not dso have to prove that there were no other inventors on Statoil’s Sde.

In any case, the evidence does not in my view gppear to point towards a probability that Mr
Westerdahl and/or Professor Constable contributed anything of substance to the inventive
concept. Asfar as Mr Westerdahl is concerned, he gppeared as a witness for Statoil and
was thus clearly aware of the case they were making. He was aso clearly aware of the
concept of joint inventorship because he saysin his evidence that he is mentioned as an
inventor on a number of patents that Statoil obtained based on other research. Despite this,
a no stage has he given the dightest hint that he feds his contribution to the development of
the present invention was such as to make him even ajoint inventor, let done sole inventor.
That serioudy undermines Mr Alexander’ s argument in respect of him. Asfor Professor
Congtable, | am a aloss to see how his own acknowledgement that the Statoil team had
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come up with the idea points to the possbility that Professor Congtable himsdf was the
inventor or an inventor.

In conclusion, | find that Dr Ellingsrud and Dr Eidesmo were the inventors of the main
inventive concept, and that Professor Sinhaand Dr MacGregor were not inventors of this
concept. It follows that this concept belongs to Statail, not the University of Southampton.

Arethereother inventive concepts?

That is not the end of the matter, because | now need to go on and consider whether there
are any other inventive concepts. However, as| concluded when | considered the case law,
it would be wrong to go searching for additiond inventive concepts in every subordinate
claim and every feature described.

Statoil say there are no additiond inventive concepts disclosed. The defendants positionis
lesscdear. Inhisdosng submissions, Mr Alexander identified eght inventive concepts (plus
an undefined catch-al which | fed | can safely ignore). Three of these - which for
convenience | will identify asclams 1, 10 and 21 - | have dready dedt with because | have
dready ruled that they are Smply different expressions of the main inventive concept, but that
dill leaves five others. Mr Alexander identified them by reference to various subordinate
cdams. However, in hisfurther submissions following Markem, whilst Mr Alexander
acknowledged that the claims could not be regarded as determinative of the inventive
concepts, he glossed over the question of how many inventive concepts there were, leaving
me unsure whether he was gtill maintaining that there are five further inventive concepts. |
will have to proceed on the assumption that he is maintaining this.

The five dleged additiond inventive concepts are as follows. | have given them the letters
used by Mr Alexander, the missing letters being the three that | have said are embraced by
the main inventive concept.

C. Normalising the data sets

D. Visudly representing the results data set on a 2D plot
E. Useof polarisation dlipse parameters

G. Moddling usng anumber of frequenciesto find the best
H. Moddling taking account of the air wave

None of these isafree-standing feature. They are dl additionsto or developments of the
main inventive concept. The question is, are those additions and devel opments inventive
conceptsin their own right? | have looked carefully at the evidence, and | am satisfied that
none of them are. Rather, they are well-known, if not routine, techniquesin this generd field
which have smply been applied to the main inventive concept. That does not mean to say
that the gpplication to the main inventive concept required no intellectud effort, but merely
that the nature of the intellectua effort was not such asto eevate the gpplication to the leve
of an invention.
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| do not think it is necessary for me to go through every one of these five featuresto explain
in detail why | fed the evidence leads to this conclusion, but | will pick on acouple as
examples. | will take normalisation as my first example. Even Mr Alexander acknowledged
that normaisation was a generaly-gpplicable, and often routine, technique. One of the
exhibits to which Mr Burkhill drew my attention, for example, is a conference paper
presented in June 1999 by Dr MacGregor, Professor Sinha and Professor Constable which
refers to normaising the inline and broads de responses by the field of a uniform resigtivity
dructure in away that implies it was a perfectly ordinary thing to do. However, Mr
Alexander argued that the particular way the normdisation was done was important. | agree
- the evidence of Professor Sinhamakes that clear - but athough it might require kil to
select an gppropriate normaisation technique, that is not the same as requiring invention to
do s0. Intheory it could involve invention, but the wording of the description in the patent
specification clearly suggestsit did not do so in the present case. The description explains
why it is convenient to normalise, suggests one smple model that could be used, then
suggests that in some circumstances a more complex model could be used, then says one
could normdise by phases rather than amplitudes, and finally concludes by suggesting yet
another basisfor normaisation. Thisis dearly not describing something that was perceived
asinventive, but merely explaining that a number of routine options might work. In short,
even if it were true that the concept of normalisation were introduced by Professor Snha
and/or Dr MacGregor, that does not make them inventors.

Similar congderations gpply to dl the other four features. Aswith normdisation, thereis
nothing in the description to suggest that visudly representing the results on a 2D plot and
using polarisation dlipses involve ashred of invention or were perceived asinventive. On
the contrary, the evidence establishes that they are both routine techniques. The same
gppliesto modelling. It isnot presented as inventive, and it is clearly recognised as an
essentid prerequisite before any survey can be undertaken. Indeed, Statoil’ s own activities
demondtrate this. When they first came up with the idea of direct hydrocarbon detection,
they didn’t rush off to the nearest bit of seawith adetector. Rather, they spent along time
modelling and testing the concept before even contemplating area survey. Any moddling,
of course, will try to replicate red survey conditions as closaly as possible and determine
optimum parameters, o there is nothing clever about usng modelling to determine the best
frequency or about taking account of the airwave.

In short, | find that there are no other inventive concepts, besides the main inventive concept,
which qudify Professor Sinha or Dr MacGregor to be named asinventors. It follows that
there is nothing that entitles the defendants to any rights in the patent.

Conclusion and next steps

| have found that Dr Ellingsgrud and Dr Eidesmo should be named as inventors of the GB
patent, that Professor Sinha and Dr MacGregor should not be named as inventors, and that
the patent should belong to Statoil ASA, not the University of Southampton. If that were dl
| had to dedl with, the order would be straightforward and | could make it now, save for the
guestion of cogts.
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However, | dso have to dea with the internationa application, and that isless
graightforward. Although Statoil had asked Southampton about the fate of the internationa
gpplication two weeks before the hearing, the University did not tell them that it hed
spawned five nationd applications until the last working day before the hearing. It istrue that
Statoil had dready discovered some of these national applications from its own researches,
but it didn’t know about al of them and so had not had an opportunity to deal properly with
the implications of the foreign applications.

In cdlosing, Mr Alexander argued that | could not make any order in respect of the foreign
gpplications because Statoil had failed to provide any evidence of the rdevant foreign law.
Such evidence was, he said, necessary following Norris' Patent [1988] RPC 159 at p169.
In the circumgtances, | think it would be wholly inequitable to take that line. Southampton
have never suggested that the internationa gpplication or the resulting foreign gpplications
embody an inventive concept different from that of the British gpplication, so my finding on
inventorship in respect of the latter must apply to al the gpplications. The only possible
questions are, first, whether there are any quirks of locd law that affect the connection
between inventorship and ownership in this case - and | have to say, | would be surprised if
there were - and second, whether there are any local provisions that affect the form of order
that would be appropriate.

| am going to give the parties an opportunity to dea with these points. The patent professon
iIswell used to dedling with foreign patent laws, so | do not expect to be receiving masses of
evidence. Indeed, | shdl be disgppointed if the parties can't agree the implications of any
relevant local provisions between them and come up with an appropriate form of order. Mr
Burkhill did, in fact, offer aform of order at paragraph 164 of his closing skeleton. Subject
to any unexpected details of loca law, thislooks to meto be broadly OK, so | would
recommend that the parties use this as their sarting point. As agreed at the hearing, | am
a0 going to give the parties an opportunity to make submissions on costs.

Accordingly, | dlow the parties two weeks to make submissions on the form of order and
on costs. What | hope to get at the end of that two weeks isaform of order that is largely,

if not wholly, agreed. If it is not wholly agreed, the parties should confine their submissons
and any evidence to the areas of disagreement, and they will then have one week theresfter
to comment on the other Sde’'s submissons in respect of the points of disagreement. If there
are problems in getting necessary information about loca laws within this timescale, either
sdeisat liberty to come back to me to seek an extension, though | very much hope that will

not be necessary.
Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.
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