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PRELIMINARY DECISION

1 Application for revocation of European Patent No. EP 0616676 in the name of Alley
Enterprises Ltd (“the Defendant”) was filed on 12 May 2005 by Gerkros Boilers
(Tipperary) Limited (“the Claimant”).

2 The patent relates to boilers and the application for revocation is made on the grounds that
boilers manufactured and sold by the Claimant and used by the public before the priority
date of the patent, include features which fal within the scope of the patent.

3 A number of preiminary issues have arisen which the parties were unable to resolve
between themselves and these issues came before me at a hearing on 10 November 2005
where Mr Jonathan Hill, ingtructed by solicitors Edwards Geldard appeared as counsd for
the Defendant and Mr Richard Price of Taylor Wessing appeared for the Claimarnt.

4 | will list the issuesin the order in which they were addressed at the hearing:

[ I nspection



The clamant has identified boilers which they clam anticipate the patent. These are
located in the homes of members of the public in Ireland and at their own premises.
Naturdly, the Defendant wishes to inspect these boilers and there is no dispute that
they should be alowed to do so. The Claimant has agreed to facilitate this ingpection
and the main issue between the parties on this matter is that the Defendant wishesto
carry out this ingpection in private whereas the Claimant wants to accompany the
Defendant during the ingpection.

Brand Names

The Defendant claims that the Claimant’ s boilers were sold under arange of brand
names and that information concerning these brand names would help them establish
the dates on which various boilers were made available to the public. They are asking
the Claimant to disclose details of al of these brand names. The Claimant says that
these brand names are irrdlevant and would not justify the time and effort necessary to
identify them.

Disclosure

The Defendant has requested extengve disclosure from the Claimant. In particular, the
Defendant has made aformd request that specific disclosure be ordered The Claimant
is agreeable to an Order that both parties give standard disclosure in accordance CPR
Rule 31 as modified by paragraph 5 of the Practice Direction to Rule 63 and requests
that if the defendant considers this to be inadequate to then seek an Order for specific
disclosure.

Mr Bailey (servicetest engineer) and CRE (boiler testing facility)

Thereis a disagreement between the parties asto the relevance of Mr Bailey's
evidence and the documents held by CRE rdlating to tests carried out on the Claimant’s
boilersin July/August 1997. The Defendant has asked the Patent Office to consider
why it isthat the Claimant is reluctant to agree to their request to release Mr Bailey and
CRE from an obligation of confidence regarding thistesting. The Clamant bdlieves that
conversations held some 6 years after the priority date have no relevance to this action.

Extension of time for submission of the Defendant’s evidence
Although thiswas initidly an issue there gppeared to be no dispute that some extension

of time would be necessary to dlow the Defendant to consider the outcome of the
ingpection referred to above.

I nspection

| am pleased to say that at the hearing the parties quickly reached a consensus on how the
inspection should be conducted so | do not need to repesat their arguments in any great

detal. The Claimant was anxious to ensure minimum disturbance to the households where



the boilers are located and to ensure that any dismantling of the boilersto alow ingpection
was rectified by one of their own engineers. The Defendant wanted a degree of privacy
during their ingpection and were uncomfortable about alowing the presence of two of the
Clamant’s engineers, namely aMr Crosse and a Mr Day who they felt may be biassed.
Both parties were anxious to keep the numbers present during the ingpection under contral.

After some discussion the parties agreed on who would be present at the inspection, how it
would be conducted and the dates for the ingpection and | will detail these in the Directions
which | will give a the end of this decison.

Brand Names

Mr Hill put it to methat it isimportant for the Defendant to have access to information which
would help it determine when the Claimant’ s boilers gppeared on the market and that the
various trade or brand names assigned to these boilers would asst in that process. | did not
find this particularly convincing and put it to Mr Hill that a brand name on a product tendsto
be indicative of the origin of that product rather than the technica detalls of the product or of
the date on which it was marketed, and that it was quite possible for the technica details of a
product to change whilst retaining the same brand name. In response | understood Mr Hill to
concede that there was an “indirect link” to how many boilers were sold and when by the
Clamant.

In the present case, the issue in dispute is the design of baffles in the boilers and when boilers
including these baffles were sold to the public. Given that brand names tend to be merely
indicative of the origin of a product rather than what is contained within the product and after
hearing the views of both partieson thisissue, | consider that the disclosure of this
information on brand names/trade marks by the Claimant as requested by the Defendant is
not judtified. This decision should not unduly harm Defendant’ s case given that their evidence
regarding the baffle design should primarily come from the joint inspections of the boilers.

Disclosure

It emerged a the hearing that both parties would have no objection to standard disclosure as
defined by CPR Rule 31 as modified by paragraph 5 (2) of the Practice Direction to Rule 63
but the Defendant is seeking disclosure which goes beyond that. CPR Rule 63 states that:

5.1 Standard disclosure does not require the disclosure of documents where the
documentsrelateto - ....

2 any grounds on which validity of a patent is put in issue, except
documents which came into existence within the period -
@ beginning two years before the earliest claimed priority date;
and
(b) ending two years after that date ...
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The Patent Hearings Manual at paragraph 3.43 states that “It is most unlikely it would
ever be appropriate for a hearing officer to order standard disclosure, though it
sometimes takes place anyway by voluntary agreement between the parties.” Given
that the parties gppear ready to agree to at least tandard disclosure | think it is only
necessary for me to congder the Defendant’ s request for disclosure which goes beyond thet.

In addition to standard disclosure, the Defendant is asking for disclosure before and after the
periods specified in CPR Rule 63 and for certain specific disclosures.

The Defendant is dleging that there has been fabrication of evidence regarding the dates on
which the Clamant’ s boilers were manufactured and made available to the public and that
this may have taken place outsde the two years after the priority date window. It was clear
at the hearing that the Defendant had reduced the range of the specific disclosure it is seeking
and in adraft direction notice hepfully provided by Mr Hill, this amounted to five issues over
and above standard disclosure:

[ Mr Crosse's contentions that he designed the type A, C, D and E boilers when he
claims, and that he manufactured prototype and early pre- production models of
the same, and evaluated their respective manufacturing procedures, processes
and performances at the dates he claims;

il theclaimthat type A, C, D and E boilers were sold to members of the public
before 20 December 1991;

i the claimthat Gerkros introduced a date stamping system for its boilers from
1989, applied by a hammer and stamp;

v thevarious shortcomingsin the type B boiler described by Mr Daly in his
statutory declaration dated 26 November 2004, which allegedly compelled
Gerkrosto redesign the type "B" baffle into the type "C" bafflein 87, and

v Gerkros dealings with CRE.

It ismy understanding that the Claimant has conceded iii aove and agreed that such
documents are disclosable. They agree the othersin part and with the proviso that
“disclosure should be limited to documents that support or adversely affect a party’s
case” which isin essence what the CPR say about disclosure. After hearing both sSides
views on this point and with the premise that disclosure isamed at putting the tribuna and
parties in a position to reach a decison based on the best available evidence | am satisfied
that the Defendant’ s request for disclosure as it was formulated at the hearing and as set out
in paragraph 12 above is, subject to the Claimant’ s proviso, reasonable and proportionate
and | will direct accordingly at the end of this decison.

Mr Bailey (servicetest engineer) and CRE (boiler testing facility)
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The Defendant clams that the boiler testing facility caled CRE hasin its possesson various
laboratory reports prepared by Mr Bailey relaing to efficiency tests carried out on the
Clamant’s boilersin July/August 1997. The Defendant has made alegations of fabrication of
evidence of prior use by the Claimant and have given statutory declarations, particularly from
aMr Grant, contending that boilers containing anticipatory baffles were only used in boilers
sold by Gerkros post-1997 according to a conversation they claim to have had with Mr
Bailey. The Defendant has been unable to obtain any information rdating to these tests
because CRE and Mr Bailey say they are bound by a confidentidity agreement between
them and the Claimant. The Defendant has asked the Claimant to release Mr Bailey and
CRE from this agreement but they have declined to do so on the grounds that conversations
dleged to have taken place in 1997 are irrdlevant. Mr Hill put it to methat if Mr Bailey’s
account of the conversation in 1997 differs from Mr Grant’s as stated by the Clamant and is
irrelevant then what harm would it do to the Clamant’'s case if he was reeased from his
obligation of confidentidity and that dl the Claimant hasto do isto send aletter to Mr Bailey
saying that they are happy to release him from the confidentidity agreement regarding this
specificissue. | am inclined to agree dthough this gives no guarantee that CRE and Mr
Bailey will cooperate.

Having listened carefully to the arguments on both sides and for the reasons set out above |
now make the following directions

Directions

If the Claimant gtill wishesto amend its statement, it should serve its amended statement of
case on both the Defendant and the Patent Office by 4 pm on Friday, 25" November
2005.

If the Defendant wishes to amend its counterstatement it should serve its amended
counterstatement on both the Claimant and the Patent Office by 4 pm on Friday, 2
December 2005.

The Clamant is to permit the Defendant's expert and legd representatives to inspect the
Clamant’s boilers which are referred to in its Statement of Case and/or its evidence and
retained within its own control, such inspection to take place between 4™ and 6" December
2005.

The Claimant isto use its reasonable endeavours to facilitate the Defendant's expert and

legal representatives to inspect the Claimant’ s boilers which are referred to in its Statement
of Case and/or its evidence and are not within the Claimant's control, such ingpection to take
place between 4th and 6th December 2005. Those present during the inspection to be
limited to one expert, one legd representative and one patent agent from each Sde and a
Gerkros engineer other than Mr Crosse or Mr Daly. During the ingpection, the Defendant is
to be given time to ingpect the boilersin private.
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In addition to any standard disclose which the parties may agree between themselves, the
Clamant isto give disclosure by 4 p.m on Friday 2 December 2005 by list in repect of the
following issues:

[ Documents relating to Mr Crosse's contentions that he designed the type A, C, D and
E boilers when he claims, and that he manufactured prototype and early pre-
production modes of the same, and evauated their respective manufacturing
procedures, processes and performances at the dates he claims;

i Documents relaing to the claim that type A, C, D and E boilers were sold to members
of the public before 20 December 1991,

i Documents relating to the clam that Claimant introduced a date tamping system for its
boilers from 1989, applied by a hammer and stamp;

iv Documents relating to the various shortcomingsin the type B boiler described by Mr
Ddy in his statutory declaration dated 26 November 2004, which dlegedly compdled
the Claimant to redesign the type B baffle into the type C bafflein 1987, and

v Documents relating to the Claimant's dedings with CRE.

In each case such disclosure being limited to documents that support or adversely affect a
party’s case.

The Clamant isto withdraw its objections to Mr Brian Balley and CRE Limited discussing
their dedlings with the Claimant in July and August 1997 with the Defendant’s representatives
regarding the issuesin this case, and to notify Mr Balley and CRE Limited of the same by
sending them aletter by 4 p.m. on Friday 18 November 2005, the |etter shal be copied to
Defendant's representatives.

The Defendant isto file its evidence by 4 p.m. on Friday 20 January 2006,
Clamant isto file any evidence in reply by 4 p.m, on Friday 3 March 2006.

The witness testimony submitted by the parties shall, unless the parties agree otherwise or
further directions to the contrary are given, be subject to cross-examination at the hearing.

Costs

Both partiesindicated that they would want to address me on the issue of costs relating to
this priminary hearing and they should make those submissions within 6 weeks of this
decision.

Appeal
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Under the Practice Direction to Part 52 of the Civil Procedure Rules any gpped must be
lodged within 28 days.

PETER BACK
Divisond Director acting for the Comptroller



