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O-089-06

THE PATENT OFFI CE
Har nswort h House,
13- 15 Bouverie Street,
London EC48DP.

Tuesday, 21st March 2006

Bef or e:

MR G HOBBS QC
(The Appointed Person)

In the matter of THE TRADE MARKS ACT, 1994.
and
In the matter of Trade Mark Application No. 216526 by
Ni chol as Dynes Gracey (now regi stered and
assigned to Colin Theodore G acey and
El i zabeth G acey)

and

In the matter of Opposition No. 95052 thereto by H Tec
Sports Plc (now wi thdrawn)

Appeal of the Applicant fromthe
Deci sion of Ms. A Corbett

(Transcript of the Stenograph Notes of Marten Wal sh Cherer
Ltd., Mdway House, 27/29 Cursitor Street, London EC4A 1LT.
Tel ephone No: 020-74055010 Fax No: 020-74055026)

MR. NI CHOLAS DYNES GRACEY (the Applicant) appeared by tel ephone
conf er ence.

APPROVED DEC! SI ON
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THE APPO NTED PERSON: On 12th January 1998 M. Nichol as Dynes

Gracey applied under No. 2160526 to register a series of six
signs as trade marks for use in relation to various goods and
services in Classes 3, 9, 16, 28 and 38.

The application was opposed by H Tec Sports plc on 13th
Cct ober 2003. The Applicant joined issue with the Opponent in
a counterstatenent filed on 21st January 2004. The opposition
was subsequently resolved in the circunmstances | shall now
descri be.

In a fax letter of 13th April 2005 and in a form TM21
transmitted to the Trade Marks Registry on the same date, the
Applicant applied to restrict the scope of his application in
Class 9. In his letter, and by neans of annotations to the
form  TM21, he invited the Opponent to withdraw its opposition
on the basis that the anmendnents were sufficient to overcone
its objections to registration.

On 18th May 2005, the COpponent's representatives wote
to the Trade Marks Registry confirmng that they had been
i nstructed by the Opponent to wi thdraw the opposition. The
letter stated: "Both parties have agreed that they will meet
their own costs in respect of the opposition.” Wether or not
the wi thdrawal of the opposition was precipitated by the
anmendnent s proposed by the Applicant on 13th April, the effect
of the withdrawal of the opposition on these terns was to

bring the opposition to an end. That cleared the way for the
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application to proceed to registration, which it duly did on
19t h August 2005.

On 14t h Septenmber 2005, according to Registry records,
the resulting registration was assigned in full to Colin
Theodore Gracey and Elizabeth G acey.

During the pendency of the opposition, various disputes
arose in relation to matters of case managenment and the
procedural validity of certain aspects of the conduct of the
pr oceedi ngs.

A hearing took place before M. C J. Bowen, representing
the Registrar, on 14th April 2005, for the purpose of
determ ning a nunber of the matters in dispute. On 18th April
2005 the Applicant sent 36 pages of material to the Registry
by fax. This was intended for the Hearing Oficer's
consi deration. The Registry subsequently confirmed that he
had taken it into account. M. Bowen notified the parties of
his decisions in a five page letter of 4th May 2005. | do not
think his letter can have left the parties in any real doubt
as to the reasons why he had reached the decisions he did. In
nunber ed paragraph 16 of the letter he neverthel ess foll owed
the usual Registry practice of stating and | quote: "This
| etter does not contain a full statenment of reasons for ny
decisions. |If either party wi shes to appeal the decision they
should file a form TMb requesting a statement of reasons,

together with the required fee (£100) within one nmonth of the
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date of this letter.”

On 6th June 2005 the Applicant sent a letter to the
Regi stry by fax stating: "3. In respect of Section 6 and
Article 8 of the Human Rights Act 1998 and paragraph #16 of
your 5-page VED. 04. MAY. 2005 letter: (a) Please debit £100 from
deposit account D03027; and (b) Please provide a full
statenent of reasons having regard for the issues documented
by nmy 36-page MON. 18. APR 2005 fax [including page 36]."

The Regi stry responded on 10th June 2005, pointing out
that the opposition proceedi ngs were concl uded and stating
that: "... the registrar takes the view that the preparation
of a witten statenment of grounds on issues which have now
abated is neither necessary or appropriate.”

The Applicant replied in a letter sent to the Registry
on 15th June 2005. |In paragraph 3 of his letter he stated:
"3. In respect of Sections 6 to 9 and Article 8 of the Human
Ri ghts Act 1998 and paragraph #16 of your 5-page
VED. 04. MAY. 2005 letter: (a) Please debit £100 from deposit
account D03027; and (b) Please provide a full statenent of
reasons having regard for the issues docunented by my 36-page
MON. 18. APR. 2005 fax [including page 36, especially paragraphs
#1.35 & #1.39]; and (c) In respect of Rule 62(2) of the Trade
Mark Rul es 2000 and paragraph #1.38 of page 36 of ny 36-page
MON. 18. APR. 2005 fax, please issue the full statenment of

reasons, as requested above or appoint a tel ephone hearing
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pursuant to Rule 54 of the Trade Mark Rul es 2000."

On 5th July 2005 the Registry wote to the Applicant
offering hima hearing as he had requested in paragraph 3 of
his letter under reply.

The hearing subsequently took place on 9th Novenber 2005
before Ms. Ann Corbett. The Applicant's requests for a ful
statenent of reasons were evidently based on the provisions of
Rul e 62(2) of the Trade Marks Rul es 2000. Rule 62 provides as
follows: "62. - (1) Wwen, in any proceedi ngs before her, the
regi strar has made a deci sion, she shall send to each party to
the proceedings witten notice of it, and for the purposes of
any appeal against that decision, subject to paragraph (2)
bel ow, the date on which the notice is sent shall be taken to
be the date of the decision

"(2) Were a statenment of the reasons for the decision
is not included in the notice sent under paragraph (1) above,
any party may, within one nonth of the date on which the
notice was sent to him request the registrar on formTM to
send hima statenent of the reasons for the decision and upon
such request the registrar shall send such a statenment; and
the date on which this statenent is sent shall be deemed to be
the date of the registrar's decision for the purpose of any
appeal against it."

It appears to nme that the requests nade by the Applicant

were open to objection on two grounds.
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First, the Applicant's requests were irregular for |ack
of conpliance with the requirenment to apply on Form TMb within
the prescribed period of one nmonth for a full statenent of
reasons, in accordance with Rule 62(2), or in accordance with
Rule 3(2) by the use of a replica of that formor of a form
which is acceptable to the registrar and contains the
information required by the formas published and conplies
with any directions as to the use of such form The
irregularity could not sinply be ignored, for the reasons
noted in ny decision in KM. Invest AB's Trademark Application
[2004] RPC 47, 972. So far as | can see, no correction of the
irregularity was sought or obtained under Rule 66.

Second, the opposition proceedings had cone to a
conclusion. The proceedings in which the decision letter of
4th May 2005 had been issued were past and closed and there
were, accordingly, no relevant proceedings in respect of which
the Applicant could any |longer claimthe status of a party for
the purposes of Rule 62. Al in all, the Applicant's requests
for a full statenent of reasons were liable, in nmy view, to be
regarded as inappropriate and unnecessary in the events which
had happened.

In her decision issued on 10th Novenber 2005 foll ow ng
the hearing on 9th Novenber 2005, Ms. Corbett rejected the
Applicant's requests. As | read her decision, she did so for

each of the two reasons | have identified above. [In paragraph
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15 of her decision she observed: "M. Gacey's requests for a
statenent of reasons were not filed on Form TWMb. Rule 3(2) of
the Trade Marks Rul es provides that a requirenment for use of a
published formis satisfied by use of "either a replica of
that formor of a formwhich is acceptable to the registrar
and contains the information required by the formas published
and conplies with any directions as to the use of such a
form. None of the three requests filed by M. G acey were
made on a published form TMb, nor were they nmade on a replica
of that form They were nade in faxed letters.”

Her concludi ng observations, as stated in paragraphs 19
to 22 of her decision letter were as follows: "19. M. G acey
submitted that in refusing to provide a statement of reasons,
the registrar was not only w thhol ding his reasons for
reachi ng the decision he arrived at but was also infringing
his (M. Gacey's) human rights, including his right to an
education. As a tribunal, the registrar's role is to
adj udicate in disputes involving the registration of trade
marks. | do, however, agree with M. Gacey that it is a
principle of natural justice that parties should know the
reasons behind any particular decision. |In my opinion, the
letter issued by M. Bowen followi ng the hearing - a full five
pages - gave adequate information to enable both parties to
understand the basis for his decision and the consequences

t her eof .



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

"20. Following the issue of M. Bowen's letter, the
opposition was withdrawn. The proceedings are no nore. They
have ceased to be. Rule 62, which provides for the
preparation of a full statenent of reasons, does so only in
the context of proceedings. Once the opposition was w thdrawn
there were no | onger any proceedings in train. The opponent
Wi thdrew the opposition in a letter dated 18 May 2005.

M. Gacey's first request for a statenent of reasons was made
on 6 June 2005. There were therefore no proceedi ngs ongoi ng
when any of the requests for a statenent of reasons were made.
Fol l owi ng wi thdrawal of the opposition the application
proceeded to registration. On 14 Septenber 2005 an assi gnment
of the registration from N cholas Dynes G acey to Colin
Theodore G acey and Elizabeth Gracey was recorded

"21. M. Bowen gave an explanation for the decision he
reached following the interlocutory hearing. The proceedi ngs
t hensel ves have concluded and M. Nicholas Dynes Gracey has
assigned the registration to others. In view of these factors
and, taking into account the specific wording of rule 62 and
the overriding objective, | can see no justification for
all ocating the registry's precious resources away from ot her
live, cases and towards the preparation of a statenent of
reasons in proceedi ngs which no |longer exist. | do not accept
that there is any breach of the Human Rights Act. It would

not, in ny opinion, be proportionate or in any way further the
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overriding objective, to prepare a full statenent of reasons
of M. Bowen's decision

"22. For these reasons ny decision is to uphold the
prelimnary view not to provide a full statement of reasons."”

On 8th Decenber 2005 the Applicant gave notice of appea
to an Appoi nted Person under Section 76 of the 1994 Act. To
be nore precise, he sent four notices of appeal to the
Regi stry by fax, these being successively tinmed at 22:56,
23: 01, 23:57 and 23:59 on 8th Decenber. He subsequently
confirmed that the relevant notice of appeal was the one tined
at 23:59. This is the notice of appeal which I have taken
into account. This maintained that the requests he had nade
for a full statenent of reasons in June 2005 were valid and
effective for the purposes of Rule 62. It also clained
cost s/ damages/ conpensat i on/ aggr avat ed damages/ speci al danages
agai nst the Registrar for breach of his Convention rights
under the Human Ri ghts Act 1998.

In relation to the latter claim | refer to paragraphs
49 and 50 of mny decision dated 23rd Septenber 2002 In the
Matter of Application No. 80092 in the nane of H Tec Sports
UK Limted for a declaration of invalidity in respect of Trade
Mark No. 2061071 in the name of Nicholas Dynes G acey; and
paragraphs 28 to 30 of ny decision dated 23rd Septenber 2002
In the Matter of an Application by N cholas Dynes Gacey for

rectification of procedural irregularity in relation to Trade
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Mark Regi stration No. 2024326 in the name of MEATLOAF. For

the reasons given in those decisions, | consider the

Applicant's claimfor conpensation in the shape of costs and

damages to be unmai ntai nabl e on appeal to an Appoi nted Person

under Section 76 of the Trade NMarks Act 1994.

In relation to the appeal based on the provisions of

Rule 62, | have listened with care to the argunents that the

Appl i cant has addressed to ne. Those argunents included, to

not insignificant degree, personal slurs and unparticul arised

al l egations of bias and | ack of good faith agai nst Registry

officials. | nmake it clear that, for the purposes of this
decision, | amnot taking those accusations into account.
As to the remainder, | renmain unpersuaded that

Ms. Corbett was wong to have arrived at the decision she

did. | consider that the Applicant's requests under Rule 62

were indeed liable to be rejected on each of the grounds

have identified above. The principal ground for refusal was,

I think, the second of the two | have nentioned. | consi der

that the hearing officer's decision in that regard was

correct.

I have thus far dealt with the appeal as a matter of

interpretation of the rules. [If and in so far as it would be

necessary or appropriate to deal with the matter as a matter

of discretion, I would sinply express the view that | see no

reason why any such discretion should not

10

have been exerci sed

a
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THE

in the way in which it was by the Hearing Oficer.

For these reasons, shortly stated, the appeal is
di sm ssed

I's there anything nore you would like to say?

| believe there is no question of costs arising on this
appeal .

GRACEY: In terms of potentially taking this to judicial
review, | would |like you to address, or at |east consider
that |1 am having chal |l enges findi ng anywhere in the decision
the issue about the fact that the docunent of 6th June arrived
on the Saturday -- sorry, arrived on a Monday -- and you have
actual ly made that your first point, but there still seems to
be zero basis of that. There is no mention of the words
Saturday or the fact that the 6th June one was | ate; whereas,
in the paragraph 20, it quite clearly states "M. G acey's
first request for a statement of reasons was made on 6 June
2005. "

So in so far as there is zero basis whatsoever for the
statenents you have made in your decision, it seens, fromny
poi nt of view, that your decision is biased in itself.

APPOI NTED PERSON: | believe that brings the proceedings to a
conclusion, M. Gacey.

GRACEY: OK. | would conclude that | thank you for all your
time. 1 brought these proceedings in good faith myself. |

would say it is unfair to say it was a slur on Ms. Corbett

11
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because | have the highest regard for Ms. Corbett as a human
bei ng and everything I have brought in these proceedi ngs was
in good faith.

The reason why | raised the issues in relation to
Ms. Corbett was to support ny argunents in relation to the
Human Rights Act 9(1)(a) and it would not have been possible
to raise issues about matters other than good faith w thout
drawi ng your attention to them | was very careful to word
the matters that | raised about Ms. Corbett of being other
than in good faith and w thout nentioning the word bad faith,
to avoid any allegation that | was nmaking a slur against any
of ficers.

So again, to round up, | would say that | feel that it
is wong that that word "slur” was used, in so far as the
transcripts should show the attenpts that | nmade in ternms of
| anguage to avoid the termbad faith.

Thank you for your time and thank you especially to the
transcri ber for, obviously, the time involved in the |engthy
submi ssions which were largely, | think, in nme defending the
i ssues about the formof the TMb and the fact that the matters
arrived on the Monday, when it was the Saturday it was due.

Again, all things aside, thank you for your tinme as a

human bei ng and everything el se. Have a good day.

THE APPO NTED PERSON: We will stop there, then

12



