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DECISION AND ORDER 
 

1 These proceedings relate to a bundle of applications relating to the trapping 
and killing of insects such as cockroaches.  Following the judgment of the 
Court of Appeal that Colin Metcalfe is the sole deviser of the invention and that 
I.D.A. Limited is entitled to the patent applications instead of the defendants, 
the case was remitted to the comptroller to make such orders as he thought fit 
in order to determine the rights of the parties in accordance with the judgment 
and order of the court, and the costs before the comptroller. 

2 The matter came before me at a hearing on 6 November 2006.  James St 
Ville, instructed by Raworth, Moss & Cook, appeared for the claimants and 
Daniel Alexander QC, instructed by the University of Southampton’s Legal 
Services, appeared for the defendant. A preliminary telephone hearing had 
already been held on 3 October 2006 at the instigation of the claimants with a 
view to compelling the defendants to release a petition concerning a pending 
US application that was with them for the signature of the originally named 
inventors, Philip Howse and Roger Ashby.  This resulted in an order by the 
hearing officer (Mr Probert, decision BL O/292/06) that the defendants should 



bring the signed petition to the hearing on 6 November, which they duly did. 
 
Costs 

3 Mr St Ville’s argument was essentially that the claimants were entitled to costs 
off the comptroller’s normal scale on account of the defendant’s unreasonable 
behaviour.  This has generated substantial evidence from both parties.  In the 
event, the hearing was brought forward from 23 November to 6 November but 
the defendants did not file their evidence in chief until 2 November; Mr St Ville 
said that this had left insufficient time to reply to points of substance raised in 
the defendant’s evidence.  Mr Alexander made the point, which I wholly concur 
with, that the issue of costs should not be allowed to become an area for 
“satellite litigation”.  However, he did not in the end resist, and I accepted, Mr 
St Ville’s proposal for costs to be settled at a further hearing to be arranged as 
soon as possible after 30 November (any earlier date now being 
impracticable). 
 
Order  

4 Both Mr St Ville and Mr Alexander provided drafts for me to consider at the 
hearing, and made strenuous attempts to narrow as far as possible the gap 
between the parties.  On the day after the hearing they submitted to me a 
further draft recording the terms on which they had been able to agree and 
alternative wording for the areas of disagreement which remained.  I am most 
grateful for their assistance.  

5 It was agreed that I should settle the areas of disagreement.  Having 
considered these, my order is appended to this decision.  My reasoning is 
given below concerning the areas where the parties did not agree, or where 
(apart from minor clarification) I have differed from the wording agreed by the 
parties. 
 
Reasons 
 

6 First recital.  The telephone hearing on 3 October 2006 was not included in the 
list of hearings before the Comptroller, but it should in my view be included as 
it is part of the proceedings for which costs fall to be determined. 
 

7 Second recital.   It seems to me desirable to include in the recitals the terms of 
paragraph 5 of the Court of Appeal’s order of 22 March 2006 which specifically 
remit to the comptroller the determination of the parties’ rights and the costs 
before the comptroller.  I have expanded the second recital accordingly. 
 

8 Fourth recital.  I have added this to provide a basis for paragraph 4 of the 
order, on which I comment below. 
 

9 Paragraphs 1-2.  By the time of the hearing on 6 November the defendants 
had, without prejudice to anything else and to any other disputes between the 
parties, decided not to dispute that an order under section 12 should be made 
in respect of the US application.   



 
10 However they did have an issue with the precise wording of the declaration 

which needed to be provided.  The version sent to them by the defendants 
merely required statements of “no deceptive intent” as regards the incorrect 
statement of inventorship. The claimants have put in evidence a letter from 
their US patent attorney (Sue Shaper) saying that having consulted with the 
Legal Office of the USPTO this was all that Messrs Howse and Ashby and the 
University as assignees were required to execute.  However, the defendants 
wanted a version which was purely factual as regard what happened in the 
proceedings and avoided saying anything from which inferences could be 
drawn by the claimants for use in other proceedings.  To this end they had put 
in evidence a version which their US patent attorney (Richard Fichter) believed 
to be acceptable to the USPTO.  This required Messrs Howse and Ashby also 
to confirm that the UK Patent Office has, in a decision upheld by the Court of 
Appeal, held that Colin Metcalfe was the sole deviser of the invention of the 
European application and international application in suit and that they are not 
inventors.  Alternatively they were prepared to use the claimants’ version but 
for me to order that the claimants should not make use of the forms for 
purposes other than effecting assignments and correcting inventorship.  
 

11 However, it seems to me that the claimants’ version has the merits of saying 
precisely what is required by the USPTO, and I do not think that the 
defendants’ concerns are sufficiently pressing as to warrant including the extra 
confirmation that they seek.  I am far from convinced that this would really 
change the position, and I think that it runs a real risk of complicating the 
matter unduly and causing further delays.  I therefore opt for the claimants’ 
version (and also for the Australian and Brazilian applications), without the 
further restrictive order proposed by the defendants. 
 

12 As regards the time for the corrections and assignments to be completed, the 
claimants wanted this to be done by 10 November and the defendants by 27 
November.  I understand there to be concern on the part of the claimants that 
because of delay by the defendants in returning the signed petition, there is a 
risk of the claimants incurring a further, possibly heavy, fee for a not-easy-to 
get extension of time by the USPTO.  As I understood it the defendants 
thought it would be necessary for them to have the petition back in around a 
week’s time in order to deal with everything in time to avoid this.  Not 
unsurprisingly there is dispute between the parties as to whether the claimants’ 
fears are grounded and whether there has been culpable delay on the part of 
the defendants making the claimants’ task more difficult.  This forms part of the 
evidence before me for the assessment of costs, and will need to be 
considered in depth in due course, but I am not making any finding on that at 
this stage as to whether either party has acted unreasonably. 
 

13 My concern at this stage is that the matter should not be drawn out longer than 
is really necessary and that the position of the claimants (who are after all now 
entitled to the invention) should not be unduly prejudiced by further delays.  
Therefore, whilst I am prepared to allow a period of 14 days for the various 
assignments to be made and the inventorship to be corrected, I consider that 
this should be subject to a requirement for the defendants to cooperate to 



avoid the necessity to seek any more extensions of time before the various 
Offices.   
 

14 That apart I do not see the need for any order along the lines proposed by the 
claimants requiring the defendants to take reasonable steps to transfer the 
benefit of the applications and patents and to correct the inventorship details.  I 
cannot see that this adds anything useful to paragraphs 1 and 2: if anything 
further is required, I believe that this would be better dealt with under a general 
power to seek further directions and orders (paragraph 7 of the order). 
 

15 Paragraphs 3 and 4.  I have re-ordered these paragraphs from the draft 
supplied by counsel to bring together the procedure for the further hearing and 
to amplify the concerns about confidentiality and privilege.  Some of the 
documents supplied for the hearing contain material which is still confidential in 
accordance with my various directions in 2002 before the substantive hearing 
in the Patent Office, but which may now warrant reconsideration.  Also, the 
evidence includes at least one document which may be a “without prejudice” 
negotiating document relevant to the issue of the reasonableness of the 
defendants’ conduct when considering whether off-scale costs should be 
awarded.  It was agreed at the hearing that, given this rather confused 
situation, it would be preferable as a holding measure to extend the period of 
14 days prescribed by rule 93(4)(a) of the Patents Rules 1995 pending further 
directions at the hearing. 
 

16 Paragraph 5.  I agree with the defendants that any evidence filed by the 
claimants shall be strictly in reply to the defendants’ evidence. 
 

17 Paragraph 6.  With the exception of some slight modification I have left this in 
the form agreed by the parties. 
 

18 Paragraph 7.  With some modification of wording I have opted for the 
defendants’ proposal for a general power to seek further directions and orders 
if this proves necessary, but for the avoidance of doubt I am prepared to 
include the specific provision proposed by the claimants in relation to PCT 
national or regional phase applications should there be any which need to be 
revived. 
 
Other matters 
 

19 No order is made in respect of the European patent application in suit, but it 
appears that the necessary changes have already been made pursuant to the 
Court of Appeal’s decision and no further order from the comptroller appears 
necessary at present. 
 

20 The petition which was left with me at the hearing requires execution by the 
University of Southampton as assignees; also it appears that Messrs Howse 
and Ashby may not have dated their signatures correctly.  In case it is still 
required, this document will therefore be returned as a matter of urgency to the 
defendants for any further action that is necessary, and on this I would remind 
them of the terms of paragraph 2 of my order. 



 
21 In relation to paragraph 4 of the order, I confirm that I have not read the 

negotiating document referred to above, but I would ask the parties to indicate 
before the further hearing whether they are content for any privilege in this 
document to be waived to the extent to allow me to consider it in relation to the 
assessment of costs.   
 

22 The solicitors acting for Exosect Limited have notified the Office in a letter 
dated 9 March 2006 that Exosect hold a licence to work the invention which is 
the subject matter of applications GB 9814507.1 and PCT/GB99/02090, and 
wish to make a request for a licence pursuant to section 11(3) of the Act.  Rule 
9 of the Patents Rules 1995 requires the comptroller to give notice of the 
making of an order to any licensee of the original applicant(s) of whom he is 
aware, and accordingly a copy of this decision and order will be sent to 
Exosect Limited.   

Appeal 

23 Under the Practice Direction to Part 52 of the Civil Procedure Rules, any 
appeal must be lodged within 28 days. 
 
 
 
 
 
 
R C KENNELL 
Deputy Director acting for the Comptroller 



PATENTS ACT 1977 
IN THE MATTER OF UK application No. 
GB 9814507.1 and International application 
No. PCT/GB99/02090, European application 
No. 99929525.6 and Australian application 
No. 4631799 in the name of the University of 
Southampton, and of applications for a patent 
deriving or claiming priority therefrom 

AND IN THE MATTER OF a reference 
under section 8, 12, 13 and 82 by I.D.A. 
Limited, Colin Thomas Metcalfe, David 
Julian Lax and Polymer Powder Technology 
(Licensing)  Limited in relation thereto 

________________________________________________ 

ORDER  
________________________________________________ 

UPON the hearing of this reference before the Comptroller on 31st March 2003 to 4th 

April 2003, 10th April 2003, 3rd October 2006 and 6th November 2006; 

AND UPON the Court of Appeal, by its Judgment and Order dated 2nd March 2006 and by its 

Order dated 22nd March 2006, declaring that: 

(a)  The Second Claimant, Mr Colin Thomas Metcalfe, was the sole devisor of the 

invention of European Patent Application No. 99929525.6 and International Patent 

Application No. PCT/GB99/02090. 

(b)  The Defendants (the University of Southampton, Philip Howse and Roger Ashby)  

obtained said invention from the Second Claimant.  

(c)  The First Claimant, IDA Limited, is (without prejudice to any other rights of the 

Appellant) entitled to said patent applications instead of the First Defendant, 

and remitting the matter to the Comptroller to make such further orders as he thinks fit in order 

to determine the rights of the parties in accordance with the said Judgment and Orders 

including under sections 12 and 13 of the Patents Act 1977 and as to the costs of proceeding 

before the Comptroller; 

AND UPON the Defendants undertaking to write to the Claimants by 4pm on 17th November 

2006 stating whether relations with third parties affect whether or not the Confidentiality 

Directions of Mr Kennell dated 20th December 2002 in so far as they relate to the witnesses X 

and Y should remain in place and, if so, their nature; 
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AND HAVING REGARD TO the likelihood that the evidence filed for the hearing on 6th 

November 2006 contains confidential and/or privileged material;  

IT IS ORDERED THAT: 

1. Subject to paragraph 2 below, the Defendants shall by 4pm on 23rd November 2006 

correct the inventorship of and assign to the First Claimant free of any licence, 

mortgage or any other encumbrance UK application No. GB 9814507.1, 

International Patent Application No. PCT/GB99/02090, Australian Patent Application 

No.s 748355, 2006202675 and 2006300936 (by the form of assignment for Application 

No. 2006202675 attached at Schedule A and a similar form assignment for Application 

No.s 748355 and 2006300936), US Patent Application No. 09/736023 (by the form of 

petition and assignment attached at Schedule B), Brazilian Patent Application No. 

PI 9911813-0 (by the form of affidavit and assignment attached at Schedule C), 

Japanese Patent Application No. 557692/2000, South African Patent No. 2000/7781 and 

any patent petty patent design patent or similar form of protection (or application 

therefor) claiming priority from any of the aforesaid or any priority document in respect 

of any of them. 

2. In respect of the above the Defendants shall cooperate with the claimants by taking all 

reasonable steps as lie within the Defendants’ power and the Claimants may request to 

ensure that the corrections and assignments are completed without having to seek 

extensions of time or further extensions of time from the relevant intellectual property 

Offices. 

3. The determination of costs and any other matters outstanding before the Comptroller 

shall be adjourned to a further hearing which shall take place on the first suitable date on 

or after 30th November 2006. 

4. The evidence filed for the hearing on 6th November 2006 shall not be open to public 

inspection before the further hearing takes place, when such further directions shall be 

given in relation to confidentiality and privilege as the Comptroller considers necessary 

after hearing the parties. 

5. The following timetable for subsequent evidence and submissions shall apply: 
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(1)  the Claimants shall file a chronological bundle of correspondence 

and their evidence strictly in reply to the Defendants evidence dated 

2 November 2006 by 4pm on Friday 17th November 2006; 

(2)  any supplemental skeleton arguments shall be served 2 days before 

the date fixed for the hearing. 

6. The parties shall have permission to apply, or restore any application, to the 

Comptroller for an order that documents provided by way of disclosure in 

proceedings before him may be used for the purposes of other proceedings (either 

specific documents or more generally) upon 14 days notice supported if the 

Comptroller requires it by evidence, whereupon the Comptroller shall make such 

determination as he sees fit on such application including orders preserving the 

confidentiality of any such documents and by whom they may be seen, and in the 

absence of such an order the restrictions on the use of disclosure documents for the 

purposes of other proceedings shall continue to apply. 

7. The parties shall have liberty to apply to the Comptroller for further directions and 

orders concerning the reference and the implementation of this Order, including 

directions with a view to ensuring that any rights that can be obtained or revived in 

countries or regional offices in which the said PCT application was not pursued to grant 

or are in the national or regional phase are obtained or revived to the maximum extent 

possible. 

 

 

 

 

R C KENNELL 

Deputy Director acting for the Comptroller 

9 November 2006 
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