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TRADE MARKS ACT 1994

IN THE MATTER OF A REQUEST BY XCESS MEDIA LIMITED
( THE OPPONENTS) FOR AN EXTENSION OF TIME WITHIN
WHICH TO FILE EVIDENCE IN REPLY IN OPPOSITION
PROCEEDINGS NO 93785 AND OBJECTION RAISED THERETO
BY GERARD DUGDILL (THE APPLICANT)



TRADE MARKS ACT 1994

In the matter of a request by Xcess Media Limited
(the opponent) for an extension of time within
which to file evidence in reply in opposition
proceedings No. 93785 and objection raised
thereto by Gerard Dugdill (the applicant)

Background

1. Trade Mark number 2371858 was applied for on 31 August 2004 and was
published for opposition purposes in Trade Marks Journal 6588 on 1 July 2005. The
trade mark is IN THE PINK which, following the recordal of a deed of assignment,
now stands in the name of Gerard Dugdill for goods in Class 16: Magazines,
publications; literature relating to lifestyle and women’s health.

2. On 4 October 2005 D Young & Co, on behalf of Xcess Media Limited, filed a
Form TM7, notice of opposition. The statement of grounds accompanying the
opposition set out the grounds of the action as being that the trade mark application
was contrary to the provisions of Sections 3(6) and 5(4)(a) of the Trade Marks Act
1994. There then followed a brief exchange of correspondence between D Young &
Co and the Trade Marks Registry (hereafter TMR) which | do not need to summarise.
The TMR served a copy of the Form TM7 on the applicant on 28 October 2005. The
accompanying letter informed the applicant that a period of three months, expiring on
28 January 2006, was allowed for the applicant to file a Form TMS8, notice of defence
and counter statement.

3. On 2 December 2005 the TMR informed the parties that an error in copying had
resulted in the Form TM7, notice of opposition and statement of grounds, being
served on the incorrect address for service. The TMR reset the period allowed for the
applicant to file the Form TM8, notice of defence and counter statement, to a period
expiring on 2 March 2006.

4. On 2 March 2006 Gerard Dugdill (hereafter GD), who by virtue of a deed of
assignment had been recorded on the trade marks register as the proprietor of the
application, filed a Form TM8, notice of defence and counter statement, and the
proceedings were joined.

5. On 10 March 2006 the TMR served a copy of the Form TM8, notice of defence and
counter statement, on the opponent. In accordance with Rule 13C(1)(a) of the Trade
Marks Rules 2000 (as amended), the opponent was informed that a period of three
months, expiring on 10 June 2006, was allowed for the filing of evidence in support of
the grounds of opposition.

6. There then followed an exchange of correspondence between the applicant, GD
and the TMR in respect of the opponent’s grounds of opposition. The TMR issued a
Preliminary View on 29 March 2006 that the grounds pleaded by the opponent were
acceptable. GD requested an interlocutory hearing to be heard on the matter. The
hearing was held and the Hearing Officer’s decision was to uphold the Preliminary
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View and accept the opponent’s statement of grounds as filed. The Hearing Officer
confirmed that the opponent still had until 10 June 2006 within which to file its
evidence in chief.

7. 0On 9 June 2006, the opponent requested an extension of time of three months
within which to file its evidence in support of the grounds of opposition giving
reasons for the request as:

* We are advised by our instructing solicitors that they have prepared a draft
Witness Statement detailing the background to the dispute involving the
rights to trade mark application 2371858 and that they are reviewing several
boxes of evidence in order to prepare the exhibits which will accompany the
Witness Statement. We understand that they will be forwarding the completed
draft to this firm for review and comment next week.

It will be appreciated that this is a long running dispute between the Applicant,
its predecessor in business and the Opponent and that there is a substantial
amount of paperwork which the Opponent considers relevant to the claims in
the Notice of Opposition.

Since the opposition is based on legal grounds which require, by their nature,
substantiation over and above mere proof of trade mark registration it is
inevitable that such evidence may take time to collate.’

8. The TMR’s Preliminary View, in a letter dated 14 June 2006, was to grant the
extension of time until 10 September 2006 subject to any objections from GD. There
then followed several rounds of correspondence with the TMR in which GD opposed
the TMR’s Preliminary View to allow the extension of time request and in respect of
whether GD wished to have an interlocutory hearing appointed on the matter. No
interlocutory hearing was held and the extension of time was granted.

9. On 8 September 2006, the opponent filed its evidence in support of the grounds of
opposition. The TMR informed GD, on 15 September 2006, that the opponent’s
evidence had been admitted into the proceedings and that in accordance with Rule
13C (4) of the Trade Marks Rules 2000 (as amended), GD had a period of three
months, expiring on 8 December 2006, within which to file any evidence in support of
the trade mark application.

10. As GD only received the opponent’s evidence on 11 September 2006, the TMR
reset the date by which the evidence under 13C (4) of the Trade Marks Rules (as
amended) had to be filed from 8 December 2006, to 11 December 2006.

11. There then followed further lengthy correspondence between GD and the TMR in
respect of a number of irregularities, identified by GD, in the opponent’s evidence.
The opponent corrected the irregularities and on, 6 November 2006, the TMR
informed GD that the date for filing evidence in support of the trade mark application
was reset for 31 January 2007.

12. On 29 January 2007, GD requested an extension of time of one month giving
reasons for the request as:
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‘Due to an unforeseen computer problem, and given detail required in reply,
I would like an extra month if possible to finish.’

13. In a letter dated 31 January 2007, the TMR issued a Preliminary View indicating
that the extension of time was granted until 28 February 2007 subject to any
objections from the opponent. No request for a hearing was received and the
Preliminary View was maintained.

14.0n 7 March 2007 the TMR informed the opponent that the applicant’s evidence
had been received and that a period of three months, expiring 28 May 2007, was set
for any evidence in reply to be submitted in accordance with Rule 13C(5) of the Trade
Marks Rules 2000 (as amended).

15. On 18 May 2007 D Young informed the TMR that they were no longer
representing the opponent in the proceedings.

16. On 29 May 2007 Xcess Media Limited (hereafter XML) submitted a Form TM9,
and requested an extension of time for three months giving reasons for the request as:

‘I have disinstructed D Young & Co and | am now dealing with the opposition
in person on behalf of Xcess Media Limited.

We have not yet received our files from D Young and | need more time to
read, understand and respond to Mr Dugdill’s evidence, which is extremely
lengthy, complex and very confusing.

My job as a magazine publisher is full time. I need to adhere to demanding
deadlines and work long hours so | can only attend to this in my spare time.

Now acting in person, it is impossible for me to respond within the current
deadline and I request more time as the current deadline of 28" May is
impossible for me to meet.’

17. The TMR on 8 June 2007 issued a Preliminary View refusing the extension of
time request. XML, in a letter dated 21 June 2007, asked the TMR to reconsider the
extension of time request.

18. In a letter dated, 22 June 2007, the TMR reversed the Preliminary View given on
8 June 2007 and allowed the extension of time, subject to any objections from GD,
until 28 August 2007 giving reasons for the decision as:

‘ This is because it is considered to be in the interest of justice for the Registrar to
have all available evidence before him when a substantive decision is made, and
to avoid any multiplicity of proceedings.’

19. There then followed further correspondence between GD and the TMR in respect
of the decision of 22 June 2007 to grant the extension of time. On 30 July 2007 GD
confirmed that he wished for an interlocutory hearing to be appointed. GD was
informed on 1 August 2007 that a hearing would be appointed to discuss the TMR’s
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Preliminary View of 22 June 2007 to grant the extension of time. Further
correspondence ensued between GD and the TMR on the issue to be discussed at the
hearing.

20. The hearing took place before me on 12 September 2007. At the hearing which
was Vvia the video link, Mr Gerard Dugdill, appeared for the applicant and Mr Stephen
Chubb represented the opponent.

The Hearing and Submissions

21. Prior to the hearing | received written submissions from Mr Dugdill. At the
hearing Mr Chubb, on behalf of XML, provided me with oral submissions. The main
points arising from the parties’ submissions are as follows:

The Opponent (XML)

extensions of time are governed by Rule 68 of the Trade Mark Rules 2000 (as
amended) and the Registrar had the discretion to grant further time for filing
evidence as provided for under Rule 13(C)(6) of the Trade Mark Rules 2000 (as
amended) and the Registrar had to take account of the decision of the Appointed
Person in LIQUID FORCE (1999) RPC 429;

the Case Work Examiner had already accepted that the submissions made in the
letter of 21 June 2007 to support the extension of time request represented valid
and compelling reasons and grounds on which to overturn the Preliminary View
of 8 June 2007;

the applicant had failed to produce any evidence to show that the late filing of
the evidence in reply had caused any inconvenience or prejudice;

the opponent had completed all the work required and had filed the evidence
within the period of time requested;

in exercising its discretion the Registrar had to consider the overriding objective
to ensure fairness to both parties;

a failure to grant the extension of time would result in the opponent’s evidence
in reply not being admitted which would prejudice the outcome of the
proceedings and would be contrary to the public interest as the Hearing Officer
would not have all the relevant information available when making his decision;

as the evidential material had been faxed to the TMR late at night, it had been
decided not to simultaneously fax the material to the applicant, however the
evidence had been submitted to the TMR within the period of time requested.

The Applicant (GD )

the opponent had benefited throughout the proceedings from the Registrar’s
discretion and had been allowed a disproportionate amount of leeway ;
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¢ the opponent had not provided detailed and compelling reasons and any
decision to grant the extension of time would be contrary to the comments of
the Appointed Person in Siddiqui’s Application BL 0-481-00;

e no work had been undertaken to prepare the evidential material in advance of
the extension of time request;

e the Registrar had a duty to ensue that the proceedings were operated fairly and
equitably;

e parties had to adhere to set timescales so as to ensure that proceedings did not
drag on indefinitely.

The Decision at the Hearing

22. At the conclusion of the hearing I informed the parties that | would be reserving
my decision and that | would issue my decision in writing. In a letter dated 13
September 2007 | informed the parties of my decision. The relevant part of my letter
reads:

‘I have considered the submissions made by both parties and all the circumstances
surrounding the case and it is my decision that I am going to uphold the
Registry’s preliminary view, given on 22 June 2007, and allow the opponent to
have an extension of time within which to submit the evidence in reply.

In reaching my decision | have taken account of the need to ensure that the
proceedings are dealt with as expeditiously and as fairly as possible to all the
parties involved. | have also taken account of the possible consequences for the
proceedings if the evidence that the opponent wishes to submit was not allowed
to be admitted. | also acknowledge that my decision will result in the opponent
being allowed a total of six months within which to submit their evidence and of
the possible inconvenience that this delay may cause the applicant.

In exercising the Registrar’s discretion in favour of the opponent | have taken into
account the factors which contributed towards the opponent requiring the
additional time. Amongst these were the opponent deciding to dispense with their
legal representation and litigating the case in person; the time taken to obtain all
of the papers from the trade mark attorney and the amount of detailed evidence
which had been submitted by the applicant in support of his application. In view
of these reasons, | think that a request for additional time, within which to
consider the evidence, decide what to file in response, collate and file it is not
unreasonable and should be granted.

Having reviewed the papers already admitted into the proceedings, and given some
of the comments which have been made, it is clear that the parties are set on
defending their respective positions. In these circumstances | think that it is very
important that all of the evidence, arguments and submissions which are available
are admitted into these proceedings. This will ensure that, at final determination,
the Hearing Officer will have the benefit of having before him all of the
submissions and evidence from the parties which will assist him in reaching his
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decision.

The opponent submitted their evidence by facsimile transmission and it was
received by the Trade Marks Registry on 28 August 2007. A hard copy was
received on 30 August 2007. However, the opponent, omitted to include a Form
TM54, Notice of giving evidence, with the material submitted. Therefore, I will
allow the opponent until close of play Friday 14 September 2007 within which to
file the appropriate form.

The consequence of my decision is that, subject to any appeal, the opponent’s
extension of time request is allowed until 14 September 2007. Once the Form
TM54 is received the evidence will be admitted and processed by the registry.’

23. 0On 12 October 2007 GD filed a Form TMD5 requesting a statement of reasons for
my decision. This | now give.

Decision

24. As the parties were without the benefit of legal representation, | began the

hearing by briefly outlining the purpose of the hearing and explaining the procedures
that would be followed. | explained that having requested the extension of time, XML
would address me first, followed by GD. XML would then have the right to reply.

25. GD sought further clarification on the issue to be discussed at the hearing. |
explained that the purpose of the hearing was to discuss the TMR’s Preliminary View
of 22 June 2007 to grant XML an extension of time until 28 August 2007 within
which to file their evidence in reply. | informed GD that | was aware of all the
correspondence on the case file in respect of his request to have the TMR’s
Preliminary View of 8 June 2007 reinstated. However, the matter before me was only
the TMR’s Preliminary View of 22 June 2007 and he should only address me on that
issue.

26. GD then questioned why he had not received skeleton arguments from XML and
how could the hearing be regarded as being fair and equitable to both parties when
XML had failed to permit him any advance sight of the submissions they intended to
make at the hearing. | explained that as XML were now litigants in person they were
not required to provide any skeleton arguments in advance of the hearing. XML had
chosen to provide me with oral submissions.

27. Although I had made clear to the parties that the issue before me was only the
TMR’s Preliminary View of 22 June 2007, | feel that | should briefly comment on the
circumstances, as | understand them to be, which resulted in the decision of the TMR
to overturn the Preliminary View of 8 June 2007.

28. Following the issue of the TMR’s Preliminary View of 8 June 2007, XML wrote
to the TMR to express their objection to the decision to refuse the extension of time
request. The letter asked for further consideration to be given to all the circumstances
surrounding their request for the extension of time. In light of the fresh submissions
made, the TMR reconsidered the earlier decision and decided to exercise its discretion
in favour of XML by overturning the decision given on 8 June 2007 and granting the
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extension of time request. It must be borne in mind that the TMR’s decision of 22
June 2007 was only a preliminary one and it was not automatically put into force. In
accordance with Rule 54(1) of the Trade Mark Rules 2000 (as amended), the parties
were offered the opportunity to be heard on the matter and GD subsequently requested
a hearing.

29. | am satisfied that the decision to overturn the Preliminary View of 8 June 2007
was within the discretion of the TMR to make and that the decision was made without
favouritism and in the interest of natural justice. As the parties were offered the
opportunity to be heard on the matter, I do not believe that there has been any
irregularity of procedure, nor do I believe that anyone has been prejudiced as a
consequence of the decision.

30. As a direct result of the TMR’s decision, the parties came before me at the hearing
on 12 September 2007.

31. At the hearing | was referred to various authorities relevant to the consideration
of requests for extensions of time. It was submitted that the Registrar had the
discretion to grant or refuse requests for extensions of time and that in exercising that
discretion | had to ensure that the parties were treated equally and fairly. | was also
asked to take into account whether the reasons given for the extension of time were
sufficiently detailed, strong and compelling to allow the request to be granted.

32. 1 was asked by GD to consider whether the reasons given in XML’s letter of 21
June 2007 were sufficient to justify the decision of the TMR to overturn the
Preliminary View of 8 June 2007 and to grant the extension of time. GD submitted
that XML should be expected to bear the consequences for their failure to adhere to
the timescales set for the filing of evidence in reply. XML had clearly not taken the
necessary steps to ensure that sufficient time and resources were put in place to ensure
that their evidence in reply would be submitted within the timescales set. GD further
contended that he had behaved diligently to ensure that he had met all the timescales
and deadlines set and that it would be unfair and unreasonable not to expect XML to
behave in a similar fashion.

33. XML submitted that strong and compelling reasons had been provided to support
their request for additional time within which to file their evidence in reply. I was
reminded that the TMR, in granting any extension of time request, had to ensure
fairness to all parties. No evidence had been provided to show that, the granting of an
additional three months to file their evidence, would result in any inconvenience or
prejudice to GD. XML stated that the TMR had already accepted the reasons provided
by XML in support of their request. Any delay in prosecuting these proceedings was
now as a direct result of GD challenging the TMR’s decision and not because of the
additional time that had been requested.

34. | was asked to take into consideration the fact that the evidential material had
already been submitted, within the three month period requested, to the TMR and was
now ready to be admitted into the proceedings. | was asked to take into consideration
the amount and the content of the evidence in support of the trade mark application
that GD had submitted. The nature of the evidential material had, | was informed,
required careful analysis before any evidence in reply could have been prepared and

8 of 12



submitted. In addition, a change in circumstances had resulted in XML no longer
being legally represented and the additional time had been needed to become familiar
with the details of the case and had been vital in the preparation of an appropriate
response to GD’s evidence.

The Law
Rule 68 states:

Alteration of time limits (Form TM9)

“68. — (1) The time or periods —

(a) prescribed by these Rules, other than the times or periods prescribed by the
rules mentioned in paragraph (3) below, or

(b) specified by the registrar for doing any act or taking any proceedings,

subject to paragraph (2) below, may, at the written request of the person or party
concerned, or on the initiative of the registrar, be extended by the registrar as she
thinks fit and upon such terms as she may direct.

(2) Where a request for the extension of a time or periods prescribed by the
Rules —

(@) is sought in respect of a time or periods prescribed by rules 13 to 13C, 18, 23,
25, 31, 31A, 32, 32A, 33, 33A or 34, the party seeking the extension shall send a
copy of the request to each person party to the proceedings;

(b) is filed after the application has been published under rule 12 above the
request shall be on Form TM9 and shall in any other case be on that form if the
registrar so directs.

(3) The rules excepted from paragraph (1) above are rule 10A(2) (failure to file
address for service), rule 11 (deficiencies in application), rule 13(1) (time for filing
opposition), rule 13A(1) (time for filing counter-statement), rule 23(4) (time for filing
opposition), rule 25(3) (time for filing opposition), rule 29 (delayed renewal), rule 30
( restoration of registration), rule 31(3) (time for filing counter-statement and
evidence of use or reasons for non-use), rule 32(3) (time for filing counter-statement),
rule 33(6) (time for filing counter-statement), and rule 47 (time for filing opposition).

(4) Subject to paragraph (5) below, a request for extension under paragraph (1) above
shall be made before the time or period in question has expired.

(5) Where the request for extension is made after the time or period has expired, the
registrar may, at her discretion, extend the period or time if she is satisfied with the
explanation for the delay in requesting the extension and it appears to her be just and
equitable to do so.
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(6) Where the period within which any party to any proceedings before the registrar
may file evidence under these Rules is to begin upon the expiry of any period in
which any other party may file evidence and that other party notifies the registrar that
he does not wish to file any, or any further, evidence the registrar may direct that the
period within which the first mentioned party may file evidence shall begin on such
date as may be specified in the direction and shall notify all parties to the dispute of
that date.

(7) Without prejudice to the above, in cases of any irregularity or prospective
irregularity in or before the Office or the registrar which —

(@) consists of a failure to comply with any limitation as to times or periods
specified in the Act or these Rules or the old law as that law continues to apply
and which has occurred or appears to the registrar as likely to occur in the
absence of a direction under this rule, and

(b) is attributable wholly or in part to an error, default or omission on the part
of the Office or the registrar and which it appears to her should be rectified,

she may direct that the time or period in question shall be altered in such manner as
she may specify upon such terms as she may direct.”

35. The breadth of the discretion afforded to the Registrar was dealt with by the
Appointed Person in LIQUID FORCE (1999) RPC 429. The Appointed Person held
that the Registrar’s discretion was as broad as that of the Court and where relevant
circumstances were brought forward, the Registrar could exercise that discretion. The
Appointed Person also held that, whilst it was not always determinative if the
evidence was available at the time at which the request for an extension of time fell to
be decided, it was nevertheless an important factor to be taken into consideration.

36. In Siddiqui’s Application (BL 0-481 -00) the Appointed Person said:

‘ In a normal case this will require the applicant to show clearly what he has done,
what he wants to do and why it is that he has not been able to do it. This does not
mean that in an appropriate case where he fails to show that he has acted
diligently but that special circumstances exist an extension cannot be granted.
However, in the normal case it is by showing what he has done and what he wants
to do and why he has not done it that the Registrar can be satisfied that granting an
indulgence is in accordance with the overriding objective and that the delay is not
being used so as to allow the system to be abused.’

37. In reaching my decision to confirm the Registry’s Preliminary View to allow the
extension of time request, | took account of the guidance provided by the Appointed
Persons. | was satisfied that XML had provided strong and compelling reasons to
support their request for more time to be allowed. XML had shown the reasons why
more time was required to prepare and submit their evidence in reply. XML had, for
financial reasons, taken the decision to dispense with their legal representation and as
a consequence of this decision they had had to obtain all the papers entered into the
proceedings from their previous legal representatives. There had been a delay in
obtaining the papers and once obtained, XML were required to scrutinize what they
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regarded as being lengthy, complex and confusing material. All of this contributed
towards a need for additional time within which to prepare a response to the evidence
submitted by GD in support of the trade mark application.

38. The decision to dispense with their legal representation was XML’s and | accept
that there is an argument for saying that they should have been better prepared to face
the possible consequences of their decision. That said, | am mindful of the fact that by
having dispensed with their legal representation, at such an advanced stage in the
proceedings, XML found themselves to be in a disadvantageous position. This is
because, even though GD is also a litigant in person operating no doubt under similar
pressures and constraints as XML, XML had clearly relied on their legal
representatives to advise them and deal with all the issues pertaining to the case. XML
were therefore not as familiar with the details of the proceedings compared to GD,
who had litigated the case from the outset.

39. I was of the view, that having obtained the relevant papers from D Young & Co,
XML should be allowed a period of time within which they could identify, prepare,
collate and submit their evidence in reply. This would, I believe, place the parties to
these proceedings on a more equitable footing.

40. | bore in mind that, by the date of the hearing, the work of compiling all the
evidence had been completed and that the evidence had already been filed at the
Registry. When the Registrar is faced with having to decide on a dispute, in particular
one as acrimonious as this one appears to be, it must be clearly to the benefit of all the
parties to have all of the evidential material placed into the proceedings. This will
ensure that the Hearing Officer, at final determination, will have the benefit of having
before him all of the evidence and submissions. This must be preferable to the
possible alternative of the proceedings being terminated and then having another set
of proceedings started between the same parties, covering the same issues and with
the same evidence being filed into the new proceedings.

41. However, this is not to be taken as meaning that the Registrar will always, when
the evidence has been filed, favour the party seeking the indulgence. Nevertheless, it
must surely be in the interest of all the parties to the proceedings that the dispute is
resolved expeditiously, fairly and by saving expense wherever and whenever possible.
This, in general terms, accords with the observations of Laddie J. in the appeal case
Hunt-Wesson Inc’s Trade Mark Application (1196)RPC 233 at 241:

* An opposition may determine whether or not a new statutory monopoly,
affecting all traders in the country, is to be created. Refusing permission
to an opponent who files evidence late affects not only him but also may penalise
the rest of the trade....although the matter is not clear, it is probable that if the
evidence is excluded and the opponent, as a result, loses then he will be able to
return again in separate proceedings to seek rectification of the register. An
advantage of allowing in the evidence....is that it may well avoid a multiplicity
of proceedings.’

42. Before reaching my decision to grant the extension of time | considered the

possible consequences that my decision would have for GD. In reviewing all of the
papers on the case | came to the conclusion that there did not appear to me that there
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would be any obvious or immediate consequences for GD if the extension of time for
three months was granted. What was clear to me was that the parties were involved in
a protracted and increasingly fractious dispute with some very serious accusations
having been made. In view of this, I believed that the view expressed in the TMR’s
letter of 28 June 2007 to ensure that it would be in the interest of both parties to have
all the available evidential material admitted into the proceedings and placed before
the Hearing Officer at final determination, was correct. In LIQUID FORCE (1999)
RPC 429 the Appointed Person said:

‘....In the interest of legal certainty it is plainly desirable that valid applications
for registration should succeed and valid objections to registration should be
upheld without undue delay.’

43. Taking into account all the circumstances of the case, including the fact that the
evidence was now available and ready to be admitted into the proceedings, | decided
to exercise the Registrar’s discretion and allow the opponent’ request for an extension
of time within which to file its evidence in reply.

Costs

44. Neither party requested an award of costs to be made in their favour and | decided
not to make an award.

Dated this 1° day of November 2007

Raoul Colombo

For the Registrar,
The Comptroller General
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