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TRADE MARKS ACT 1994 
 

IN THE MATTER OF a joint hearing held in  
relation to registration no. 2235699 in the name  
of Rapier 1 Limited and an application for  
revocation thereto under no. 82515 by  
Allied Telesyn Inc  
 
BACKGROUND 
 
1. Trade mark No. 2235699 for the word RAPIER was applied for on 12 June 2000 for a range 
of goods and services in classes 9 and 42. It completed its registration procedure on 2 February 
2001, and  stands in the name of Rapier 1 Limited (which I will refer to as Rapier). 
   
2. On 31 May 2006, Allied Telesyn Inc (which I will refer to as Allied), applied under the 
provisions of sections 46(1)(a) and (b) of the Trade Marks Act 1994 for partial  revocation of this 
registration. Rather than provide an extensive summary, the full background to the hearing before 
me can be conveniently found in two decisions which, for the sake of convenience, are attached 
as Annexes A and B to this decision.  The first, dated 9 January 2007, is the Hearing Officer’s 
decision in relation to Allied’s request to have their revocation action No. 82515 treated as an 
application for a declaration under the Community Trade Mark Regulations 2006 (BL O-013-
07). The second, dated 13 June 2007, is a decision of the Appointed Person (which I will refer to 
as the AP), Mr Geoffrey Hobbs QC, resulting from Rapier’s appeal of that decision (BL O-170-
07). 
 
3. In short, having been informed by the Trade Marks Registry (which I will refer to as the TMR) 
of Allied’s partial request for revocation, Rapier sought to surrender the registration in suit; they 
did so in order to maintain a seniority date for its registration of the word RAPIER at the 
Community Trade Marks Office (which I will refer to as the CTMO) This was important to them, 
because the registration in question (CTM No. 1924950) was being used by them as an earlier 
right in opposition proceedings between the same parties in that jurisdiction.  
 
4. The TMR actioned the surrender request, and indicated to the parties in an official letter dated 
6 September 2006, that revocation No. 82515 had been “marked off” i.e. no Form TM8, counter-
statement and evidence of use or reasons for non-use was required from Rapier. At this point, 
Allied applied for a declaration under section 3(3) of the Community Trade Mark Regulations 
2006, to the effect that had the trade mark not been surrendered, it would have been liable to be 
revoked under section 46 of the Trade Marks Act. The TMR acceded to Allied’s request and in 
so doing effectively converted the original request for revocation into a declaration under the 
Regulations mentioned. Rapier were advised of this development, and were informed that if they 
wished to defend the registration they would need to file the appropriate documentation; this they 
did, despite been given an inappropriately short time by the TMR in which to do so. Having filed 
their defence, Rapier requested a hearing to discuss the TMR’s approach to Allied’s request.  
 
5. At that hearing, the Hearing Officer determined that the TMR’s approach to Allied’s request 
for a declaration was in error and the TMR’s decision was reversed. However, utilising powers 
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provided by rule 66 of the Trade Marks Rules 2000, the Hearing Officer directed, inter alia, that: 
(i) the surrender of the registration be rescinded, (ii) the application for revocation be restored 
and (iii), that the request for surrender be stayed pending the outcome of the revocation action. 
Given the importance of the surrender to their seniority claim and their corresponding prospect of 
success in the opposition proceedings before the CTMO, Rapier appealed the Hearing Officer’s 
decision to an AP; Allied did not cross-appeal. 
 
6. In his decision, Mr Hobbs supported the Hearing Officer’s conclusion in so far as Allied’s 
request to proceed under section 3(3) of the Community Regulations was concerned, but set aside 
the directions given by the Hearing Officer under rule 66. 
 
7. In a letter to the TMR dated 28 June 2007, Allied said: 
 

“…As we understand this Decision, it finds the decision of the Registry to conclude the 
revocation action without giving the parties an opportunity to be heard to be in error. The 
Registry subsequently reinstated the revocation proceedings but Mr Hobbs’ Decision 
finds that also to have been in error. Mr Hobbs’ Decision therefore, brings these 
proceedings to the point at which, as a consequence of surrender of the registration, the 
Registry proposes to conclude these revocation proceedings. We hereby object to the 
revocation proceedings being concluded as such conclusion is likely to be adverse to the 
applicant for revocation. If the Registry is not willing to reinstate the revocation 
proceedings, we hereby request the appointment of a Hearing under Rule 54.” 

 
8. Rapier responded to these comments in a letter to the TMR dated 6 July 2007, the relevant part 
of which says: 

 
“We refer to the Applicant’s correspondence of the 28th June 2007 and contest the request 
to reinstate the revocation proceedings. This matter has already been the subject of a 
decision by the Appointed Person. There it was held (paragraph 57 page 34) that the 
Hearing Officer’s ruling and directions under Rule 66, in which she chose to reinstate the 
proceedings, were to be set aside…..” 

 
9. In an official letter dated 2 August 2007, the TMR indicated that it was still minded to 
maintain the decision given in the official letter of 6 September 2006 i.e. to deem the revocation 
proceedings as concluded, adding that as requested by Allied, a hearing would be arranged. 
 
The joint hearing 
 
10. A joint hearing to consider the TMR’s preliminary view took place before me, by video 
conference, on 10 October 2007. At the hearing, Rapier were represented by Mr Rowland 
Buehrlen of Beck Greener, and Allied by Ms Kate Szell of Lloyd Wise, their respective 
professional representatives in this matter, and, I note, the same representatives who appeared 
before both the Hearing Officer and the AP previously. 
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The skeleton arguments 
 
Allied’s skeleton argument 
 
11. The main points emerging from Allied’s skeleton argument are, in my view, as follows: 
 
• that this hearing concerns the decision of the Registrar dated 6 September 2006 to the effect 

that the revocation proceedings should be “marked off”; 
 
• that decision was not the subject of the previous hearing held before the Hearing Officer on 

23 November 2006 nor was it the subject of the appeal to the AP held on 11 May 2007; 
 
• that the Registry’s decision of 6 September 2006 was irregular for lack of compliance with 

Rule 54; 
 
• that Allied had not previously objected to that decision as the decision did not, until the 

decision of the AP was known, adversely affect Allied; 
 
• that in those circumstances, it is perfectly reasonable for Allied to object to that decision 

now; 
 
• that Allied also objects to the decision of 6 September 2006, on the grounds that there is no 

reason why the surrender of a registration should lead to proceedings to revoke being 
“marked off” – the decision in Omega Engineering Inc and Omega SA (Omega AG) (Omega 
Ltd) – (BL O-177-04) refers; 

 
• that if the TMR’s decision is not set aside, Allied will suffer considerable detriment. Rapier 

will have been allowed considerable extra time to put its mark into use. As the result of it 
having claimed seniority, its surrender of the registration has virtually no effect; the rights 
given by the registration remain. Allied would have to commence a new proceeding to 
remove the rights given by that registration on the grounds of non-use which would, this 
time, need to be taken under the Community Trade Mark Regulations 2006. Allied would 
also be put to the extra time and cost of commencing the new action. 

 
Rapier’s skeleton argument 
 
12. The main points emerging from Rapier’s skeleton argument are, in my view, as follows: 
 
• that the AP issued an order indicating that the Hearing Officer’s ruling and directions under 

rule 66 should be set aside; 
 
• that according to section 76(4) of the Act “Where an appeal is made to an appointed person 

and he does not refer it to the court, he shall hear and determine the appeal and his decision 
shall be final”; 
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• that in effect section 76(4) means that any further discussion concerning the AP’s decision 
requires an application for judicial review before the Queen’s Bench Division of the High 
Court; 

 
• that as a result of the order, the TMR’s decision of 6 September 2006 to “mark off” the 

revocation proceedings was upheld; 
 
• that on 28 June 2007, Allied requested to be heard for the purposes of contesting the TMR’s 

decision of 6 September 2006; 
 
• that Rapier objects on the grounds that no such order was made. In his decision the AP did 

not order the TMR to reconsider the decision of 6 September 2006, nor did the order remit 
the matter back to the TMR for further prosecution. The AP’s decision brought the 
proceedings to a conclusion; 

 
• furthermore, Allied consented to the TMR’s decision of 6 September 2006 when, in their 

letter of 8 September 2006, they applied for a declaration under section 3(3) of the 
Community Trade Mark Regulations; 

 
• in the alternative, Allied did later request and plead that the TMR’s decision of 6 September 

2006 should be overturned and revocation No. 82515 continue. That was what the Hearing 
Officer went on to do and is precisely that which the order of the AP overturns. 

 
The decision following the hearing 
 
13. At the hearing I reserved my decision. I communicated my decision to the parties in a letter 
dated 12 October 2007. The substance of that letter was as follows: 
 

“… Having done so, I note that in paragraph 20 of her decision of 9 January 2007, Mrs 
Corbett says (by reference to her letter of 24 November 2006) that:  

 
“The hearing was to consider the preliminary view that the application for revocation of 
the registration should continue and be treated as an application for a declaration under 
the Community Trade Marks Regulation 2006…”   

 
This statement seems to me at least to define the scope of the hearing before Mrs Corbett, 
and as a consequence the scope of the Appeal to the Appointed Person (Mr Hobbs). In the 
event, Mrs Corbett found that the approach adopted by the Trade Marks Registry (TMR) 
in the official letters of 27 and 28 September 2006 was in error and the TMR’s decision in 
that regard was reversed. This was of course a decision in the Registered Proprietor’s 
favour and was not the subject of a cross-appeal by your client. Although the Registered 
Proprietor successfully appealed Mrs Corbett’s decision in respect of her directions under 
rule 66, it is clear from the following passage taken from Paragraph 56 of Mr Hobbs’ 
decision, i.e. 
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“..There could have been a request on the part of the Applicant or a proposal on the part 
of the Registrar for the Registry’s decision of 6 September 2006 to be revoked on the 
basis of procedural irregularity under Rules 54 and 66. No such request or proposal was 
put forward for consideration at the hearing on 23 November 2006..”, 

 
that the procedural irregularity identified by him in paragraph 15 of his decision was not 
an issue before Mrs Corbett and as such could not have been an issue before him on 
appeal. Given his comments in paragraph 15 of his decision regarding the procedural 
irregularity which occurred in relation to the official letter of 6 September 2006, i.e. 

 
“The decision to treat the revocation as concluded was plainly adverse to the Applicant. 
In the absence of proper notice or any proper opportunity to be heard, the Applicant was 
entitled to challenge the decision under Rule 66..”, 

 
and given that the consequence of not challenging this decision only became adverse to 
your client following the issuing of his decision, I can see no reason why they should not 
be entitled to challenge it now.  

 
From the above, it is clear that the approach adopted in the TMR’s letter of 6 September 
2006 was both procedurally irregular (for want of compliance with rule 54) and was, 
given Mr Hobbs' comments in paragraph 29 of his decision, misconceived in any event. 
In my view, these errors are now capable of correction utilising the provisions of rule 66. 
At the hearing I heard submissions from you on how these proceedings should continue if 
I agreed with your principle submissions, which I do. 

 
Consequently, my decision in these proceedings is to re-instate Revocation action No. 
82515. Given Mr Hobbs’ comments in paragraph 9 of his decision regarding the dates 
currently specified on the Form TM26(N), I think it is (given the errors which have 
already occurred) appropriate for the TMR to return the Form TM26(N) to you for 
amendment. On receipt of the amended Form TM26(N), it will be served on the 
Registered Proprietor and, on the Lowden principle (which at the hearing you agreed in 
the circumstances of this case was relevant), a period of three months will be allowed for 
the Registered Proprietor to consider filing a replacement Form TM8 and 
Counterstatement if it considers it appropriate to do so. Given the comments in paragraph 
15 of Mrs Corbett’s decision i.e. 

 
“..In answer to my question, Mr Buehrlen indicated that the registered proprietor would 
have filed different evidence had it had more time to do so”, 

 
it appears that the Registered Proprietor may wish to supplement the evidence filed to 
meet the original deadline of 29 September 2006. That being the case, on receipt of the 
amended Form TM26(N) from the TMR, the Registered Proprietor should indicate 
promptly if it intends to file an amended Form TM8 and Counterstatement and also if it 
wishes to rely on the evidence originally filed i.e. the witness statement of Mr Buehrlen 
dated 29 September 2006 and exhibits CRB.1 – CRB.6 thereto, or if it wishes to 
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supplement this evidence. If the evidence is to be supplemented, the TMR will return the 
original evidence filed to the Registered Proprietor.  

 
Finally, I heard submissions on costs. Whilst you have been successful at the hearing, 
your success requires the Registered Proprietor to consider filing an amended Form TM8 
and Counterstatement, and also to consider filing additional evidence to that which was 
filed to meet the original deadline. In the circumstances, I do not propose to make any 
award of costs.” 

 
14. The parties were allowed a period of one month from the date of this letter to file Form TM5, 
and in so doing to request a written statement of reasons for my decision as a precursor to 
launching an appeal. It transpires that Rapier filed a Form TM5 dated 12 November 2007, but for 
reasons unknown to me this filing only came to light somewhat later following a routine check in 
the TMR. 
 
DECISION 
 
15. The background to this case is contained in my summary above, and in Annexes A and B to 
this decision. In reaching the conclusions I did, I have also had the benefit of reading the 
transcript of the hearing held before the AP on 11 May 2007.  
 
16. In so far as the scope of the hearing at first instance was concerned, in paragraph 20 of her 
decision of 9 January 2007, the Hearing Officer said (by reference to her letter of 24 November 
2006) that:  
 

“The hearing was to consider the preliminary view that the application for revocation of 
the registration should continue and be treated as an application for a declaration under 
the Community Trade Marks Regulation 2006…”   

 
17. In his decision of 13 June 2007 at paragraph 37, the AP said: 
 
 “37. The purpose of the hearing on 23 November 2006 was to consider the correctness 

of the decision-cum-preliminary view communicated to the parties in the Registry’s 
letters of 27 and 28 September 2006 (see paragraphs 18 to 20 above)”. 

 
Paragraphs 18 to 20 of his decision read as follows: 
 
 “18. The Registry acted upon the Applicant’s letter of 8 September 2006 in an official 

letter dated 27 September 2006 which stated as follows: 
 

“[The applicant’s] letter requests the registrar to issue a declaration pursuant to the 
provision of Statutory Instrument 2006 No. 1027. 

 
The registry must therefore follow the procedure for revocation, as set out in paragraph 4 
of the above Statutory Instrument. The revocation action shall therefore continue. 
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As indicated in the telephone conversation between your Mr. Buehrlen and Mr. Attfield 
of this office, you should therefore complete form TM8 and counter statement and 
return it with two copies of the evidence of use or reasons for non-use on or before 29 
September 2006.” 

 
The decision notified in this letter was, once again, irregular for lack of compliance with 
the requirements of Rule 54. It was plainly adverse to the Proprietor. In the absence of 
proper notice or any proper opportunity to be heard, the Proprietor was entitled to 
challenge the decision under Rule 66.  
 
19. The Registry sent a further letter on 28 September 2006 stating: 

 
“Following surrender of trade mark registration 2235699, currently the subject of 
revocation action, you requested a declaration under paragraphs 3(1)(b) and 3(3) of the 
Community Trade Mark Regulations 2006 (Statutory Instrument 2006 No. 1027). 

 
Given that an application for revocation, No. 82515, has already been filed it is our 
preliminary view that this be adopted on the basis of paragraph 3(1)(b) of the above 
mentioned S.I. The registered proprietor therefore has until 29 September 2006 to file 
their defence. 

 
A period of 14 days from the date of this letter i.e. on or before 12 October 2006 has 
been allowed to provide full written arguments against the preliminary view and to 
request a hearing under Rule 54(1).” 

 
20. Taken together, the statements that ‘The revocation action shall therefore continue’ 
(official letter of 27 September) and ‘Given that an application for revocation, 
No. 82515, has already been filed it is our preliminary view that this be adopted on the 
basis of paragraph 3(1)(b) of the above-mentioned S.I.’ (official letter of 28 September) 
amounted to a decision-cum-preliminary view on the part of the Registrar: 

 
(1) to revoke the decision notified in the official letter of 6 September 2006; 

 
(2) to reinstate the application for revocation filed under number 82515; 

 
(3) to treat the filing of the Applicant’s letter of 8 September 2006 as sufficient in and of 
itself to initiate the procedure specified in Regulation 4(2) of the 2006 Regulations for 
claiming a declaration in the Registry under Regulation 3 of those Regulations; 

 
(4) to integrate the supervening application for a declaration under Regulation 3 of the 
2006 Regulations with the reinstated application for revocation under Sections 46(1)(a) 
and 46(1)(b) of the 1994 Act filed on 31 May 2006; and 

 
(5) to integrate the supervening application with the reinstated application on the 
timescale of the latter so as to achieve for the supervening application a retrospective 
filing date of 31 May 2006 for the purposes of Rule 31(1), a retrospective transmission 
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date of 29 June 2006 for the purposes of Rule 31(2) and a non-extendable deadline of 29 
September 2006 for the filing of a defence in accordance with the requirements of Rule 
31(3).” 

 
18. The passages reproduced above, indicate clearly in my view that the issue under 
consideration both at first instance and on appeal, was the TMR’s approach to Allied’s request to 
proceed under the Community Regulations. On appeal, the AP upheld the Hearing Officer’s 
decision in relation to the decision-cum-preliminary view, but set aside her directions under rule 
66. The effect of his decision was to reinstate Rapier’s surrender, and to restore the revocation 
action to the point (following the official letter of 6 September 2006) at which the TMR indicated 
to the parties that the revocation proceedings had been “marked off”. 
 
19. In paragraphs 15 and 16 of his decision the AP said: 
 
 “15. At this point it is necessary to observe that the decision notified in the official 

letter of 6 September 2006 was irregular for lack of compliance with the requirements of 
Rule 54: 
……… 
 
The decision to treat the revocation application as concluded was plainly adverse to the 
Applicant. In the absence of proper notice or any proper opportunity to be heard, the 
Applicant was entitled to challenge the decision under Rule 66…. 

   
 16. However, the Applicant did not challenge the decision. It sent a letter to the 

Registry by fax on 8 September 2006 raising a claim for a declaration under Regulation 3 
of the 2006 Regulations in respect of the (ex hypothesi) surrendered registration…” 

 
20. He added in paragraphs 29, 53 and 56 of his decision: 
 

“29 … It leads to the conclusion that a duly filed request for surrender of all or part of a 
registration should be processed in accordance with Section 45 and Rule 26 without 
prejudice to the continuation of any application for revocation that may have been filed 
prior to the filing of the trade mark proprietor’s TM22 or TM23 as the case may be. The 
surrender takes effect ex nunc, not ex tunc and does not of itself render the pending 
revocation application moot or academic. I see no reason why the power conferred upon 
the Registrar by Section 46(6) of the Act should cease to be exercisable in relation to the 
surrendered registration…” 

 
 “53. The Registry unilaterally decided that revocation application number 82515 

should be ‘marked off’ as a result of the filing of the notice of surrender. The parties were 
informed of that decision in the official letter of 6 September 2006. The decision was 
irregular for lack of compliance with the requirements of Rule 54. It also appears to have 
been made on the erroneous assumption that the pending application for revocation under 
Sections 46(1)(a) and 46(1)(b) of the Act was rendered redundant by the filing of the 
Form TM22.” 
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“56. …There could have been a request on the part of the Applicant or a proposal on the 
part of the Registrar for the Registry’s decision of 6 September 2006 to be revoked on the 
basis of procedural irregularity under Rules 54 and 66. No such request or proposal was 
put forward for consideration at the hearing on 23 November 2006. The Hearing Officer 
unilaterally decided to revoke the Registry’s decision of 6 September 2006 and notified 
the parties of her decision to that effect in her letter of 24 November 2006. The latter 
decision was irregular for lack of compliance with the requirements of Rule 54. It should 
not stand. I do not think either of the parties should be required to forgo the protection of 
Rule 54 in the context of the events I have been describing.” 

 
21. From my reading of both the transcript of the hearing before the AP and his decision, the AP 
was clearly of the view that the official letter of 6 September 2006 was both procedurally 
irregular (for failing to offer a hearing under rule 54), and was misconceived in any event, given 
that the effect of Rapier’s surrender should not have automatically led to the termination of 
Allied’s application for revocation. As indicated by his comments in paragraph 56 of his decision 
(reproduced above), that procedurally irregular decision could potentially have been corrected 
had a request been made by Allied or proposed by the TMR; in the event no such request or 
proposal was made. However, the AP went on to say that neither of the parties should, in the 
circumstances he was considering, be required to forgo the protection of rule 54. 
 
22. As Allied point out, given the approach initially adopted by the TMR i.e. to convert their 
application for revocation into a declaration under the Community Regulations, and then 
following the Hearing Officer’s directions under rule 66 which reinstated their application for 
revocation, there was no need for them (at those points in time) to challenge what has now been 
determined by the AP to be the procedurally irregular and misconceived approach adopted in the 
official letter of 6 September 2006. However, given the consequences of the AP’s decision for 
them, Allied now wished to challenge the original decision to “mark off” their application for 
revocation taken in the official letter of 6 September 2006; a decision which the AP noted was 
clearly adverse to them, and one which, in his view, was the root irregularity in this case. 
 
23. In my view Allied were entitled to make such a challenge. I reached this conclusion because 
the issue of whether or not a  procedural irregularity had occurred under rule 54 in relation to the 
official letter of 6 September 2006, was not one before either the Hearing Officer or the AP 
(paragraph 56 of his decision refers). While I accept Rapier’s position in relation to section 76(4) 
of the Act in the context of appeals to an AP which reads: 
 

“(4) Where an appeal is made to an appointed person and he does not refer it to the court, 
he shall hear and determine the appeal and his decision shall be final”, 

 
as Allied point out, this provision must be read in the context of matters that were actually before 
the AP on appeal; the irregularity in procedure under rule 54 in relation to the official letter of 6 
September did not fall into this category.  
  
24. I therefore concluded that the official letter of 6 September 2006 was procedurally irregular, 
and that the decision of the AP did not preclude Allied from being heard in relation to this 
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irregularity. Having reached that conclusion, and in light of the comments of the AP reproduced 
above, I had no hesitation in concluding that the approach adopted in the official letter was 
misconceived and was capable of correction using the provisions of rule 66 which, for the sake of 
convenience, reads as follows: 
 

“Subject to Rule 68 below, any irregularity in procedure in or before the Office or the 
registrar, may be rectified on such terms as the registrar may direct.” 

 
25. Having reached that conclusion, I directed that Allied’s application for revocation should be 
reinstated and I made a number of consequential directions as to the further conduct of the 
proceedings. Namely, that the dates on the Form TM26(N) should, in line with the AP’s 
comments in paragraph 9 of his decision, be corrected and, that in line with the decision in 
Lowden Trade Mark [2005] RPC 18, Rapier should be allowed a period of three months in which 
to consider filing an amended Form TM8 and counterstatement and, if they so wished, to 
supplement the evidence originally filed by them on 29 September 2006. These consequential 
directions were accepted at the hearing by Allied and are, I think, uncontroversial in any event. 
 
CONCLUSIONS 
 
26. In summary, I concluded that: 
 
• the Hearing Officer in her decision of 9 January 2007, and the AP in his decision of 13 June 

2007, were not seized of a question regarding whether or not the official letter of 6 September 
2006 contained a procedural irregularity under rule 54;  

 
• in those circumstances, the decision of the AP was final only in so far as it contained matters 

of which the AP was seized; 
 
• the Registrar was not precluded from entertaining a request by Allied to revisit the official 

letter of 6 September 2006; 
 
• the official letter of 6 September 2006 was clearly procedurally irregular as it did not offer 

the parties an opportunity to be heard; 
 
• in addition, the official letter of 6 September 2006 proceeded on a false premise i.e. that the 

surrender of the registration automatically terminated the application for revocation; 
 
• using the powers provided by rule 66, these irregularities in procedure were capable of and 

should be corrected; 
 
• Allied’s application for revocation should be reinstated; 
 
• the dates on Allied’s Form TM26(N) should be corrected; 
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• Rapier should be given an opportunity to file an amended Form TM8 and counterstatement 
and to supplement their original evidence. 

 
Dated this 11th day of January 2008 
 
 
 
 
C J BOWEN 
For the Registrar 
The Comptroller-General 
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