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TRADE MARKS ACT 1994
IN THE MATTER OF APPLICATION No. 3140014
BY DANIEL CASSIDY
TO REGISTER THE TRADE MARK
rox
IN CLASS 25

AND
IN THE MATTER OF OPPOSITION THERETO

UNDER No. 406391 BY
BIARRITZ HOLDINGS SARL



BACKGROUND

1) On 10 December 2015, Daniel Cassidy (hereinafter the applicant) applied to register the trade

mark “rox” in respect of the following goods:

Class 25: Clothing but not including, footwear, shoes, gloves, kidney belts, scarves or ties.

2) The application was examined and accepted, and subsequently published for opposition purposes
on 8 January 2016 in Trade Marks Journal No.2016/002.

3) On 13 April 2016 Biarritz Holdings SARL (hereinafter the opponent) filed a notice of opposition,

subsequently amended. The opponent is the proprietor of the following trade mark:

Mark Number Dates of filing Class | Specification relied upon
and registration
ROXY |2191394 | 11.03.99 25 Clothing, footwear, headgear
11.05.01

a) The opponent contends that its mark and the mark applied for are very similar and that the
goods applied for are similar to the goods for which the earlier mark is registered. As such the
mark in suit offends against Section 5(2)(b) of the Act. The opponent also contends that it has
reputation and goodwill in its mark in respect of the goods for which it is registered and
therefore the mark in suit would take unfair advantage of its reputation and be detrimental to

the distinctive character of its mark and so offend against Sections 5(3) and 5(4)(a) of the Act.

4) On 25 July 2016 the applicant filed a counterstatement (subsequently amended), basically denying
that the marks are similar and stating that the two parties are not in the same marketplace. The

applicant did not put the opponent to proof of use.

5) Only the opponent filed evidence. Both parties seek an award of costs in their favour. Neither side
wished to be heard. Only the opponent provided written submissions which | shall refer to as and

when necessary in my decision.



OPPONENT'S EVIDENCE

6) The opponent filed a witness statement, dated 31 October 2016, by Julien Bertol the Legal Director
of NA PALI SAS which was granted an exclusive operating and manufacturing licence in respect of
the ROXY trade mark by Biarritz Holdings SARL on 1 November 2011. He states that the ROXY
brand was created in 1990 and was the first dedicated female surf brand, initially consisting of a
swimwear line with a sportswear line being introduced the following year. In 1992 denim and snow
wear items were introduced. He states that the brand is the largest action sport and fashion apparel
company for young women in the world. He states that the ROXY mark has been in continuous use in

the UK since 1993. He provides the following sales figures:

Financial Year Sales £million Number of items
2011 11.7 610,966
2012 9.9 473,799
2013 6.8 284,277
2014 7.1 328,815
2015 1.7 420,148

7) Mr Bertol states that in addition to sponsoring individual sportswomen, the opponent also sponsors

sports events. He provides the following exhibits in support:

e JB1: Photographs of outlets in Sussex, Milton Keynes and a House of Fraser store, which all
sell Roxy clothing. The pages all appear to be from the Internet and where dated show a date
of October 2016.

e JB2: Pages from the Internet, dated 28 February 2015, showing items of ROXY branded

clothing offered for sale.

e JB3: Documents from the Nominet website showing the domain name www.roxy-uk.co.uk as

owned by Quiksilver Inc., the parent company of the opponent.

e JB4: Pages from the website www.roxy-uk.co.uk dated between 2012 and 2015 showing

clothing, footwear and headgear on sale in the UK under the brand ROXY.
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e JB5: Copies of invoices issued to UK customers during the period 2011 to 2015 showing sales
of ROXY branded clothing, footwear and headgear. Also included are copies of catalogues
circulated to UK customers. He states that the numbers on the invoices can be traced to the
catalogues and he provides two examples. Invoice 52366616 issued on 15 April 2015 to
Debenhams Retail plc in Somerset includes 750 items entitled MIMOSA V J SNDL TQS. He
states that this can be matched to its reference number (ARJL 100129) to a pair of ROXY flip
flops featured at page 3 of the S1 2015 footwear catalogue. Invoice LA 21468213, issued on
20 January 2011 to Vicjam Ltd in Carmarthenshire features 50 WILD AT HEART T-GREEN
items and 90 VINTAGE FEVER items. These can be matched by their reference numbers
(XIWJEB03 & XIWJE823) to T-shirts featured on page 102 of the Roxy Spring Summer 2011
Apparel catalogue. He states that the catalogues show the brand ROXY being used upon the
products such as the sole of footwear, and on internal labels in the case of clothing as well as
occasionally on the outside of the item as well.

e JB6: Copies of pages from newspapers and magazines such as Glamour, Cosmopolitan,
Women'’s Fitness, Grazia, The Sunday Times, Fabulous, The Guardian, Marie Claire, Conde

Nast, Vogue and Metro. These are dated between January 2012 and August 2015.

e JB7: Pages from the opponent’s website showing sponsorship of individual sportswomen and

also sports events.

e JB8: Copy of a page from worldsurfleague.com which shows events in the 2016 Women’s

Championship Tour which includes the Roxy Gold Coast and Roxy Pro France events.

e JB9: A page from the BBC archive dated 16 February 2005 which mentions the Roxy Jam

surfing event in Newquay.

e JB10: An article from the Guardian dated 1 July 2011 which mentions the Roxy Pro in Biarritz

for women surfers.

8) That concludes my summary of the evidence filed, insofar as | consider it necessary.



DECISION

9) The first ground of opposition is under section 5(2)(b) which reads:

“5.-(2) A trade mark shall not be registered if because -

(b) it is similar to an earlier trade mark and is to be registered for goods or services

identical with or similar to those for which the earlier trade mark is protected,

there exists a likelihood of confusion on the part of the public, which includes the likelihood of

association with the earlier trade mark.”

10) An “earlier trade mark” is defined in section 6, the relevant part of which states:

“6.-(1) In this Act an "earlier trade mark" means -

(@) aregistered trade mark, international trade mark (UK) or Community trade mark
which has a date of application for registration earlier than that of the trade mark
in question, taking account (where appropriate) of the priorities claimed in respect

of the trade marks.”

11) The opponent is relying upon its trade mark listed in paragraph 3 above which is clearly an earlier
trade mark. The applicant did not request proof of use. When considering the issue under section
5(2)(b) | take into account the following principles which are gleaned from the decisions of the EU
courts in Sabel BV v Puma AG, Case C-251/95, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer
Inc, Case C-39/97, Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel B.V. Case C-342/97,
Marca Mode CV v Adidas AG & Adidas Benelux BV, Case C-425/98, Matratzen Concord GmbH v
OHIM, Case C-3/03, Medion AG v. Thomson Multimedia Sales Germany & Austria GmbH, Case C-
120/04, Shaker di L. Laudato & C. Sas v OHIM, Case C-334/05P and Bimbo SA v OHIM, Case C-
591/12P.



(a) The likelihood of confusion must be appreciated globally, taking account of all relevant

factors;

(b) the matter must be judged through the eyes of the average consumer of the goods or
services in question, who is deemed to be reasonably well informed and reasonably
circumspect and observant, but who rarely has the chance to make direct comparisons
between marks and must instead rely upon the imperfect picture of them he has kept in his
mind, and whose attention varies according to the category of goods or services in question;

(c) the average consumer normally perceives a mark as a whole and does not proceed to

analyse its various details;

(d) the visual, aural and conceptual similarities of the marks must normally be assessed by
reference to the overall impressions created by the marks bearing in mind their distinctive and
dominant components, but it is only when all other components of a complex mark are
negligible that it is permissible to make the comparison solely on the basis of the dominant

elements;

(e) nevertheless, the overall impression conveyed to the public by a composite trade mark may

be dominated by one or more of its components;

(f) however, it is also possible that in a particular case an element corresponding to an earlier
trade mark may retain an independent distinctive role in a composite mark, without necessarily

constituting a dominant element of that mark;

(g) a lesser degree of similarity between the goods or services may be offset by a great degree

of similarity between the marks, and vice versa,;

(h) there is a greater likelihood of confusion where the earlier mark has a highly distinctive

character, either per se or because of the use that has been made of it;

(i) mere association, in the strict sense that the later mark brings the earlier mark to mind, is

not sufficient;



(j) the reputation of a mark does not give grounds for presuming a likelihood of confusion

simply because of a likelihood of association in the strict sense;

(k) if the association between the marks creates a risk that the public will wrongly believe that
the respective goods or services come from the same or economically-linked undertakings,

there is a likelihood of confusion.

The average consumer and the nature of the purchasing decision

12) As the case law above indicates, it is necessary for me to determine who the average consumer
is for the respective parties’ goods. | must then determine the manner in which these goods are likely
to be selected by the average consumer in the course of trade. In Hearst Holdings Inc, Fleischer
Studios Inc v A.V.E.L.A. Inc, Poeticgem Limited, The Partnership (Trading) Limited, U Wear Limited, J
Fox Limited, [2014] EWHC 439 (Ch), Birss J. described the average consumer in these terms:

“60. The trade mark questions have to be approached from the point of view of the presumed
expectations of the average consumer who is reasonably well informed and reasonably
circumspect. The parties were agreed that the relevant person is a legal construct and that the
test is to be applied objectively by the court from the point of view of that constructed person.
The words “average” denotes that the person is typical. The term “average” does not denote

some form of numerical mean, mode or median.”

13) Both parties have specifications, broadly speaking, of clothing although the opponent’s includes
footwear and headgear. Such goods will be sold in, inter alia, traditional retail outlets on the high
street, through catalogues and on the Internet. The specifications of both parties are unlimited, and so
I must keep all of these trade channels in mind. The average consumer of the goods at issue is a
member of the general public (including businesses) who is likely, in my opinion, to select the goods
mainly by visual means. | accept that more expensive items may be researched or discussed with a
member of staff. In this respect | note that in New Look Ltd v OHIM Cases- T-117/03 to T-119/03 and
T-171/03, the General Court (GC) said this about the selection of clothing:

“50. Generally in clothes shops customers can themselves either choose the clothes they wish
to buy or be assisted by the sales staff. Whilst oral communication in respect of the product and
the trade mark is not excluded, the choice of the item of clothing is generally made visually.

Therefore, the visual perception of the marks in question will generally take place prior to
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purchase. Accordingly, the visual aspect plays a greater role in the global assessment of the

likelihood of confusion.”

14) In the same case the Court also commented upon the degree of care the average consumer will

take when selecting clothing. It said:

“43. 1t should be noted in this regard that the average consumer’s level of attention may vary
according to the category of goods or services in question (see, by analogy, Case C 342/97
Lloyd Schuhfabrik Meyer [1999] ECR 1-3819, paragraph 26). As OHIM rightly pointed out, an
applicant cannot simply assert that in a particular sector the consumer is particularly attentive to
trade marks without supporting that claim with facts or evidence. As regards the clothing sector,
the Court finds it comprises goods which vary widely in quality and price. Whilst it is possible
that the consumer is more attentive to the choice of mark where he or she buys a particularly
expensive item of clothing, such an approach on the part of the consumer cannot be presumed
without evidence with regard to all goods in that sector. It follows that that argument must be

rejected.”

15) Clearly, the average consumer’s level of attention will vary considerably depending on the cost
and nature of the item at issue. However, to my mind even when selecting routine inexpensive items
of clothing such as socks, the average consumer will pay attention to considerations such as size,
colour, fabric and cost. Overall the average consumer is likely to pay a medium degree of

attention to the selection of items of clothing.

Comparison of goods

16) In the judgment of the Court of Justice of the European Union (CJEU) in Canon, Case C-39/97,
the court stated at paragraph 23 of its judgment that:

“In assessing the similarity of the goods or services concerned, as the French and United
Kingdom Governments and the Commission have pointed out, all the relevant factors relating
to those goods or services themselves should be taken into account. Those factors include,
inter alia, their nature, their intended purpose and their method of use and whether they are in

competition with each other or are complementary”.



17) In Gérard Meric v Office for Harmonisation in the Internal Market, Case T- 133/05, the GC stated
that:

“29. In addition, the goods can be considered as identical when the goods designated by the
earlier mark are included in a more general category, designated by trade mark application
(Case T-388/00 Institut fur Lernsysteme v OHIM- Educational Services (ELS) [2002] ECR lI-
4301, paragraph 53) or where the goods designated by the trade mark application are included
in a more general category designated by the earlier mark”.

18) The applicant seeks registration in respect of the following goods in class 25 “Clothing but not
including, footwear, shoes, gloves, kidney belts, scarves or ties”. Clearly this specification is
encompassed by the opponent’s registration for “clothing” in Class 25. The applicant contends that
the opponent is known for its female casual surf-wear whereas the applicant is aimed at performance
mountain bike clothing for men. However, neither parties’ specifications are limited. Even if the
applicant limited his specification to “mountain bike clothing for men” it would still be encompassed by
the term “clothing” in the opponent’s specification. The goods of the two parties are therefore

identical.

Comparison of trade marks

19) It is clear from Sabel BV v. Puma AG (particularly paragraph 23) that the average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details. The same
case also explains that the visual, aural and conceptual similarities of the marks must be assessed by
reference to the overall impressions created by them, bearing in mind their distinctive and dominant
components. The CJEU stated at paragraph 34 of its judgment in Case C-591/12P, Bimbo SA v
OHIM, that:

“.....It is necessary to ascertain, in each individual case, the overall impression made on the
target public by the sign for which registration is sought, by means of, inter alia, an analysis of
the components of a sign and of their relative weight in the perception of the target public, and
then, in the light of that overall impression and all factors relevant to the circumstances of the

case, to assess the likelihood of confusion.”

20) It would be wrong, therefore, artificially to dissect the trade marks, although it is necessary to take

into account their distinctive and dominant components and to give due weight to any other features
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which are not negligible and therefore contribute to the overall impressions created by them. The

trade marks to be compared are:

Opponent’s trade mark Applicant’s trade mark
ROXY rox

21) The applicant contends that his mark “rox” is an acronym, but does not give the meaning of the
word. He also contends that the opponent’s mark is a female name. For its part, the opponent does
not dispute that ROXY is a female name but merely contends that ROX is “often used as an
abbreviation of the female name ROXY”. No evidence is provided that this contention is in any way
commonplace. Whilst | accept that ROXY is a female name the term “rox” does not appear to have
any meaning, and the applicant has not provided any comments on what the term means. Visually the
marks clearly share the first three letters “ROX” albeit the opponent’s mark ends with the letter “Y”.
Aurally they share the same first syllable “ROCKS” and the opponent’s mark has a second syllable
“EE”. Conceptually, they differ in that the opponent’s mark is a name whilst the applicant’s mark does

not have any meaning. Overall the marks are similar to a medium degree.

Distinctive character of the earlier trade mark

22) In Lloyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel BV, Case C-342/97 the CJEU stated
that:

“22. In determining the distinctive character of a mark and, accordingly, in assessing whether it
is highly distinctive, the national court must make an overall assessment of the greater or
lesser capacity of the mark to identify the goods or services for which it has been registered as
coming from a particular undertaking, and thus to distinguish those goods or services from
those of other undertakings (see, to that effect, judgment of 4 May 1999 in Joined Cases C-
108/97 and C-109/97 WindsurfingChiemsee v Huber and Attenberger [1999] ECR [-0000,
paragraph 49).

23. In making that assessment, account should be taken, in particular, of the inherent
characteristics of the mark, including the fact that it does or does not contain an element
descriptive of the goods or services for which it has been registered; the market share held by
the mark; how intensive, geographically widespread and long-standing use of the mark has
been; the amount invested by the undertaking in promoting the mark; the proportion of the

relevant section of the public which, because of the mark, identifies the goods or services as
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originating from a particular undertaking; and statements from chambers of commerce and
industry or other trade and professional associations (see Windsurfing Chiemsee, paragraph
51).”

23) The opponent’s mark is an unusual female name and as such is inherently distinctive to a
medium degree. The opponent has shown use of its mark but given the specification for which
it is registered, and the enormity of the market in the UK for clothing, footwear and headgear,

the level of sales shown is not sufficient to warrant enhanced distinctiveness.

Likelihood of confusion

24) In determining whether there is a likelihood of confusion, a number of factors need to be borne in
mind. The first is the interdependency principle i.e. a lesser degree of similarity between the
respective trade marks may be offset by a greater degree of similarity between the respective goods
and vice versa. As | mentioned above, it is also necessary for me to keep in mind the distinctive
character of the opponent’s trade mark as the more distinctive the trade mark is, the greater the
likelihood of confusion. | must also keep in mind the average consumer for the goods, the nature of
the purchasing process and the fact that the average consumer rarely has the opportunity to make
direct comparisons between trade marks and must instead rely upon the imperfect picture of them he
has retained in his mind. Earlier in this decision, | concluded that:

e the average consumer for the goods is a member of the general public including businesses
who will select the goods by predominantly visual means, although | do not discount aural

considerations and that they are likely to pay a medium degree of attention to the selection of

such goods.

e the marks of the two parties are similar to a medium degree.

e The opponent’s mark has a medium level of inherent distinctiveness but cannot benefit from an

enhanced distinctiveness through use.

e The goods of the two parties are identical.
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25) In view of all of the above, and allowing for the concept of imperfect recollection there is a
likelihood of consumers being confused into believing that the goods applied for under the mark in suit
and provided by the applicant are those of the opponent or provided by an undertaking linked to it.

The opposition under Section 5(2) (b) therefore succeeds.

26) | next turn to the ground of opposition under section 5(4)(a) which reads:

“A trade mark shall not be registered if, or to the extent that, its use in the United Kingdom is

liable to be prevented —

(a) by virtue of any rule of law (in particular, the law of passing off) protecting an

unregistered trade mark or other sign used in the course of trade, or

A person thus entitled to prevent the use of a trade mark is referred to in this Act as the

proprietor of “an earlier right” in relation to the trade mark.”

27) Halsbury’s Laws of England (4th Edition) Vol. 48 (1995 reissue) at paragraph 165 provides the
following analysis of the law of passing off. The analysis is based on guidance given in the speeches
in the House of Lords in Reckitt & Colman Products Ltd v. Borden Inc. [1990] R.P.C. 341 and Erven
Warnink BV v. J. Townend & Sons (Hull) Ltd [1979] AC 731. It is (with footnotes omitted) as follows:

“The necessary elements of the action for passing off have been restated by the House of

Lords as being three in number:

(1) that the plaintiff’'s goods or services have acquired a goodwill or reputation in the market

and are known by some distinguishing feature;
(2) that there is a misrepresentation by the defendant (whether or not intentional) leading or

likely to lead the public to believe that the goods or services offered by the defendant are

goods or services of the plaintiff; and
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(3) that the plaintiff has suffered or is likely to suffer damage as a result of the erroneous belief

engendered by the defendant’s misrepresentation.

The restatement of the elements of passing off in the form of this classical trinity has been
preferred as providing greater assistance in analysis and decision than the formulation of the
elements of the action previously expressed by the House. This latest statement, like the
House’s previous statement, should not, however, be treated as akin to a statutory definition or
as if the words used by the House constitute an exhaustive, literal definition of passing off, and
in particular should not be used to exclude from the ambit of the tort recognised forms of the

action for passing off which were not under consideration on the facts before the House.”

28) Further guidance is given in paragraphs 184 to 188 of the same volume with regard to
establishing the likelihood of deception or confusion. In paragraph 184 it is noted (with footnotes
omitted) that:

“To establish a likelihood of deception or confusion in an action for passing off where there has

been no direct misrepresentation generally requires the presence of two factual elements:

(1) that a name, mark or other distinctive feature used by the plaintiff has acquired a reputation

among a relevant class of persons; and

(2) that members of that class will mistakenly infer from the defendant’s use of a name, mark or
other feature which is the same or sufficiently similar that the defendant’s goods or business

are from the same source or are connected.

While it is helpful to think of these two factual elements as successive hurdles which the
plaintiff must surmount, consideration of these two aspects cannot be completely separated
from each other, as whether deception or confusion is likely is ultimately a single question of

fact.

In arriving at the conclusion of fact as to whether deception or confusion is likely, the court will
have regard to:

(a) the nature and extent of the reputation relied upon;
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(b) the closeness or otherwise of the respective fields of activity in which the plaintiff and the

defendant carry on business;

(c) the similarity of the mark, name etc. used by the defendant to that of the plaintiff;

(d) the manner in which the defendant makes use of the name, mark etc. complained of and

collateral factors; and

(e) the manner in which the particular trade is carried on, the class of persons who it is alleged

is likely to be deceived and all other surrounding circumstances.”

In assessing whether confusion or deception is likely, the court attaches importance to the
question whether the defendant can be shown to have acted with a fraudulent intent, although

a fraudulent intent is not a necessary part of the cause of action.”

29) First | must determine the date at which the opponent’s claim is to be assessed; this is known as
the material date. In Advanced Perimeter Systems Limited v Multisys Computers Limited, BL O-410-
11, Mr Daniel Alexander QC as the Appointed Person considered the relevant date for the purposes

of s.5(4)(a) of the Act and concluded as follows:

“39. In Last Minute, the General Court....said:

‘50. First, there was goodwill or reputation attached to the services offered by LMN in the
mind of the relevant public by association with their get-up. In an action for passing off,
that reputation must be established at the date on which the defendant began to offer his
goods or services (Cadbury Schweppes v Pub Squash (1981) R.P.C. 429).

51. However, according to Article 8(4) of Regulation No 40/94 the relevant date is not that
date, but the date on which the application for a Community trade mark was filed, since it
requires that an applicant seeking a declaration of invalidity has acquired rights over its

non-registered national mark before the date of filing, in this case 11 March 2000.’

40. Paragraph 51 of that judgment and the context in which the decision was made on the facts

could therefore be interpreted as saying that events prior to the filing date were irrelevant to
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whether, at that date, the use of the mark applied for was liable to be prevented for the purpose
of Article 8(4) of the CTM Regulation. Indeed, in a recent case before the Registrar, J Sainsbury
plc v. Active: 4Life Ltd O-393-10 [2011] ETMR 36 it was argued that Last Minute had effected a
fundamental change in the approach required before the Registrar to the date for assessment in
a s.5(4)(a) case. In my view, that would be to read too much into paragraph [51] of Last Minute
and neither party has advanced that radical argument in this case. If the General Court had
meant to say that the relevant authority should take no account of well-established principles of
English law in deciding whether use of a mark could be prevented at the application date, it would
have said so in clear terms. It is unlikely that this is what the General Court can have meant in
the light of its observation a few paragraphs earlier at [49] that account had to be taken of national
case law and judicial authorities. In my judgment, the better interpretation of Last Minute, is that
the General Court was doing no more than emphasising that, in an Article 8(4) case, the prima
facie date for determination of the opponent’s goodwill was the date of the application. Thus
interpreted, the approach of the General Court is no different from that of Floyd J in Minimax.
However, given the consensus between the parties in this case, which | believe to be correct,
that a date prior to the application date is relevant, it is not necessary to express a concluded

view on that issue here.

41. There are at least three ways in which such use may have an impact. The underlying
principles were summarised by Geoffrey Hobbs QC sitting as the Appointed Person in Croom’s
TM [2005] RPC 2 at [46] (omitting case references):

(a) The right to protection conferred upon senior users at common law;
(b) The common law rule that the legitimacy of the junior user’'s mark in issue must normally
be determined as of the date of its inception;

(c) The potential for co-existence to be permitted in accordance with equitable principles.

42. As to (b), it is well-established in English law in cases going back 30 years that the date for
assessing whether a claimant has sufficient goodwill to maintain an action for passing off is the
time of the first actual or threatened act of passing off: J.C. Penney Inc. v. Penneys Ltd. [1975]
FSR 367; Cadbury-Schweppes Pty Ltd v. The Pub Squash Co. Ltd [1981] RPC 429 (PC);
Barnsley Brewery Company Ltd. v. RBNB [1997] FSR 462; Inter Lotto (UK) Ltd. v. Camelot
Group plc [2003] EWCA Civ 1132 [2004] 1 WLR 955: “date of commencement of the conduct
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complained of”. If there was no right to prevent passing off at that date, ordinarily there will be

no right to do so at the later date of application.

43. In SWORDERS TM 0-212-06 Mr Alan James acting for the Registrar well summarised the

position in s.5(4)(a) proceedings as follows:

‘Strictly, the relevant date for assessing whether s.5(4)(a) applies is always the date of
the application for registration or, if there is a priority date, that date: see Article 4 of
Directive 89/104. However, where the applicant has used the mark before the date of
the application it is necessary to consider what the position would have been at the date
of the start of the behaviour complained about, and then to assess whether the position
would have been any different at the later date when the application was made.’ ”

30) The mark in suit was applied for on 10 December 2015, and is, therefore, the material date.
However, if the applicant had used its trade mark prior to this then this use must also be taken into
account. It could, for example, establish that the applicant is the senior user, or that the status quo
should not be disturbed; any of which could mean that the applicant’s use would not be liable to be
prevented by the law of passing-off — the comments in Croom’s Trade Mark Application [2005] RPC 2
and Daimlerchrysler AG v Javid Alavi (T/A Merc) [2001] RPC 42 refer. The applicant has not provided
any evidence of use and so for the purposes of this ground of opposition the material date must be
10 December 2015.

Goodwill

31) I now turn to consider the evidence filed by the opponent to determine when it began use of its
mark and upon which goods. In determining this | take into account of the guidance in the case of
South Cone Incorporated v Jack Bessant, Dominic Greensmith, Kenwyn House and Gary Stringer (a
partnership) [2002] RPC 19 (HC), Pumfrey J. stated:

“27. There is one major problem in assessing a passing of claim on paper, as will normally
happen in the Registry. This is the cogency of the evidence of reputation and its extent. It
seems to me that in any case in which this ground of opposition is raised the registrar is
entitled to be presented with evidence which at least raises a prima facie case that the

opponent's reputation extends to the goods comprised in the applicant's specification of goods.
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The requirements of the objection itself are considerably more stringent that the enquiry under
s.11 of the 1938 Act (see Smith Hayden & Co. Ltd's Application (OVAX) (1946) 63 R.P.C. 97
as qualified by BALI Trade Mark [1969] R.P.C. 472). Thus the evidence will include evidence
from the trade as to reputation; evidence as to the manner in which the goods are traded or the

services supplied; and so on.

28. Evidence of reputation comes primarily from the trade and the public, and will be supported
by evidence of the extent of use. To be useful, the evidence must be directed to the relevant
date. Once raised, the applicant must rebut the prima facie case. Obviously, he does not need
to show that passing off will not occur, but he must produce sufficient cogent evidence to
satisfy the hearing officer that it is not shown on the balance of probabilities that passing off will

occur.”

32) However, in Minimax GmbH & Co KG v Chubb Fire Limited [2008] EWHC 1960 (Pat) Floyd J. (as

he then was) stated that:

“[The above] observations are obviously intended as helpful guidelines as to the way in which a
person relying on section 5(4)(a) can raise a case to be answered of passing off. | do not
understand Pumfrey J to be laying down any absolute requirements as to the nature of
evidence which needs to be filed in every case. The essential is that the evidence should

show, at least prima facie, that the opponent's reputation extends to the goods comprised in
the application in the applicant's specification of goods. It must also do so as of the relevant

date, which is, at least in the first instance, the date of application.”
33) From the evidence filed by the opponent it is clear that they have had goodwill in respect of
clothing, footwear and headgear since at least 2011. | conclude that the opponent has shown it
has goodwill in the mark ROXY in respect of casual clothing, footwear and headgear amongst
a substantial proportion of the population of the UK.

Misrepresentation

34) In Neutrogena Corporation and Another v Golden Limited and Another,1996] RPC 473, Morritt
L.J. stated that:
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“There is no dispute as to what the correct legal principle is. As stated by Lord Oliver of
Aylmerton in Reckitt & Colman Products Ltd. v. Borden Inc. [1990] R.P.C. 341 at page 407 the

guestion on the issue of deception or confusion is

“Iis it, on a balance of probabilities, likely that, if the appellants are not restrained as they
have been, a substantial number of members of the public will be misled into purchasing

the defendants' [product] in the belief that it is the respondents’[product]”

The same proposition is stated in Halsbury's Laws of England 4th Edition Vol.48 para 148 .
The necessity for a substantial number is brought out also in Saville Perfumery Ltd. v. June
Perfect Ltd. (1941) 58 R.P.C. 147 at page 175 ; and Re Smith Hayden's Application (1945) 63
R.P.C. 97 at page 101.”

And later in the same judgment:

“.... for my part, | think that references, in this context, to “more than de minimis ” and “above a
trivial level” are best avoided notwithstanding this court's reference to the former in University
of London v. American University of London (unreported 12 November 1993) . It seems to me
that such expressions are open to misinterpretation for they do not necessarily connote the
opposite of substantial and their use may be thought to reverse the proper emphasis and

concentrate on the quantitative to the exclusion of the qualitative aspect of confusion.”

“The role of the court, including this court, was emphasised by Lord Diplock in GE Trade Mark
[1973] R.P.C. 297 at page 321 where he said:

‘where the goods are sold to the general public for consumption or domestic use, the
guestion whether such buyers would be likely to be deceived or confused by the use of
the trade mark is a “jury question”. By that | mean: that if the issue had now, as formerly,
to be tried by a jury, who as members of the general public would themselves be
potential buyers of the goods, they would be required not only to consider any evidence
of other members of the public which had been adduced but also to use their own
common sense and to consider whether they would themselves be likely to be deceived

or confused.
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The guestion does not cease to be a “jury question” when the issue is tried by a judge
alone or on appeal by a plurality of judges. The judge's approach to the question should
be the same as that of a jury. He, too, would be a potential buyer of the goods. He
should, of course, be alert to the danger of allowing his own idiosyncratic knowledge or
temperament to influence his decision, but the whole of his training in the practice of the
law should have accustomed him to this, and this should provide the safety which in the
case of a jury is provided by their number. That in issues of this kind judges are entitled
to give effect to their own opinions as to the likelihood of deception or confusion and, in
doing so, are not confined to the evidence of witnesses called at the trial is well

established by decisions of this House itself.

35) Earlier in this decision | found that use of the mark in suit, actual or on a fair and notional basis
would result in confusion with the opponent’s mark. Accordingly, it seems to me that the necessary
misrepresentation required by the tort of passing off will occur. There is one possible difference
between the position under trade mark law and the position under passing off law. In Marks and
Spencer PLC v Interflora, [2012] EWCA (Civ) 1501, Lewinson L.J. cast doubt on whether the test for
misrepresentation for passing off purposes came to the same thing as the test for a likelihood of
confusion under trade mark law. He pointed out that it is sufficient for passing off purposes that “a
substantial number” of the relevant public are deceived, which might not mean that the average
consumer is confused. As both tests are intended to be normative measures intended to exclude
those who are unusually careful or careless (per Jacob L.J. in Reed Executive Plc v Reed Business
Information Ltd [2004] RPC 40), it is doubtful whether the difference between the legal tests will (all
other factors being equal) produce different outcomes.

Damage

36) In a quia timet action it is clearly not possible to show that damage has been suffered. In Draper v
Trist and Trisbestos Brake Linings Ltd 56 RPC 429 Goddard L.J. stated:

“But in passing-off cases, the true basis of the action is that the passing-off by the defendant of
his goods as the goods of the plaintiff injures the right of property in the plaintiff, that right of
property being his right to the goodwill of his business. The law assumes, or presumes, that if
the goodwill of a man’s business has been interfered with by the passing-off of goods, damage

results therefrom. He need not wait to show that damage has resulted, he can bring his action
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as soon as he can prove passing-off; because it is one of the class of cases in which the law
presumes that the Plaintiff has suffered damage. It is in fact, | think, in the same category in this
respect as an action for libel. We know that for written defamation a plaintiff need prove no
actual damage. He proves his defamation. So, with a trader; the law has always been
particularly tender to the reputation and goodwill of traders. If a trader is slandered in the way of

his business, an action lies without proof of damage.”

37) Consequently in the instant case if the applicant has established a goodwill and shown deception
then damage can be considered as the automatic sequitur and the three elements of the classic trinity
of passing-off will have been established. The opposition under Section 5(4)(a) of the Act must

succeed.

38) Given the above finding | decline to consider the ground under section 5(3).

CONCLUSION

39) The opposition in relation to all the goods applied for has been successful.

COSTS

40) As the opponent has been successful it is entitled to a contribution towards its costs.
Preparing a statement and considering the other side’s statement £300
Preparing evidence £300
Expenses £200
Submissions £200
TOTAL £1,000

39) | order Daniel Cassidy to pay Biarritz Holdings SARL the sum of £1,000. This sum to be paid
within fourteen days of the expiry of the appeal period or within fourteen days of the final
determination of this case if any appeal against this decision is unsuccessful.

Dated this 25th day of April 2017

George W Salthouse
For the Registrar,

the Comptroller-General

20



