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TRADE MARKS ACT 1994

IN THE MATTER OF:

TRADE MARK APPLICATION NO. 3418856

BY SALDON PRODUCTS LIMITED TO REGISTER

IKON

IN CLASSES 9 AND 11

AND

IN THE MATTER OF OPPOSITION THERETO
UNDER NO. 419140
BY LOUIS POULSEN A/S



BACKGROUND AND PLEADINGS

1. Saldon Products Limited (‘the applicant’) applied to register trade mark No.
3418856 “IKON” in the United Kingdom (‘UK’) (the ‘contested mark’) on 5 August
2019. It was accepted and published in the Trade Marks Journal on 18 October

2019 in respect of the following goods?:

Class 9: Lighting control apparatus; Lighting control software for use in

commercial and industrial facilities.

Class 11: Lighting.

2. On 20 January 2020, Louis Poulsen A/S (‘the opponent’) opposed the trade mark
on the basis of section 5(2)(b) of the Trade Marks Act 1994 (‘the Act’). This is on
the basis of its trade mark listed in the table below and the opposition is directed
against all goods in the application. The trade mark upon which the opponent relies
gualifies as an earlier trade mark pursuant to section 6 of the Act because it was
applied for at an earlier date than the contested mark. The details of the earlier

mark and the goods relied upon are as follows:

Earlier European Union Trade Mark (‘EUTM’) no. 1810019 for ICON?
Trade Mark

Goods Class 11: Outdoor pole fixtures.

relied upon

Relevant Filing date: 15 August 2000
dates Date of entry in register: 5 October 2001

3. Given the date on which the earlier mark was registered, it is subject to the proof
of use provisions set out in section 6A of the Act. The applicant has put the

opponent to strict proof of showing use of its mark in the UK in relation to the

1 Please note, as per paragraph [6] below, the applicant has since amended this specification.

2 Although the UK has left the European Union (‘EU’) and the transition period has now expired, EUTMs, and
International Marks which have designated the EU for protection, are still relevant in these proceedings given the
impact of the transitional provisions of The Trade Marks (Amendment etc.) (EU Exit) Regulations 2019 — please
see Tribunal Practice Notice (“TPN’) 2/2000 for further information.
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registered goods. The opponent made a statement of use corresponding to the
goods on which it relies as set out above. The relevant period is 6 August 2014 to
5 August 20109.

. The opponent contends that the contested mark is highly similar to their earlier
mark, differing only in the letters “K” and “C”, and that the goods are identical and
highly similar. The opponent submits that there exists a likelihood of confusion and,
therefore, the contested mark should not proceed to registration and they are

awarded costs.

. The parties entered a period of cooling off, which expired on 23 October 2020. The
applicant has since filed a counterstatement denying the grounds of opposition.
The applicant submits that the nature of the opponent’s goods (“outdoor pole
fixtures”) is unclear and, in any event, that use of the mark on these goods has not
been proven. The applicant requested that the opposition is rejected and that they

are awarded costs.

. During the course of the proceedings, the applicant amended their goods to read

as follows:

Class 9: Lighting control software for use in commercial and industrial facilities.

Class 11: Downlights for interior use.

Additionally, by way of a fall back specification, the applicant requested to keep
only “Downlights for interior use” and to delete “lighting control software for use in
commercial and industrial facilities”. As the opponent did not respond to the

applicant’'s amendments, it is considered that the opposition is maintained.

. Only the opponent filed evidence and submissions in these proceedings. The
evidence will be summarised to the extent that it is considered appropriate. | will
refer to the evidence and written submissions as and where appropriate during this

decision.
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8. No hearing was requested and so this decision is taken following a careful perusal
of the papers.

9. Both parties are professionally represented. Potter Clarkson LLP represents the

opponent and Mathys & Squire LLP represents the applicant.

10.Although the UK has left the EU, section 6(3)(a) of the European Union
(Withdrawal) Act 2018 requires tribunals to apply EU-derived national law in
accordance with EU law as it stood at the end of the transition period. The
provisions of the Act relied on in these proceedings are derived from an EU
Directive. This is why this decision continues to make reference to the trade mark

case law of EU courts.

EVIDENCE

11.The opponent’s evidence is in the form of a Witness Statement of Mr David Obel
Rosenkvist dated 21 December 2020.

12.Mr Rosenkvist has been the “CCCO”2 of the Opponent since January 2019 and he
states he has worked “in the high-end lighting industry for the last 4 years” and has
a “good understanding of the English language”. His statement is accompanied by
Exhibits DOR1-DORS5, which I will briefly summarise.

13.Mr Rosenkuvist states that “Outdoor pole fixtures are simply fixtures (lighting) to be

mounted on an outdoor pole”.

14.Exhibit DOR1 contains a series of website screenshots dated 15 December 2020.
It includes the results of a Microsoft Bing search for “pole fixtures”, of which I
provide an excerpt below. The results primarily show various images of, and
website links to purchase, outdoor post/pole light fixtures, though the bottom of the
page does show other types of listing containing “pole”. For example, curtain poles,

fithess poles and poles used for TV aerials.

3 The opponent has not defined the meaning of ‘CCCO’, so | do not know its exact meaning.
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16M12/2020 pole fistures - Bing

B® MicrosoftBing  pole ftures x 84 & oq
AL = worx B SHOPFING IMAGES VIDECS MAPS NEWS
49,200,000 Resutts Date * Language = Fagion =

Amazon.co.uk | Post Lights
https:f/www.amazon.co.uk/Post-Lights/b?node=3764835031 «
Mo 14, 2 Amazon,co.uk | Post Lights
= Auraglow IP44 Steinkess Steel Outdoor Garden Path Post Light - 5w Warm White LED Light Bulb Inchu._..
Maxctek® White Colour Solar LED Crackie Ball Garden Post (eck Cap Lights Outdoor Fence Lights (...
Maodermn Black Outdoor Garden 1P44 Rated Bollard Lamp Post Light
Madern LED Bollard Post Light Outdoor Garden Ground Post Cosl White Stainless Steel ZLCO220W
See a full kst on amazon.co.uk

Post lights | Outdoor lights | BEQ

https:/fwww.diy.com/departments/lighting/outdoor-lights/post-lights/... =
Post lights lluminate your garden and driveway with cur selection of sutdoor post bghts. Explore small
LED post Bights of large traditional style lamp posts 1o keep your home safie and secure. Depending on

your space, opt for maing or solar powered and find the perfect solution 1o brightening up your hame.

Fence post support | Fencing | B&Q
https://www.diy.com/departments/outdeor-garden/fencing/fence-post... =

Protect and maintain your property with our wide selection of fen:lnq materials from B&Q. We have a
Isge range of fence cips, bolts beackets and connecton to make instailing fences and gates simgler

than ever, Sturdy sledd supports help reinforce fencing to withstand everyihing from falling

QEE'HESRO" Sow work results for pole fixtures >

Post & Bollard Lights | Online Lighting

https.fwww.onlinelighting co.uk/outdoor/post-bollard-lights html -
Post & Bollard Lights Solar post ballards will make your dr

vewsys, paths of gardens feel sophis

and smart whilst ansuring your sutdoor spaces ave batter . With many post bollands using a simple plug

and play system, installation couldn’t be easier and won't require the help of an electrician

Post Lights | Garden Spike Lights | Wickes.co.uk
hitpsy/fwww.wickes.co.uk/.../Garden-Post+Spike-Lights/c/ 1044006 ~
Mov 16, 2020 - Post Lights | Garden Spike Lights | ‘Wickes co.uk

Wickes Pol Hako Garden Spike Light with die cast aluminium construction - S0W

¥ou are not logged in to save your list parmanently. Until you log in your list will be saved temparadily an_

Wickes Eton Brushed Chrome Past Light - B0W
Weathar resistant; P44 rated - rain proof; Can be used with a PIR motio

Wickes Bergen Brushed Chrome Short Post Light - Stainless Steel 20W

Weather resistant. (P44 rated - rain proof; Light bulb not included. We recommend you use 1 ¢ E5 eneng

See a full ket on wickes couk

Amazon.com: cutdoor pole light fixtures

https:/fwww.amazon.com/outdoor-pole-light-fixtures/s k=outdoor+pole... »
FUDESY 2-Pack Dutdoor Post Light Pobe Lantemn Lighting Firture with E26 Socket

siars 119. $44,99544.95 (522 60/Iiem) Get |t as soon as Fri, Sep 11. FREE Shipping by Amazon

Images of Pole Fixtures
bing.com/images

? LED Light # Lighit @ Cormemerncaal Light

hitps:/iwww._bing.com/search Pq=pale+ixtures&cvid=cad Tbed 177h5444¢821 e 90bISE3&PC=DCTS

Light bulb not included. W.

00K, LED Edison
Filament Bulb Inchuded [Corded Electric), Anti Corosion Plastic Materisls, Black, FDS25438 4.5 out of §

Top Light ‘ Globel

W VECE

harisan. ee@p... a 150 @

Related searches

outdoor lighting poles & fixures
outdoor light fixtures pola mount
wtarior light pole fixture

gllobe light fixture pole

light pole fixtures exterior led

tad light pole fixture

pabe mounted light fixures

round pole fxture mounting brackets

2

Page 4 of 31




Mew & Second-Hand Curtains, Blinds & Window Fixtures for ...
htips:)fwae. gumnse. comy' curtaens-biinds-windows/gedling -

Sartis sikver Snish curtain pale s finisls and ings. 1.7m exiending to L4m {plus 7om for sach Snal)
Bee sepaimie adwerl 1or @ pair of clanel curiaing weth @ shimmeary rae gl finigh, which were used on Ry
sok

¥ Sport dance pole in NGS5 Gedling for £80,00 for sale | Shpock
htips:eere.shpock. comfen-ghyi kA S _nbhnulPzLs-spart-dancepale «

K pola. £150 0. Pols dancingianess pale. Tan e pul up sioo any AeeresTriinge io the ceding
Corrams wath a b paars andl sdjssameants. Heighi of pole con iba cranged. Pofs can be put on ssabic o spin
with toola inchsded . Viery easy io ousemble snd Use

TV Aerials Gedling Village NG4 | TV Aerial Installation ...
https.adicommisnications, co, uktv-aorials-geding-vilage -

Thas higheest poing oby j provides Ta o P ATypical tv eris ingiolaton no udes
suppiving md inesislEng the savial cebéng, bracket and lshieg ki i 5a oerial reeids 10 be mesed higher in
QAN UM recapson the anginesny will nstall T Frasdesy serisl oms 5 10 o 129000 pola

Gedling Colliery CC

htips.fgedling play-crickost. com/website/resuls/ 11 24039 -

Play-Crickarl, Geling Collery 00, 'Willooghby-on he Wokls CC. GAME POINTS: 12 BONUS PONTS - 7
PEMALTY BOINTE - 0 ; TOTAL POINTS

Curtain Poles, Curtain Tracks B Fixtures - dunelm.com

htips.erew.durmim com -

#ed Disover Dur Wide Alange of Eysles Curties ol Densim. Fras Resenas & Collect, Buy Today!

‘i e L Dhuneed m, W LNCE | sadavg hovma Pumeshing detal s, Shim for Deddisg .

TIO000 5 Saar Revirws - Sale & Secwra Paymenis - Cheer 40 Years Experiencs - 170 Stones Mationeids
Types: Epabal, Pescil Piaal, Thamal, Blackoul, el

Retated Searches for pole fixtures
wuridhessr lightbiog (odes & Toturen

sutrioor light fortermes pole mount
wanario Fght pobs Batune

ot Bgit firhie poie

g oo Nt axtetios hed

e light gesie forvare:

bt ot light fotures.

woagnd pole freiues moungsing brockets
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15.Exhibit DORL1 also encloses a screenshot dated 15 December 2020 of a page from
the website “Gexpro.com”, which Mr Rosenkvist describes as “an example of a 3"
party website, stocking a large variety of 'pole fixtures”. The screenshot lists
several goods categorised as “Pole Fixtures — HID” available for comparison. The
description of the goods varies — though several include reference to, and images
of, “Roadway Lighting”. It is not clear whether Gexpro is an EU based website. |
provide an example screenshot below.
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182 Foig P - HD | Lighiieg Pois | Ouidor LgSing | Gespro

BRI DDA RS LW SR (ki P ) Ll LR WL Fiaaad |aghv wasca
W Ares Lghe Paturs Haksie, Sporis i, 1500W

>

p s T C g ol L skagony Lighting 0 Ligring-Danmroi O assar 4 ightnglL igring- Poles Pois Fiateees—si O Ta0st

16.Exhibit DOR2a includes a selection of the opponent’s brochures that contain the
following;

a. Afew pages from a brochure headed “Icon”, with the phrase “see your town
in a new light” beneath, that has a production date of “2013.05". The
brochure includes photographs of street lighting and various information
about ‘lcon’ lighting. | provide excerpts of the information relating to its
background and concept, differing versions and mounting options below.
The brochure also contains information about 2 models: “LP Icon Mini Basic
Post” and “LP Icon Mini Opal Post”. Mr Rosenkvist acknowledges that the
brochure is outside the relevant period, but states that it is “included to

provide context on my Company's ICON products”.
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[CON - WHEN THE LIGHT IS IMPORTANT

With its simple, robust design, the Icon street lighting fixture has become a familiar sight in many
cityscapes.

Icon is a highly flexible concept, thanks to a variety of optical systems and a versatile choice of light
sources. Because it Is so versatile, Icon helps to meet the most stringent standards in energy-
efficient urban lighting.

The Icon street lighting fixture possesses a unique capacity to blend seamlessly into its surround-
ings. Designer Mads Odgaard drew inspiration as he roamed around the city after dark.

Quite simply, he found natural inspiration from observing the shape of the moon. With its subtle

glow, Icon's hemispherical, illuminated surface becomes a decorative and functional feature of city
streets, an integral part of the cityscape and an asset to the urban ambiance.

i

044 of 82

lcon s available in two varlants, Opal and Basic, the only difference being that the Opal version uses
1% of the light emitted to illuminate its opal hemisphere. This feature makes street lighting more
comfortable for residents in multi-storey buildings close to the road. As an alternative, there is also
the direct downward lighting variant, Basic, which emits no light at or above an angle of 90°.

MOUNTING

The Icon series is renowned for providing a host of fitting options, such
as on a post top, standard pole, arched paole, wall or suspended over a
4.5m &m m 8m roadway. Such flexibility equips the lcon series to optimise both the
lighting and identity of a local area.

"LED aaw

LED 54w

o,

D60 of 82

b. A few pages from a brochure entitled “LIGHT”/"MBP-pricelist 2014”. This
contains various different lights, including the following containing the word
‘Icon’: “LP Icon Mini Basic Wall”, “LP Icon Mini Opal Wall”, “LP Icon Mini

Basic Post” and “LP Icon Mini Opal Post”. Each of these products are
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described as fixtures where the light is “directed downwards”. There is a
“MBP-price” for a variety of the lights, as shown in the few extracts of the
two post lights | provide below. There is also a page showing various poles
and accessories, including an “lcon Mini Polearm” and “LP icon Mini
Basic/Opal Post” with a “MPB-price: 271". The meaning of “MPB-price” is
not clearly defined.

Post
IDesign [T
'
‘oacept The Ight i 100% directrsd dowrwardh. in e hasic verson fhe shade b
ependine on e cheioe ol e, -.-m..ml-w-udmumu.- will vary. |
Rhe acflecion rppes have Been desqgred in difesent variailons io prowide 2
mymmettial of symeeticl dairibusions of bghl
Fnish Ahprririan elewed with Seshured iy, powder cosled '
Materiol Shie, ey, Righ pressone saoukdied ASh Reflecton Metalied, high presire meu ded ja 2 il]
polytarbonate. Duffuser LED: Toughened clear glans with sl scieen prink. T-TEL/HIT 1
Foughened clea glma. Bowning. Die c128 alimniom
Mementieg VD), Fivng/pépe steb dimernsinns: @ S8 min_ 100Mm 0w urspenson E
iesizlltion cable: Side-meunied and iog-meusied version: §m, Sx1,5mem {Class () or §
S, ) Smm [{kra i) Fop-moenied: For 3447 pipe s} mm Wi ks
mlm omien: Moo cable, but approwed for lsoping mas 3l Smm v (RSE
ronnettan. Drives pooitos: 1 fosere heod Pole asd snpermion 1o be ardened
upmnr, HETE-TEL: Fiithoaypige siub dimsension: 0 Abmm min, ¥oimm of wiss — s
sespensian. mstallstion cable- Sidemosmed versior: 5m, 3x1,5mme (dzsa () or m,
xS {Class 1), Tog-mousted verios: Mo cabde. Bemisal Beck: 1oz Smm, Tog-
munied: Fix 304" ppe thoed min. 34 mm_Baknt pestioning: i lixture head
Loapisg. Appireed in bap-moermed variant. mas k51 5me? Pabe and sepeason o be
wised segar
wight [T
s sy profection P66 Eiecer shock pesteiion | w. ground, B w/'n ground. D,
Il sates LED: Reund symemeirk: version: Dimmable 1-10%,PWM. Bi-wymmeirical and
ymmetticn veruon, Dimmahle 1909 For e asymimetric version the
dhsirfauiion cin be changed by maving e rellevier. HIT/C-IE i 5 possiie in misio
the refestor. The fitlings can be delveied wth & shading loune on reguest The fiing
can akio b kv weth Batiom glass ia chear, Wl scrven of ma glas. ght
dhsirbution can be changed by meving the gt source. HT/HE Ta achicve optimum
uymmuad bt dstiibtnms, tubrelar gt souroes NIT) me reommended far the
HIE/HIT wersioms i is akin pesshle e e HSE/HST light werces. Al versiam: are ko
avaiable for o 0 i steb on reauest
Light saurce Finsh Class  Lght techmigee  Reflecor Moantisg Uighting comtrel  Deder-n. MIBF-price
S4W LED 4000 48 [m/W AL 0L TET 1 e FLEH TP -MOHTED ] STATALEIAE i
AW LED 400K 488 m/W AU T ) ROE ST PO R BOPMOUNTID 1 20Y/PIM Sraraxsay m
S4W LED 40305 48 Im,/W ALUCOUTEXT B ROT STV FOLEH SIDE-MOUNTED ) ST4TAISIIE m
S0 LED AD00C 48 [m W AUCOLTET B ROTSTM FOLGH TOP-MOUNTED T P S7ATALA 151 il
AW LED A000K 48 I/ W ALUCO TEXT W LR oL R BOPMOLNTED 0004 WM STATAYSING "
AW LI 6008 AL | S [ SOEMOUNTED: CLAEL STATaN AL nz
SAW LED J000E ALUCOLTER | [0 AT ToP-WOUNTED M 110 STATANTNY [H
Saw LD I Lo e | 0 AT WiRE VO WOUNTED BN 1107 STATARITAE GH
AW LD J000E ALUEO T | AT ] SDEAMINTD BN 1107 STATAR RN [GH
SAW LED 30008 ALU O TEXT 1 AsTM POLISH TOP-MOUNTED DM 110V STATAIMESE nz
AW LED J000C L0 GO TET | G FOLEH WIRE BOF-MOUNTED  GOM 1107 STATALTED GH
AW LID 000K, ALUGOR 1T | DOUTILE ST MATT TP -MRUNTED FTEE STATANISEY [1F]
AW LD I000E LT | DOUBLE STMN AT IR WP WWOUNTED DM 1107 STATANTENE [H
SAW LED 300K ALUCOLTERT B ASTM WATT SDEMOUNTED. TN 1-10Y STATANTOE [GH
SaW LD I WU R e AT Tow- ORI ECEEC ST GH
AW LED J0000 ALUCOLTEN B st WATT WRE OF-WOUNTID DM 110V STATANITAR GH
SAW LED 30008 ALUCOLTEXT W AsTM POLIH SIDE-MOUNTED DM 110V ST4TAITEA e
AW LED J000C ALUCOLTET B st FOLEH TGP -MOUNTED TN 1107 STATARTEAT [GH
AW LLD Yoo ALUGH I B A L R B0 ANTD BN 1107 STy [GH
AW LED J000E ALUCOLTEN W COUBLEGYMM MATT TOP-MOUNTED ECNR STATANE [H
AW LED IR ALUGOLTERT B COUBLESTMM MATT WIRE V0P AOUNTED  CAN 1-10% STATANERS [GH
SAW 11D 40008 12 /W AL | DO SN MATT ToP-MoUnID B ST GH
AW LED 40008 72 Im/W LU | DOUBLESTHN AT WIRE V0P MOUNTED DN 1107 STATAEIL [H
SAW LED 4000K 72 Im,/'W ALUCOLTEXT W DOUBLE SYMM MATT TOP-MOUNTED DM 110V 5747333129 e
AW 11D 40000 12 I/ W ALUCOLIEE B COUBLESTMM WATT Wil B WOUNTID BN 1107 ST [GH
SAW LED 4000€ 28 Im/W ALU GO TEXT ) ASTM MATT SDE-MINTED i STaTAMAIN nz
AW LED 4000 38 Im, W ALUCOLTET 1 50 WATT TOP-MOUNTED ECRCT STATaEY [H
AW LED 40008 8 I W LU0 B | =0 WATT IR VO ANTED  CAN 1-10% STTAEISS [GH
AW L1 46008 18 I/ W AL | [ L SEE-WOUN D ELAE STTAAIEE n:
AW LED 4000 88 Im/W ALUCOLTER | 50 FOLH TOP-MOUNTED I 1107 STATEEITE [H
SAW LED 4000% £8 Im/W ALL OO0 TEXT | AST POLEH WEE BOP-MOUNTED  DIM 1-10W ST4TAEE190 e
SAW 11D 40008 18 I W AWUCHIT B wra MATT SOLMOUNTID BN 1107 ST [GH
SAW LED 4000€ 28 Im/W ALUCILTEXT W ASTM MATT TOP-MOUNTED DM 110 STATaaza; nz
AW LED 400 &8 Im W AUCHLTET B G WATT WRE BOF-MOUNTED UM 110V STATAMIEE [H
SAW LED 4000K &8 I/ W ALUCOR TEXT W A oL S DE-MOUNTED DN 1-10W ST4TAEE1 [3F)
AW LI 4600 48 /W WUCEIT B s PO ToP-MOUNTED TN 1107 T GH
SAW LED 40008 88 Im/ W MUCOLTET B st FOLGH WIRE NOF-MOUNTED DM 1107 STATEEIN [H
Sparepat
HON MINL GLASS CLEAR STATAINGTE &
MON MINL GLASS SANDELASTED STATAISI2Y ]
HIIH MINL GLASS W, 51K SCRIEN FRNT (e ™
Actasisint
0N WML POLE ARM FAIDDN BT, GALY STATAIS100 m
HON MINL POLE TOF, ALUB115 STATAISIT ]
HOON MINL STEEL POUE 550 BOP D68, GALY ST4TAIS0681 an
VOOIN MINLPOLE ARM CURVED F/ION 06060 ST i
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LP Icon Mini Opal Post

Post
Design Mads Odghed
Loncept e fowe provedes mainly dret downsand dlamination. i the opal wersion the shade
it up From writhin nd creates o selt dilfuse spaands bght. Depending on the thaxe .
of reflecion, the dommwasd lghting dharacerivics will vary. The ieflecior types have g
been designed in diflerest vasintions 1o peovide either ssymmesscal o symmesncal 4
disiribuninns of lghi |
Fnish Algminiim oeleused with testuied wilace, posder oated - a
ai
Maserial Shade: High prewsune moulded white apal sordic Refiecion: Metalined, high presuse -
rsulded polycarh Diffser LI herved clear gl with alk wreen prist
Hossing: Die casi sluminkm §
Moaantisg LED: Fifting/pipe steb dimensos:  23mm min. 100mm o were unpenson g
it lation Cabke; Side -msuntid and log-meusied virion: 9, S M“liﬂlfﬁ' ™
9, drl.Smm? (Ckns W) Fop-mounied: For 3,/4° pipe fhread min 34 mm. #ie-
fmaimlid mwn Mo cable, bl appimeed bar looping maa ke, S via PSR
cenmears. Drives pehiok: i lodere head Fole asd suspenidon e be sndered -
separehely. HIT/TC-TEL: !mm-'noe slub dimeraim: @ 4Emm mn. Homm s whe
cabl o wersian: B, 1n1, St (Klas ( af Gn,
I, 5m {Chass 1) Tw-nmmdmnﬂﬁl:iﬂn Terminad bock: Tl Smimy. Tog-
matnted: far 3,587 pipe thiesd min. 54 mm, Ballet positosing: in firture bead
m:mmmmw"mu man Jul, Smimd. Pake and espaasion o b
eparaiely.
weight M 5 5y
Class Inagaess prodection IPSE. Elocie shick pestedion | w. ground, B w,'o gosund. DS,
Bala stk B0, Reund sy vieision; Cimmabike 1-900/FWA. Bi-mimetnical and
aymmeticl vero: Dimmabie 1-90Y. For e aummetnt version the
dishibutms can be chamged by mowiag te rellecler, WIT/MCTEL N 1o miste
i refl et Thi IS Gan b delveind wilh 2 Shading Hare on equest. The mings
can abo be deivered with bottom glav is clear, uik wiesn on man gl Light
IR Can D Changed ry Mawing U lighl souaice. HT/HE: T3 achiess eplimum
anymmetrical byt dstrimos, tebelar At Souices (HIT) aie recmmended. Far the
WL wersiom. it is gk possshle be e FSE ST light sowrces. 8l wersiam. e akn
izl ted 2 B0 feh on requesl.
Light ssuce Finah Claas  Light echmigee  Beflector Mpaniing Lighting conirel  Deder-no. MER-price
Va6 VW B-TEL ALU D TERT | SPH-ASTM (PO SI0E-MNTED P SraTArIIaT 5
VA2 I AT B-TEL BF ALU COLTERT | SER-ASTM FOLEH TCP-MCUNTED HOME STATAINT2S 570
AW 30w e B-TEL HF ALU O TEXT W Srhl-ASTM (FOLEH SIDE-MOUNTED FOME ST4TAXITIO 570
Tade L e BT W AU TEET W s AsTM POL RS TP MOUNTED: [T §TATaITIR Ei]
TxI5W HE/HIT EZT Cony. ™ ALU OO TERT | MOT APFLIGASLE MO APPLICABLE  SIDE-MDLNTED! FME STATAERSN ]
135 HE,HIT E27 Conv.” ALLCOLTEXT W MOT APFLIAELE  NOUAPPLICABLE  SIDE-MOUNTED MOME STATAFIEIY £
1250, 70 HEMIOH) EF7 Cony ALL OO TERT | SERL-ASTM ] TOP-ROUNTED HOME SrTArIE; 51
TS0 70W HIEMNOH ) E27 Conv ALUCOLTERT M- AR L TOP-MDUNTED MOME STATIFNEY 51
1350, 70 HEMIOH) E37 Conv ™~ ALUCOLTEXNT | SEM-ASTM FOLEH SIDE-MOUNTED MOME STATAENSZ 570
SAW LED 30008 ALUCTEXT W ASTE (PO WRE HIP-MIUNTED DI 1107 STATANTRGE Bz
SAW LED 0008 ALUCOLTEST B DOUBLE SYMBL  MATT TP -MUNTED DML 1-10% 5TATANTEAT 812
SAW LED 3060 ALUCM TEXT DOUBLE SR MATT WRE FOP-MOUNTED  DIM 1-10W STATALTWH B2
AW LD ADS0R ALUCm AT W ALY MATT WL PG DIM 110 SrraEa [1E
S4W LED 400K 72 Im/wW ALUCOLTEXT | (DOUBILE SYMM MATT TOP-MOUNTED DM 1-10% ST4TAMEI MR B12
AW LED ADO0K 72 Im, W AL COLTERT | DORBLE STMML MATT WHE 10F-MOUTED DON 1-107 STATAM S GE
SlW LED ADBOK T3 Im,W AU TEET W [T MATT TR MOUNTED BN 1-10% Sraramisy (1]
SAW LED AD90K 72 Im,W ALUCOLTEXT W DOUBLE SYMB  MATT WIRE FOP-MOUNTED  DOM 1-10W STATIEINTE 812
W LED ADOR 58 |m,W ALICOLTEXT | BETM MATT SIDE-MROLITED DM 1-10W STATAALE B2
SAW LED ADSOK B8 |m,"W ALUCOLTERT | ASTML MATT TCOP-ROUNTED CIM 1107 STATAERT [1F}
SAW LED ADO0R B8 [m, /W ALUCOLTERT | AT MATT WIRE FOP-MOUNTED  DIN 1-10W srATIIEE (1]
S4W LED 40006 E8 lm "W ALUCOLTEXT ASTH [FOLEH SIDE-AROLINTED DM 1-10% 5T4TaEE1 B1z
SAW LED ADS0R 88 |m,"W AL GO T | AEY ] TEP-NCURTED BN 1- 107 STATAEIN (15}
SAW LED DG B8 ImW ALUEOLTEET | AST [P WL HIP-MANIED DI 108 Sraraan LAk
SAW LED ADO0K 58 Im,W ALUCOLTEST B ASTM MATT SI0E-MDLMIED: BIM 1108 STATAEILSY 812
AW LED AD00K 8 Im, W ALUCOLTET B 50 WATT TEP-WOURTED TN 1107 STATAMATE [GH
AW LD ADS0R 88 [ W AUcm i W ALY PG AI0E-ARNID BN 1-10W SrTaEY (15
SAW LED A0 B8 Im/W ALUCLTEXT W AETE [FOLEH TOP-MOUNTED DR 1-10% ST4TaManT Bz
S4W LED 000K 28 Im,"W ALUCOLTET B ASTM FOLEH WIRE FOP-MOUMTED  DOM 1100 STATAEIAL} [1F}
Sparepart
WM Wi, GLASS (LEAR STATAFI974 &7
H0H BLNL GLAAS SANDRLASTED SRATSIY o
DM BUNL GLASS W/ SILK-SCRIEN FRINT STATIS 107 i
Arwunainr
0N WML POE ARM F/HOH BTS, GALY STATRIS I L
JCOH WINI, POLE TOF, ALL 0115 STATRSTT ER
LT T iﬁ| POLE 5480 BOP B3, GaLy STATAI5041 ara
HOH BUSLPOLE ARM CURVED F /04 D061V STATIISINY I
DN WIMI/LP HINT CUT OFF LDUWRE ST4TATNE1 Wl
HOH, WIRE SUSPENS N KIT STATAIS05E 154

© Thes warian cam alsg wse 350 HSE/HST as light source.

= his waiiand con shin wse SOW,TOW ML o3 gt soaice
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c. A few pages from a 2016 pricelist entitled “LIGHT” listing many products,
two of which contain the word “Icon”: the “LP Icon Mini Opal Wall” and “LP
Icon Mini Opal Post”. These products are described as providing “mainly
direct downward illumination” and the respective information is very similar
to that contained in the excerpts above. The brochure states that “LP Icon
Basic & Opal delivered for mounting on @108mm galv. steel pole in
combination with galv. steel golf arm”. There is also a page showing a
diagram of the LP Mini Opal Post with the lighting element and post (as

shown below).

LP Icon Mini Opal Post

Drwnpfion Pole anim Pele airm B Sl AR Bawe Pipe steb | Mol order na HE s
beighi length Beight height | dismeies | demeier Fisith

Fg. 7 L1, - LY, rmm Lk, mam L, mam i, man P, i P, mm

Corved pole g 1o aw s i [0 - (1] Gake yewd sTarmIsIng I
o anp "% s M L] 48 b it STaTa15108 m

Gakam DED 200 554 200 1 a8 Gaby, pel STETRIEGDE Fol

Tig. 1,2

Deiiplien mm i e Wi bl Drder e B i

depsh Finith
Pole IHEmM ipimn B 108 1] Gaky. 1l STETEIESND i
Tig. 1,1

* Curvesd palke s, B 7 ised with siepped of oonkcal polies

lron Wi Poat

= ,—I——
o
Ground anchor
g o rder-ng B prie
GROLIMD ANCHDE |VSE- L3 POLE STETARETAS L]
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d.

e.

A few pages from a brochure entitled “light”, with the “credits” referring to a
date of “2017.02”. The brochure contains similar information pertaining to
the LP Icon Mini Wall and LP Icon Mini Post to that mentioned in paragraph
b above. There are also two undated photos of these goods — taken in
Nevada and California, respectively. The credits page lists various
addresses for “Louis Poulsen” including in Copenhagen, London, Finland,

Germany, The Netherlands, Switzerland, Norway and Sweden.

A few pages from a brochure entitled “Pricelist 2019”. Among various types
of lights, there is mention of the “LP Icon Mini Opal Wall” and “LP Icon Mini
Opal Post”, among others. The information pertaining to these products is
similar to that aforementioned. | provide an excerpt of the Post version
below, which shows that the RRP (excl. VAT) ranges from €1005 to €1146.
There is also mention of the curved pole arm for the “LP Icon Mini Opal Post”
having an RRP (excl. VAT) of €139 or €417 (as also displayed below).

LP Icon Mini Opal Post

Post

Design: Mads Ddghnd

Concapt: Tha fixtume provices mainky dinect downsand llumination, The shade is i up
froen within and creates & aof diffuse upwands lighl. Depending on e choios ol
refiacior, the downwand Eghling characianstics will vary. Tha reflacior typas have baan
designed in different vanabions to provide either asymmetncal or symmetrical

diztrititiania of lghl,
Finish: Aluminium coloured with lexdured surface, powder coated.

Material: Shade: High preasure moulded white opsl scrvic. Reflecior Melallized. Figh - =7
pressune mioigded polycarbonabe. Diffuser LED: Toughened diear glass with sk soman
piink. Housing: Dee cast alursinium.

Maumting: LED: Fitting/pipa stubs o (@ ABmm min. 100mim o wies suspansian
Installafion cable: Sade-mounied and top-mowrded version: Bm, o1, Smen® (Class 1) or
Bm, 4= Smm? (Class |1 Teg-mounied: For 3047 pigs thread min, 34 mm. Wire-mounied
wermion: Mo cable, but approved for jooping max 3x1,Smmd via (PS8 connectors, Dnver
poston: n fixture Basd, Pole and suspanson 0 be crdered separalely.

Waight: Max. 9 5k,

Class: Ingress prolecton IPBE. Elecirc shock proteciion | w. ground, il w'o ground.
|KDE

Info notes: Dedivered with imegrated Surge Prolection Devices (SP0) Nighidim 8h
50%. For the agymenalic vanion the ght Salribition cam be changsd by moving the
mfgcior, The Rirgs can be delivered with a lpuwre an requaest, The fittings can
ales be delivéred with bollom ghias in dear, ik soeen of mall glass, Lighl distribution
can bg changed by mowing the Bght sowne, All varsions are als avalabis for 3 @S0mm
stub on reguest. For LED replicement kit please do contact Lowis Poulssn, The
rngvalion of the LED techaalogy i3 conslanl. The specificalions. menfcned are based
on present echnology. Fiease find updated info on peoducts on cur wehsibe
LT e T
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Lighst s Imn Ol Paariey 1 Moy Lighng coeml e FRFEEsiVAT  FRF & al VAT
™
AT LD AOOK B A ALUCCL TEXT I ] WATT CLASE CLEAE PPN MRS TOPMOUNTED  RIGHTOIM = 0L0 DPC I THE,- 135,
T LED R e A ALUCILTEXT | DOUBLE Byl WATT QUASS CLEAR WPFINT  BIDEMCUNTED oLl + CLI ShATE B 148, 190
ATHLED ORI ALUCEL TEXT | DOUBLE Byl W11 LA CLEAR WP 10PN TED GALl+ OO ] THE,- 135,
T LE R0 A ALUCILTEXT | DOUBLE Byl WATT OLASS CLEAR WPFINT  WIRE TORMICUWTED  [iLl+QL0 ] 1. 10
ATHALD GO AN ALUCCL TENT B DOUILE GVMM_ WATT LA CLEAR WA SIDE-BOUNTED RIGHTOI = 0L OPC ST THE - 13,
TR W UL TET ) DOUBLE BVl WATT (LRSS CLERA WPAINT  TOP-MEDUMTED ASGHTIN = (10 0FC D 1948 %0,
ATWLED W0 AN ALUCCL TENT B DOURLE FYMM AT TGS CLEAR WPFINT IR TOP-MOUNTED  MIGHTDIM = 0O 0FC SN2 19l 1
Eomaa
T ML GLASS CLERR LT - 125,
WM L (LA BAMDRLASTED SONEE ™ 1M,
00 N, GLASS A LE-SCOREE N PRINT DaninET M- .,
At v
VM UM PULE AR FCOM 208, ALY AT A WA
100N UM, GTEEL POLE &5 TOF D80, GALY ATATHASE - 0
KM WM POLE ARM OURVED FACTH 3800V SHTEaI] - 18-
TC0N MM WINT CUT OFF LOUNTE ATt - -
ICTRANTSS0, WIFE ELFSREMEICH K 1T STATHSEE - -
. e

LP Icon Mini Opal Post
Dascription Pula arm length Pole arm length | Base height | Stub haight L4, | Arm diameter | Base dlamater | Pipe stub | Material Finish/ Order-nn [RAP § Excl, VAT

L1, mm L2, mm L3, mm mim 04, mm P1, mm P2, mm
Fig 7 Curved poie am | 410 410 5 85 60 & L] Galv. steal ST4TEI5113 13

410 410 a5 85 76 L] 48 Galv, sinal ST4TAIS00 a7

fcon Mind Lygse

* Curwiad pobs . B, 7 uissdl wil slaqoed of conical poles.

A few pages from a brochure entitled “Rekommanderet Retail Prisliste 2019”

with information not in English, nor translated, though seemingly containing

similar information to that explored above in paragraph e.

A few pages from a brochure entitled “City- & Landscapes, Outdoor lighting”
with a “concept/production” date of 2019. The brochure contains two
photographs of the LP Icon Post, one of which is in the EU (Denmark - as
pictured below). Within the brochure, there is also information pertaining to
the “LP Icon” and “lcon”, both of which are categorised under a heading
“Post tops — Reflected light”.
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17.Exhibit DOR2b contains further brochures. This includes:

a. A few pages from a brochure entitled “Architects of Light” listing various

b.

C.

types of indoor and outdoor lights. There is no obvious date of this brochure,
though | note the file contains “2015” in its title. In the index there is
reference to “LP ICON BASIC WALL” and “LP ICON OPAL WALL” under
the “Wall” categorisation and reference to “LP ICON MINI BASIC POST”
and “LP ICON MINI OPAL POST” under the categorisation of “Post Tops”.
The pages pertaining to these products are not in English, nor have been
officially translated. However, the photographs of these products appear to

be the same as previously mentioned.

A few pages from an undated brochure entitled “light” that refers to the “LP
ICON MINI WALL” and “LP ICON MINI POST”, both of which contain

descriptions similar as mentioned previously.

A few pages from a brochure entitled “LIGHT” with the words “MBP-pricelist

2015” beneath. Among other non-lcon named lighting products, the
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brochure mentions the “LP Icon Mini Basic Wall” and “LP Icon Mini Opal
Wall” under the “Wall” categorisation and “LP Icon Mini Basic Post” and “LP
Icon Mini Opal Post” under the “Post” categorisation. The descriptions of
these products are similar to that aforementioned, along with the MPB-price.
There is also mention of the “LP Icon Mini Basic & Opal Post” and a diagram
of the product, including the post itself (as shown below). The brochure
contains an extract of its “General Terms of Sale and Delivery”, with the date
December 2014 listed next to the company name and registered office

address.

LP Icon Mini Basic & Opal Post

Dresompiton Fole arm Pale im Bane i am Base
tnght lenigth sright height | dismates | dusmate
1

Womm| 0, mm | PL F.mm
L

Fig 7 1, mm 12, mm

' [ 7 ol STETRIS 108 b
Gan D40 200 54 Mo L] 4 (=R STMAIESE L]

d. Afew pages from a brochure entitled “Pricelist 2018” with a table of contents
that lists the “LP Icon Mini Opal Wall” and “LP Mini Opal Post”, among other
products. The description of these products is similar to that
aforementioned. The RRP is noted as being in the range of €1434- €1636
for the Wall light source itself and from €147- €551 for various Icon named
spare parts and accessories. The RRP of the Post light ranges from €1434-

€1636 and from €147-€1225 for the spare parts and accessories, of which
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three of the accessories are noted as types of poles for the Icon mini (an
excerpt of which is shown below). The brochure also lists the RRP of the

curved pole arm for the LP Icon Mini Opal Post being €596 (also shown

Sparepart
ICON MIN, GLASS CLEAR SR4Ta2 e 147
ICON MIN, GLASS SANDELASTED STATRISZ23 06
0N MIN, GLASS WS LE-SCREEN FRINT EPTRIAA 1M
hecessores
TGO M, FOLE ARM FICON 876, GALY STATEIS00 56
10N ML STEEL POLE § M TOP 60, GALV STATEN 506 3
1CON MINLPOLE RN CURVED FACON @60 GLV STaTEEN 56
|CON MINULP HINT CUT OFF LOUVRE STATR 1081 pril
ICONMOS00, WIRE SLISPEREION KIT ST B0 awr
LP Icon Mini Opal Post
Description Pode arm length Pode arm lemgth | Base height | Stub height L4, | A dameter | Base dismeter | Pipe stub | Material Finish/ Order-ng RRPE
L, i L2, miri L3, mai i 0, P, i P2, ma
Fig. 7 Curved pole 2em | 410 410 85 = & 48 48 Gabe steal STATEISHI 508
410 410 9% L] T8 &0 48 Gake sieal ST4TEIS 100 506
* Cureed pole arm, By, 7 used with stapped of conical poles.
leon Mind Lygte
"
L
1 "
uf
Fig 7
Ground anchor
Deszription | Grder-no RRF €
“GROUND ANGHOR F/2108- 100 POLE STATEINTAG m

e. A few pages from a brochure entitled “MBP-Pricelist 2017” containing
information pertaining to the “LP Icon Mini Opal Wall” and “LP Icon Mini Opal
Post”. These products contain similar descriptions described earlier along
with a “MBP-price”. There is also information about different types of
arms/poles for the Post:
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LP Icon Mini Opal Post

Polo sim | Pk am Lowr Sy arm [T Pige vlab | Material! ardei-m WER prive
meght lengih height heaght | dameier | dameier Fimith

(%] U1, i L2, i LY, im L4, | B, 1, i 3
Coved pole sim | 410 i a5 3 w0 = i Gaby, sl STTAISIID

| nercaption

410 Ll " " Ta (] 4E Gaky. ilind st m
Gakam D 20 55 g0 STATAMSDS
Tg. 1.2

Dt Bl svi | Iirgisind Masteiial) Gridei-na WE-prioe
urlse depth Fisith
G

Pole DB3Emm Womm | B 0] s saky. 1l SHTARSII
Tig 1,1

18.Exhibit DOR3 contains a few screenshots dated 15 December 2020 from the

opponent’'s website (https://www.louispoulsen.com/en-gb/). The screenshots

include information and photographs from projects across the EU. This includes a
“retrofitting of over 4,000 lamps” in Rudersdal (Denmark), where the LP Icon LED
Upgrade Kit and LP Icon Mini Opal Post were used and three places in
Copenhagen (Denmark) where an undisclosed amount of the LP Icon Mini Opal
Post were used. In one of the Copenhagen locations (Copenhagen Cityscapes),
the LP Icon Mini Cable Hanger was also used. | have not been provided with the
dates of these projects.

19.Exhibit DOR4 contains further screenshots dated 15 December 2020 from the

opponent’s website (https://www.louispoulsen.com/en-gb/). This time the

screenshots pertain to projects outside the EU where the LP Icon Mini Opal Post
was used. This includes in various states of the USA and Bergen (Norway). Mr
Rosenkvist states that “all the products were manufactured and exported from

inside the EU". | have not been provided with the dates of these projects.
20.Exhibit DOR5 contains 2 invoices. They contain the following information:
a. Billing date of 22 February 2019 addressed to a Medlock Electrical
Distributors of Bristol for the sum of £6,922.77 (excluding tax) for 10pc of
“ICON OPAL 4K LED-DAPC ASYM MATT SIDE".
b. Billing date of 31 August 2018 addressed to a Medlock Electrical Distributors

of Bristol for the sum of £13,825.54 (excluding tax) for 20pc of “lICON OPAL
4K LED-DAPC ASYM MATT SIDE".
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PROOF OF USE

21.As detailed earlier, the earlier mark is subject to the proof of use provisions in
section 6A of the Act, which read:

“(1) This section applies where

i) an application for registration of a trade mark has been published,

i) there is an earlier trade mark of a kind falling within section 6(1)(a), (b)
or (ba) in relation to which the conditions set out in section 5(1), (2) or
(3) obtain, and

iii) the registration procedure for the earlier trade mark was completed

before the start of the relevant period.

(2A) In this section “the relevant period” means the period of 5 years ending
with the date of the application for registration mentioned in subsection (1)(a)

or (where applicable) the date of the priority claimed for that application.

i) In opposition proceedings, the registrar shall not refuse to register the
trade mark by reason of the earlier trade mark unless the use conditions

are met.

i) The use conditions are met if —

iif) within the relevant period the earlier trade mark has been put to genuine
use in the United Kingdom by the proprietor or with his consent in relation

to the goods or services for which it is registered, or

iv) the earlier trade mark has not been so used, but there are proper

reasons for non- use.
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(4) For these purposes —

i) use of a trade mark includes use in a form (the “variant form”) differing
in elements which do not alter the distinctive character of the mark in the
form in which it was registered (regardless of whether or not the trade
mark in the variant form is also registered in the name of the proprietor),

and

i) use in the United Kingdom includes affixing the trade mark to goods or
to the packaging of goods in the United Kingdom solely for export

purposes.

(5) In relation to a European Union trade mark or international trade mark (EC),
any reference in subsection (3) or (4) to the United Kingdom shall be construed

as a reference to the European Community.

(5A) In relation to an international trade mark (EC) the reference in subsection
(1)1 to the completion of the registration procedure is to be construed as a
reference to the publication by the European Union Intellectual Property Office
of the matters referred to in Article 190(2) of the European Union Trade Mark
Regulation.

(6) Where an earlier trade mark satisfies the use conditions in respect of some
only of the goods or services for which it is registered, it shall be treated for the
purposes of this section as if it were registered only in respect of those goods

or services.”

22.As per section 100 of the Act, the onus is on the opponent, as proprietor of the
earlier mark, to show use of the mark. The relevant period for assessing whether
there has been genuine use of the opponent’s mark is the 5-year period ending
with the date of the application in issue. Mr Rosenkvist (on behalf of the opponent)

and the applicant both stated that the relevant period is 5 August 2014 to 4 August
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2019. However, since the date of the application in issue is 5 August 2019, taking
this date back 5 years, the relevant period is 6 August 2014 to 5 August 2019.

23.In Walton International Ltd & Anor v Verweij Fashion BV [2018] EWHC 1608 (Ch)

Arnold J (as he then was) summarised the law relating to genuine use as follows:

“114. ...The CJEU has considered what amounts to “genuine use” of a trade
mark in a series of cases: Case C-40/01 Ansul BV v Ajax Brandbeveiliging BV
[2003] ECR 1-2439, La Mer (cited above), Case C 416/04 P Sunrider Corp v
Office for Harmonisation in the Internal Market (Trade Marks and Designs)
[2006) ECR | 4237, Case C-442/07 Verein Radetsky-Order v
Bundervsvereinigung Kamaradschaft ‘Feldmarschall Radetsky’ [2008] ECR I-
9223, Case C-495/07 Silberquelle GmbH v Maselli-Strickmode GmbH [2009]
ECR [-2759, Case C-149/11 Leno Merken BV v Hagelkruis Beheer BV
[EU:C:2012:816], [2013] ETMR 16, Case C-609/11 P Centrotherm
Systemtechnik GmbH v Centrotherm Clean Solutions GmbH & Co KG
[EU:C:2013:592], [2014] ETMR, Case C-141/13 P Reber Holding & Co KG v
Office for Harmonisation in the Internal Market (Trade Marks and Designs)
[EU:C:2014:2089] and Case C-689/15 W.F. Gb6zze Frottierweberei GmbH v
Verein Bremer Baumwollbérse [EU:C:2017:434], [2017] Bus LR 1795.

115. The principles established by these cases may be summarised as follows:

1. Genuine use means actual use of the trade mark by the proprietor or by

a third party with authority to use the mark: Ansul at [35] and [37].

2. The use must be more than merely token, that is to say, serving solely
to preserve the rights conferred by the registration of the mark: Ansul at
[36]; Sunrider at [70]; Verein at [13]; Leno at [29]; Centrotherm at [71];
Reber at [29].

3. The use must be consistent with the essential function of a trade mark,
which is to guarantee the identity of the origin of the goods or services

to the consumer or end user by enabling him to distinguish the goods or
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services from others which have another origin: Ansul at [36]; Sunrider
at [70]; Verein at [13]; Silberquelle at [17]; Leno at [29]; Centrotherm at
[71]. Accordingly, affixing of a trade mark on goods as a label of quality
is not genuine use unless it guarantees, additionally and simultaneously,
to consumers that those goods come from a single undertaking under
the control of which the goods are manufactured and which is

responsible for their quality: Gozze at [43]-[51].

. Use of the mark must relate to goods or services which are already
marketed or which are about to be marketed and for which preparations
to secure customers are under way, particularly in the form of advertising
campaigns: Ansul at [37]. Internal use by the proprietor does not suffice:
Ansul at [37]; Verein at [14] and [22]. Nor does the distribution of
promotional items as a reward for the purchase of other goods and to
encourage the sale of the latter: Silberquelle at [20]-[21]. But use by a
non-profit making association can constitute genuine use: Verein at [16]-
[23].

. The use must be by way of real commercial exploitation of the mark on
the market for the relevant goods or services, that is to say, use in
accordance with the commercial raison d’étre of the mark, which is to
create or preserve an outlet for the goods or services that bear the mark:
Ansul at [37]-[38]; Verein at [14]; Silberquelle at [18]; Centrotherm at [71];
Reber at [29].

. All the relevant facts and circumstances must be taken into account in

determining whether there is real commercial exploitation of the mark,
including: (a) whether such use is viewed as warranted in the economic
sector concerned to maintain or create a share in the market for the
goods and services in question; (b) the nature of the goods or services;
(c) the characteristics of the market concerned; (d) the scale and
frequency of use of the mark; | whether the mark is used for the purpose
of marketing all the goods and services covered by the mark or just some
of them; (f) the evidence that the proprietor is able to provide; and (g) the
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territorial extent of the use: Ansul at [38] and [39]; La Mer at [22]-[23];
Sunrider at [70]-[71], [76]; Leno at [29]-[30], [56]; Centrotherm at [72]-
[76]; Reber at [29], [32]-[34].

7. Use of the mark need not always be quantitatively significant for it to be
deemed genuine. Even minimal use may qualify as genuine use if it is
deemed to be justified in the economic sector concerned for the purpose
of creating or preserving market share for the relevant goods or services.
For example, use of the mark by a single client which imports the
relevant goods can be sufficient to demonstrate that such use is genuine,
if it appears that the import operation has a genuine commercial
justification for the proprietor. Thus there is no de minimis rule: Ansul at
[39]; La Mer at [21], [24] and [25]; Sunrider at [72] and [76]-[77]; Leno at
[55].

8. It is not the case that every proven commercial use of the mark may

automatically be deemed to constitute genuine use: Reber at [32].”

Form of the mark

24.The mark is registered as “ICON”. As this mark is a word mark, its registration
protects that word written in any normal font and irrespective of capitalisation®.
Where the mark is used throughout the evidence either in this exact form or as
“Icon”, this is use of the mark as registered, upon which the opponent can rely. |
recognise that the mark is often used either before or after additional words like
“LP” (at the forefront) and “MINI POST"/"MINI BASIC POST” (at the end). The mark
is still used in the same format as registered, albeit it is presented alongside other
words. Applying the test laid down in cases such as Colloseum Holdings AG v Levi
Strauss & Co., Case C-12/12, since “ICON" retains its independent distinctive role
and continues to indicate origin alone, the mark in these forms are also use of the

mark as registered which the opponent can rely upon.

4 See Bentley Motors Limited v Bentley 1962 Limited, BL O/158/17, paragraph [16]
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Sufficient Use

As the earlier mark is an EUTM, the opponent must show use of that mark in the
EUS. In Leno Merken BV v Hagelkruis Beheer BV, Case C-149/11, the Court of
Justice of the European Union (‘CJEU’) noted that:

“36.1t should, however, be observed that...... the territorial scope of the use is
not a separate condition for genuine use but one of the factors determining
genuine use, which must be included in the overall analysis and examined at
the same time as other such factors. In that regard, the phrase ‘in the
Community’ is intended to define the geographical market serving as the
reference point for all consideration of whether a Community trade mark has

been put to genuine use.”

And

“50. Whilst there is admittedly some justification for thinking that a Community
trade mark should — because it enjoys more extensive territorial protection than
a national trade mark — be used in a larger area than the territory of a single
Member State in order for the use to be regarded as ‘genuine use’, it cannot be
ruled out that, in certain circumstances, the market for the goods or services for
which a Community trade mark has been registered is in fact restricted to the
territory of a single Member State. In such a case, use of the Community trade
mark on that territory might satisfy the conditions both for genuine use of a

Community trade mark and for genuine use of a national trade mark.”

And

“55. Since the assessment of whether the use of the trade mark is genuine is
carried out by reference to all the facts and circumstances relevant to
establishing whether the commercial exploitation of the mark serves to create

or maintain market shares for the goods or services for which it was registered,

5 See Leno Merken BV v Hagelkruis Beheer BV, Case C-149/11, paragraph [36]
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it is impossible to determine a priori, and in the abstract, what territorial scope
should be chosen in order to determine whether the use of the mark is genuine
or not. A de minimis rule, which would not allow the national court to appraise
all the circumstances of the dispute before it, cannot therefore be laid down
(see, by analogy, the order in La Mer Technology, paragraphs 25 and 27, and
the judgment in Sunrider v OHIM, paragraphs 72 and 77).”

The court held that:

“Article 15(1) of Regulation No 207/2009 of 26 February 2009 on the
Community trade mark must be interpreted as meaning that the territorial
borders of the Member States should be disregarded in the assessment of
whether a trade mark has been put to ‘genuine use in the Community’ within
the meaning of that provision.

A Community trade mark is put to ‘genuine use’ within the meaning of Article
15(1) of Regulation No 207/2009 when it is used in accordance with its essential
function and for the purpose of maintaining or creating market share within the
European Community for the goods or services covered by it. It is for the
referring court to assess whether the conditions are met in the main
proceedings, taking account of all the relevant facts and circumstances,
including the characteristics of the market concerned, the nature of the goods
or services protected by the trade mark and the territorial extent and the scale

of the use as well as its frequency and regularity.”

25.Further, in The London Taxi Corporation Limited v Frazer-Nash Research Limited
& Ecotive Limited, [2016] EWHC 52, Arnold J. reviewed the case law since the

Leno case and concluded as follows:

“228. Since the decision of the Court of Justice in Leno there have been a
number of decisions of OHIM Boards of Appeal, the General Court and national
courts with respect to the question of the geographical extent of the use
required for genuine use in the Community. It does not seem to me that a clear

picture has yet emerged as to how the broad principles laid down in Leno are
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to be applied. It is sufficient for present purposes to refer by way of illustration

to two cases which | am aware have attracted comment.

229. In Case T-278/13 Now Wireless Ltd v Office for Harmonisation in the
Internal Market (Trade Marks and Designs) the General Court upheld at [47]
the finding of the Board of Appeal that there had been genuine use of the
contested mark in relation to the services in issues in London and the Thames
Valley. On that basis, the General Court dismissed the applicant’s challenge to
the Board of Appeal’s conclusion that there had been genuine use of the mark
in the Community. At first blush, this appears to be a decision to the effect that
use in rather less than the whole of one Member State is sufficient to constitute
genuine use in the Community. On closer examination, however, it appears that
the applicant’s argument was not that use within London and the Thames Valley
was not sufficient to constitute genuine use in the Community, but rather that
the Board of Appeal was wrong to find that the mark had been used in those
areas, and that it should have found that the mark had only been used in parts
of London: see [42] and [54]-[58]. This stance may have been due to the fact
that the applicant was based in Guildford, and thus a finding which still left open
the possibility of conversion of the Community trade mark to a national trade

mark may not have sufficed for its purposes.

230. In The Sofa Workshop Ltd v Sofaworks Ltd [2015] EWHC 1773 (IPEC),
[2015] ETMR 37 at [25] His Honour Judge Hacon interpreted Leno as
establishing that “genuine use in the Community will in general require use in
more than one Member State” but “an exception to that general requirement
arises where the market for the relevant goods or services is restricted to the
territory of a single Member State”. On this basis, he went on to hold at [33]-
[40] that extensive use of the trade mark in the UK, and one sale in Denmark,
was not sufficient to amount to genuine use in the Community. As | understand
it, this decision is presently under appeal and it would therefore be inappropriate
for me to comment on the merits of the decision. All | will say is that, while | find
the thrust of Judge Hacon’s analysis of Leno persuasive, | would not myself

express the applicable principles in terms of a general rule and an exception to
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26.

27.

28.

that general rule. Rather, | would prefer to say that the assessment is a multi-
factorial one which includes the geographical extent of the use.”

The General Court restated its interpretation of Leno Merken in Case T-398/13,
TVR Automotive Ltd v OHIM (see paragraph [57]). This case concerned national
(rather than local) use of what was then known as a Community trade mark (now
an EUTM).

Whether the use shown is sufficient for this purpose will depend on whether there
has been real commercial exploitation of the mark, in the course of trade, sufficient
to create or maintain a market for the goods/services at issue in the EU during the
relevant 5 year period. In making the required assessment, | am required to

consider all relevant factors, including:

i) The scale and frequency of the use shown

i) The nature of the use shown

i) The goods and services for which use has been shown

iv) The nature of those goods/services and the market(s) for them

V) The geographical extent of the use shown

| must also bear in mind the following principles when examining the evidence
before me. First, the case law does not specify particular types of documentation
that must be adduced in evidence®. Secondly, | am required to consider the
evidential picture as a whole’. Thirdly, | may make reasonable inferences and
deductions from this evidence®. Fourthly, | should not resort to the burden of proof
unless, having striven to do so, | find it impossible to make a decision on the weight
of the evidence?®. Fifthly, as stated by Mr Daniel Alexander Q.C. as the Appointed
Person in Awareness Limited v Plymouth City Council, Case BL O/236/13:

6 See PLYMOUTH LIFE CENTRE, BL 0O/236/13, paragraph [22]

7 See New Yorker SHK Jeans GmbH & Co KG v OHIM, Case T-415/09, paragraph [53]
8 See SIMPLEX Trade Mark, BL 0/329/20, paragraph [36]

9 See Cooke v Watermist [2014] EWHC 125 (Pats), paragraphs [35-37]
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“[22] ... The burden lies on the registered proprietor to prove use ... However,
it is not strictly necessary to exhibit any particular kind of documentation, but if
it is likely that such material would exist and little or none is provided, a tribunal
will be justified in rejecting the evidence as insufficiently solid. That is all the
more so since the nature and extent of use is likely to be particularly well known
to the proprietor itself. A tribunal is entitled to be sceptical of a case of use if,
notwithstanding the ease with which it could have been convincingly
demonstrated, the material actually provided is inconclusive. By the time the
tribunal (which in many cases will be the Hearing Officer in the first instance)
comes to take its final decision, the evidence must be sufficiently solid and
specific to enable the evaluation of the scope of protection to which the
proprietor is legitimately entitled to be properly and fairly undertaken, having
regard to the interests of the proprietor, the opponent and, it should be said, the
public.”

“[29] ... | can understand the rationale for the evidence being as it was but
suggest that, for the future, if a broad class, such as “tuition services”, is sought
to be defended on the basis of narrow use within the category (such as for
classes of a particular kind) the evidence should not state that the mark has
been used in relation to “tuition services” even by compendious reference to
the trade mark specification. The evidence should make it clear, with precision,
what specific use there has been and explain why, if the use has only been
narrow, why a broader category is nonetheless appropriate for the specification.
Broad statements purporting to verify use over a wide range by reference to the
wording of a trade mark specification when supportable only in respect of a
much narrower range should be critically considered in any draft evidence

proposed to be submitted.”

29.1 additionally find it useful to highlight the decision of Professor Ruth Annand, sitting
as the Appointed Person, in Memory Opticians Ltd’s Application BL O/528/15. Here
she upheld the hearing officer's decision to revoke the mark STRADA on the
grounds that the level of use within the requisite 5 year period was insufficient to

create or maintain market under the mark and it was not, therefore, genuine use.
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In that case, there had been sales of goods bearing the mark, but these were very

low in volume (circa 40 pairs of spectacles per year) and all the sales were from

local branches of an optician. There was no advertising of goods under the mark

and the evidence indicated that they were only displayed in store on occasions.

30.More recently, Daniel Alexander QC, sitting as the Appointed Person in James

Grant Group v Stephen Murphy BL O/543/20, stated that “in a case where there

have been almost no sales over a 5 year period, a proprietor may have to do more

than point to that tiny number alone to show that, despite the small number, real

efforts have been made to develop the market”.

31.At the outset, | note that not all of the opponent’s evidence pertains to the relevant

period and some evidence is undated. Bearing in mind all of the evidence, | make

the following points:

a.

It appears the opponent has a series of lighting named “Icon”, with
various fitting options, including post tops, poles and on the wall. Where
the evidence refers to wall versions of the ICON lights, as these do not
appear to involve a pole fixture, | do not find the evidence supportive of

use of the earlier mark on the registered goods.

Only use in relation to "outdoor pole fixtures” is relevant. Whilst the
applicant has referred to this term as being unclear, from the evidence
provided and remit of Class 11, | am prepared to accept the opponent’s
submission that “the Opponent’s goods refer to lighting fixtures which
are affixed to outdoor poles”.

The opponent’s 2013 and 2014 brochures list two versions of post light
fixtures — the “LP Icon Mini Basic Post” and the “LP Icon Mini Opal Post”.
Later brochures refer to both products® or interchangeably refer to the
either the “LP Icon Mini Post"!! or the “LP Icon Mini Opal Post"? whilst

10 See the 2015, 2017 and 2018 pricelists
11 See the brochure entitled “light” with a credits date of 2017.02
12 For instance, the 2016 pricelist entitled “LIGHT”; the 2019 Pricelist

Page 28 of 31



one 2019 brochure refers to the post versions under a slightly different
name (as “LP Icon” or “lcon”). Besides the lighting fixture itself, the
brochures advertise pole arm accessories for the post fixtures named,
for instance “ICON MINI, POLE ARM...” or merely “curved pole
arm”/"golfarm”. There are a few diagrams showing one of the ICON post
lighting fixtures requiring assembly on a pole.

d. Whilst the opponent’s brochures are useful to provide information on the
ICON branded products, | do not know where, when or to whom the
brochures were disseminated. Although a few of the brochures indicate
an RRP in euros, most of the prices are in “MRP” (to which | have no

further information).

e. | do not have any total EU revenue figures. The only information | have
confirming there have been EU sales in the 5 year relevant period comes
from the 2 invoices addressed to a Bristol address that amount to a total
of £20,748.31 (ex tax). They are for 30 pieces of the “ICON OPAL 4K
LED-DAPC ASYM MATT SIDE"13, Itis not clear what product this relates

to.

f. The photographs of, and information pertaining to, EU projects using
ICON lighting fixtures in a few EU cities do not confirm whether this was

within the relevant period nor how the fixtures were sold/the mark used.

g. | have no other evidence of advertising or marketing expenditure, nor
examples of attendance at trade fairs or a social media presence etc

promoting ICON branded products.

32.In their submissions, the applicant contends that the opponent has not discharged
the burden of showing use of the earlier mark. They argue that the goods are “sold
principally under the LP Brand”, rather than the index of the brochures listing the
goods under “I' for ICON". They highlight that some of the evidence is undated

and that there is a lack of information confirming the projects undertaken and

13 See Exhibit DOR5
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whether the products were manufactured and exported under the ICON mark. They
also submit that the sales of ICON branded goods are not properly supported by
evidence, for instance “...there is no sales breakdown provided, no evidence of

corresponding orders and only three invoices all to the same customer...”.14

33.The opponent has not provided any figures for the size of the EU market for the
relevant goods, though | would believe it to be reasonably large. Considering the
evidence as a whole, | am not satisfied that the opponent has demonstrated
genuine use of the earlier mark within the EU for “outdoor pole fixtures”. The
evidence has too many shortcomings and is overly reliant on product descriptions
in brochures of which | have little information about. Whilst | have some evidence
that the opponent has a lighting range named ICON, | have sparse evidence
showing that outdoor pole fixtures are offered under the mark ICON in the EU. | do
not know where, how or when the goods have been sold nor do | have any other
evidence of marketing or promotion. Whilst Mr Rosenkvist attests that “sales of
ICON branded goods between 2017 and 2019 have equated to over £20.000 in
the UK and more than €4.750.000” in the whole of the EU”, | do not know what
goods these figures relate to. | only have evidence of 2 invoices to 1 Bristol-based
party that 30 pieces of ICON branded goods have been sold in the UK, though it is
not clear whether the goods were outdoor pole fixtures. With this in mind, I highlight
particularly the case of Plymouth City Council mentioned earlier, in that | am
entitled “to be sceptical of a case of use if, notwithstanding the ease with which it
could have been convincingly demonstrated, the material actually provided is
inconclusive™®®, Overall, | find that the opponent has not demonstrated genuine
use of the ICON mark.

34.In my view the evidence provided falls far short of the sufficiency and solidity
needed to meet the standards of proof required. Accordingly, the earlier mark may
not be relied on to support the opponent’s claim under section 5(2)(b) of the Act.
As this was the only earlier mark and ground of opposition relied upon, the

opposition fails.

14 For the avoidance of doubt, | note that the opponent in fact filed two invoices consisting of three pages.
15 See paragraph [22]
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CONCLUSION

35.The opposition fails in its entirety. Subject to any successful appeal against my
decision, the application can proceed to registration for the full range of goods

applied for.

COSTS

36.The applicant has been successful and is entitled to a contribution towards its
costs. Awards of costs in proceedings commenced after 1 July 2016 are governed
by Annex A of TPN 2 of 2016. Using that TPN as a guide, | award the applicant the
sum of £800 as a contribution towards the cost of the proceedings. The sum is

calculated as follows:

Preparing a statement and considering the other side’s £200

statement:

Considering and commenting on the other side's evidence: £600

37.1 therefore order Louis Poulsen A/S to pay Saldon Products Limited the sum of

£800. The above sum should be paid within twenty-one days of the expiry of the

appeal period or, if there is an appeal, within twenty-one days of the conclusion of

the appeal proceedings.

Dated this 24" day of 2021

B Wheeler-Fowler

For the Registrar
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