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IN THE PRIVY COUNCIL

ON APPEAL

No. 11 of 1974

FROM THE COURT OF APPEAL (CIVIL SIDE) OF SINGAPORE

BETWEEN:

STAR INDUSTRIAL COMPANY LIMITED

- angd -

YAP KWEE KOR trading as
NEW STAR IN DUSTRIAL COMPANY

RECORD OF PROCEEDINGS
No. 1

NOTICE OF ORIGINATING MOTION

TAKE NOTICE that this Honourable Court will be
moved on Fridsy the 26th day of February, 1971 at
10.30 o'clock in the forenoon, or soon thereafter
as Counsel can be heard, by Mr. Michael Sim of
Counsel for the Applicants, Star Industrial
Compeny Limited whose registered office is situate
at 25, Tei Yau Street, San Po Kong, Kowloon, Hong
Kong, persons aggrieved under the provisions of
Section 39(1)(:% of the Trade Marks Ordinance by an
entry made in the Register of Trade Marks without
sufficient cause and wrongfully remaining on the
Register of Trade Marks, for an order that the
entry of the Trade Mark No.%9808 in Class 21 in
Part B of the Register of Trade Marks kept under
the Trade Marks Ordinance be expunged on the
following grounds:-

1, That the use of the said Trade Mark is likely
to deceive or cause confusion or otherwise and is

contrary to Section 15 of the Trade Marks Ordincnce
by reason of the close similarity between the said

Trade lMark and the Applicants' RED "A" ACE Trade Mark
used by the Applicants on tooth brushes in Singapore
since at least 1956, by reason of which the Applicants

have become common law prior proprietors of the ACE
Trade Mark.

Appellants

Z%gaintiffs)

Respondent
'Zﬁegenaanf)

In the High
Court of

Singapore

No. 1
Notice of
Originating
Motion

26th January
1971



In the High
Court of
Singapore

No. 1

Notice of
Originating
Motion

20th January
1971

(continued)

2.

2. That the said Mark was registered contrary to
Section 10 of the Trade Marks Ordinance as the
said Mark was not distinctive nor capable of
distinguishing at the date of registration.

3. That the Respondents could not validly claim
to be the proprietors of the said Mark et the date
of registration and registration wastherefore
obtained contrary to Section 11 of the Trade
Marks Ordinance.

4, That the use of the said Mark by reason of 10
its confusing similarity to the Applicants' RED

A" ACE Trade Mark, is disentitled to protection

in a Court of Justice, and would be contrary to

law or morality and therefore offends Section 15

of the Trade Marks Ordinance.

And for such further order or orders conse-
quent thereon as to this Honourable Court may seem
fit and proper.

Dated the 26th day of January, 1971.
Sd. Drew & Napier 20
Solicitors for the Applicants.

Messrs. Drew & Napier of Nos.30-35, Chartered
Bank Chambers, Battery Road, Singapore, Solicitors
for the abovenamed Applicants, whose address for
service is Nos.30-3%5, Chartered Bank Chambers,
Battery Road, Singapore. o

To ’

The abovenamed Pefeméem$é (Respondent) of
No.48-Hokien-84¥004, 3507-A, Block 1, Jalan Bukit
Merah, Redhill, Flatted Factory, Singapore.

Anended as underlined in red ink this 30
17th day of February, 1971, pursuant
to the Order of the Deputy Registrar
dated the 12th day of February, 1971.
Sd. Drew & Napier

Solicitors for the Applicants.
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Nu. 2
AFFIDAVIT OF MICHAEL SIM

I, Michael Sim of No.l?7, Carmen Terrace,
Singapore do solemnly and sincerely meke oath and
say as follows:-

1. 1 am an assistant Solicitor in the employ of
Messrs. Drew & Napier the Solicitors for the
Applicant Company herein and I have conduct of this
matter. The facts deposed to herein are from my
own personal knowledge as Solicitor in charge.

2. On information received that the Applicants'
tooth brushes under the ACE Trade Mark have been
sold in Singapore through local trade representa-
tives I arranged fxr Mr. Jhi Hung Leung, Chairiman

of the Board of Directors of Star Incdustrial
Company Limited to approach each of the local trade
representatives of Star Industrial Cowmpany Liunited
to write confirmation letters that they had been
importing into Singapore ACE tooth brushes.

3. The names of these local trade representatives
are as follows:-

(a) Lim Seng Huat (S) Pte. Ltd.,
13 Circular hoad,
Singapore, 1l.

(b) Lim Teck Lee )Pte.) Ltd.,
2=5 Circular Road,
Singapore, 1l.

(c) Cheong Lee Yuen (Pte.) Ltd.,
57 South Bridge Road,
Singapore, 1.

(d) Sim Yeow Seng (Pte.) Ltd.,
31 Circular Road,
Singapore, 1.

(e) Tan Lee Seng (Pte.) Ltd.,
29 South Bridge Road,
Singapore, 1.

4, In response to Mr. Jhi's requests I have now
received a reply from each of the local dealers

and their replies are now attached hereto and marked
"S5 1w, "MS 2", "MS 3", "MS 4" and "MS 5" respectively.

In the High
Court of
Singapore

No. 2

Affidavit of
Michael Sim

26th January
1971



In the High
Court of
Singapore

No. 2

Affidavit of
Michael Sin

26th Jagnuary
1971

(continued)

No. 3
Exhibit M.S.1

23rd September

1970

4.

5. I pray that the replies received from these
local dealers may be taken into comnsideration by
the Court in arriving at a decision.
Sworn at Singapore by the )
abovenamed Michael Sim thisg Sd. Michael Sim
26th day of January, 1971.

Before me,

Sd. Thomas Potts

A Commissioner for Oaths.

No. 3
EXHIBIT M.S.1

From: Lim Seng Huat (8)
Pte. Ltd.,
13, Circular Road,
Singapore, 1.

23rd September, 1970
The Registrar of Trade Marks,

SINGAPORE

Dear Sir,

Singapore Trade Mark Application No.
S.47884 and No.47885 in Class 21 -
ACE Label by Star Industrial Co. Ltd.

We have been requested by Messrs. Drew &
Napier, the solicitors for Star Industrial Co.Ltd.
to assist them in the registration of the above-
mentioned trade mark application.

This letter will serve to confirm that we
have been importing into Singapore from Star
Industrial Co. Ltd. all kinds of brushes
including toothbrushes under their ACE trade mark
for over ten years.

We have always associated the ACE trade-
mark with Star Industrial Co. Ltd. in connection
with brushes and we know of no other manufacturer

10
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30
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5.
or company who has used the ACE trade mark on
brushes.
Yours faithfully,
LIM SENG HUAT (S) PITE. 1LTD.
Sd. Lim Tow Yong
Director.
This is the exhibit marked "MS 1"
referred to in the affidavit of
Michael Sim sworm this 26th day of
January, 1971.
Before nme,

Sd. Thomas Potts

A Commissioner for Oaths.

No. 4
EXHIBIT M.S.2

In the High
Court of
Singapore

No. 3
Exhibit M.S.1

23rd September
1970

(continued)

No. 4
Exhibit M.S.2

23rd September
1970

From: Lim Teck Lee (Pte.)Ltd.,

2-5, Circular Road,

Singapore l.

23rd September, 1970.

The Registrar of Trade Marks,
SINGAPORE

Dear Sir,

Singapore Trade Mark Application No.
S.47884 and No.47885 in Class 21 -

ACE Label by Star Industrial Co. Ltd.

We have been requested by Messrs. Drew &

Napier, the solicitors for Star Industrial Co.Ltd.

to assist them in the registration of the above-
mentioned trade mark spplication.



In the High
Court of
Singapore

No. 4
Exhibit M.S.2
23rd September
1970
(continued)

No. 5
Exhibit M.S.3

24th Scptember
1970

O

This letter will serve to confirm that we
have been importing into Singapore from Star
Industrial Co. Ltd. sll kinds of brushes including
toothbrushes under their ACE trade mark for over
ten years.

We have always associated the ACE trademark
with Star Industrial Co. Ltd. in connection with
brushes and we know of no other manufacturer or
company who has used the ACE trade mark on brushes.

Yours faithfully,
LIM TECK LEE (PTE.) LID.
Sd. Roland Lim

Assistant Manager.
This is the exhibit marked "MS 2"
referred to in the affidavit of
Michael Sim sworn this 26th day
of January, 1971.

Before me,

' 83. Thomas Potts

A Commissioner for QOaths.

No. 5
EXHIBIT M.S. 3
CHEONG LEE YUEN (PTE.) LID.,
57, South Bridge Road,
Singapore, 1.

24th September, 1970.

The Registrar of Trade Marks,

SINGAPORE

Dear Sir,

Re: Sinéapore Trade Mark Application No.
S5.47884 and No.47885 in Class 21 - .
ACE Label by Star Industrial Co. Ltd.

10
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We have been requested by Messrs. Drew &

In the High

Napier, the solicitors for Star Industrial Co. Ltd., Court of

Hongkong, to assist them in the registration of the
above-mentioned trade mark application.

This letter will serve to confirm that we have

Sigapore

No. 5

knowledge that all kinds of brushes including tooth- Exhibit M.85.3

brushes under the ACE trademark have been continu-
ously imported into Singapore for over ten years,
and are products of Star Industrial Co. Ltd.,
Hongkong.

_ We have always associated the ACE trademark
glth Star Industrial Co. Ltd. in connection with
rushes. '

Yours faithfully,

CHEONG LEE YUEN (PTE.) LTD.
. SINGAPORE

Sd. Illegible
Director.
This is the exhibit marked "MS 3"
referred to in the affidavit of
Michael Sim sworn this 26th day of
Jenuary, 1971.
Before ne,

Sd. Thomas Potts

A.Commissioner for Oaths.

24th September
1970

(continued)



In the High
Court of
Singapore

No. ©
Exhibit M.S.4

23rd September
1970

3.

No. ©

From: Sim Yeo Seng (Pte.) ILtd.,
31, Circular Road,
Singapore, 1.
23rd September, 1970.

The Registrar of Trade Marks,

SINGAPORE.

Dear Sir,

Singapore Trade Mark Application No. 10
5.47884 and No.47885 in Class 21 -
ACE Label by Star Industrial Co. Ltd.

We have been requested by lMessrs. Drew &
Napier, the solicitors for Star Industrial Co. Ltd.
to assist them in the registration of the above-
mentioned trade mark application.

This letter will serve to confirm that we
have been importing into Singspore from Star
Industrial Co. Ltd. all kinds of brushes including
toothbrushes under their ACE trade mark for over 20
ten years.

We have always associated the ACE trademark
with Star Industrial Co. Ltd. in connection with
brushes and we know of no other manufacturer or
company who has used the ACE trade mark on brushes.

Yours faithfully,
SIM YEOW SENG (PTE) LTD.
Sd. Illegible

Director.

This is the exhibit marked "MS 4" 30
referred to in the affidavit of

Michael Sim sworn this 26th day of

January, 1971.

Before me,
Sd. Thomas Potts
A Commissioner for QOaths.
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No. 7 In the High
Court of
Exhibit M.S. 5 Singapore
From: Tan Lee Seng (Pte.) Ltd., No. 7
31, South Bridge Road it
Siﬂgapore. 4 Exhibit M.S.5
23rd September
23rd September, 1970. 1970
The Registrar of Trade Marks,
SINGAPORE.
Dear Sir,

Singagore Trade Mark Application
No.S.47884 and No.47885 in Class
21 ~ ACE Label by Star Industrial
Co. Ltd.

We have been requested by Messrs. Drew &
Napier, the solicitors for Star Industrisl Co. Ltd.
to assist them in the registration of the above-
mentioned trade mark application.

This letter will serve to confirm that we have
been importing into Singapore from Star Industrial
Co. Ltd. all kinds of brushes including tooth-
brushes under their ACE trade mark for over ten
years.

We have alwgys associated the ACE trademari
with Star Industrial Ceo. Ltd. in connection with
brushes and we know of no other msnufacturer or
company who has used the ACE trade mark on brushes.

Yours faithfully,

S8d. Illegible

TAN LEE SENG (PTE. IID.
No.29, South Bridge Road,
Singapore.

This is the exhibit marked "MS 5"
referred to in the affidavit of
Michael Sim sworn this 26th day of
January, 1971l.

Before me,
Sd. Thomas Potts
A Commissioner for Osths.



In the High
Court of
Singapore

. No. 8
Affidavit
(No.l) of
Clement Tan

l6th February
1971

10.

No. 8
AFFIDAVIT (No.1l) OF CLEMENT TAN

. I, Clement Ten of 292, Telok Kurau Road,
Singapore do make oath and say as follows:-

1. I am a clerk employed by Messrs. Drew &
Napier of 30/%25 Chartered Bank Chambers, Battery
Road, Singapore.

2. At approximately 2.30 p.m. on Tuesday, the

2nd day of February, 1971 I was instructed to

purchase one dozen "ACE" brand tooth brushes from 10
Mei Ling Store at 16, Mei Ling Street, Block 152,
Singapore, 3.

3. At approximately %.30 p.m. on the same day I
arrived at Mei Ling Store and saw several tooth

brushes on display on the counter. I then

produced the sample of the "ACE" toothbrush which

I had brought with me and asked for a dozen of

"ACE" brand tooth brushes from a lady shop

assistant who in response to my order handed me a

dozen of "AGE" brand tooth brushes for which I 20
paid the sum of $3%.60 and obtained a receipt

which is attached hereto and marked "C.T.1l".

4, There is now produced and marked "C.T.2" the

"ACE" brand tooth brush which I showed to the shop
assistant when making my order for one dozen "ACE"
tooth brushes.

5. There is now produced and shown to me and
marked "C.T.3" the "AGE" brand tooth brushes I was
given in response to my order for "ACE" tooth brushes.

6. Attached hereto and marked "C.T.4" is the 30
Statutory Declaration I sworn soon after the trap
purchase was made.

Sworn at Singapore by the ;
abovenamed Clement Tan this) Sd. Clement Tan
16th day of February, 1971.)
Before me,
Sd. D.E.S. Chelliah

A Commissioner for Oaths,
Singapore.



11.

No.9
Exhipit C.T. 1 In the High
Court of
Singapore
. (_("\rq\‘."i-’]?-.r-ff . No. 9
@JL};:””'*EEMSE%E.‘ Exhibit C.T.1
I 8 . 2nd February -
e I 1971
laet ')_!;\'G S'IORL\

Na. 16,

Nej Ling Soreet, (G

S‘N‘:"\:‘ORE 3

EgA D/

ek 152;

vais is the exhibit marked “C.T.1"
referred to in the affidavit of
CLUMENT ©AN sworn this 15th day of

February, 1971.

Beforec me,
5d, D. E, S, Chelliah

A Commissioner for Oaths.

>
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12.

No. 1Q
Exhibit C.T.4

STATUTORY DECLARATION

I, CLEENT TAN of 292, Telok Kurau Road,
Singapore 15, do solemnly and sincerely declare as
follows:=

1. I am a clerk employed by Messrs. Drew & Nagpier
of 30/35 Chartered Bank Chambers, Battery Road,
Singapore.

" 2. At approximately 2.30 p.m. on Tuesday the 2nd

day of February 1971 I was instructed to purchase
one dozen "ACE" brand tooth brushes from Mei Ling
Store at 16, Mei Ling Street, Block 152,Singapore 3.

3. At approximately 3.30 p.m. on the same day I
arrived at Mei Ling Store and saw several tooth
brushes on display on the counter. I then produced
the sample of the "ACE" toothbrush which I had
brought with me and asked for a dozen of "ACE" brand
tooth brushes from a lady shop assistant who in
response to my order handed me a dozen of "“AGE"
brand tooth brushes for which I paid the sum of
£3.60 and obtained a receipt which is attached
hereto and marked “C.T.l".

4., There is now produced and marked "C.T.2" the
"ACE" brand toothbrush which I showed to the shop
asgistant when mseking my order for one dozen "ACE"
toothbrushes.

5. There is now produced and shown to me and
marked "C.T.3" the "AGE" brand toothbrushes I was
given in response to my order for "ACE" toothbrushes.

AND I MAKE this solemn declaration conscienti-
ously believing the same to be true and by virtue of
the provisions of the Statutory Declarations
Ordinance.

DECLARED at Singapore this)
3rd day of February, 1971.)
Before ne,
Sd. Tan Seow Kiew

A Commissioner for Oaths,
Singapore.

Sd. Clement Tan

In the High
Court of
Singapore

No.10
Exnibit C.T.4

3rd February
1971



In the High
Court of
Singapore

No.ll

Affidavit
(No.2) of
Clement Tan

loth February
1971

13.

No.1l1l
AFFIDAVIT (No.2) OF CLEMENT TAN

I, Ciement Ten of 292, Telok Kurau Road,
Singapore do make oath and say as follows:-

1. I am a clerk employed by Messrs. Drew &
Napier of 30/35 Chartered Bank Chambers, Battery
Road, Singapore.

2. At approximately 10.20 a.m. on Thursday, the

1lth day of February, 1971 I was instructed to

purchase one dozen of "ACE" brand tooth brushes 10
from Hoe Huat Hup Kee at 46, Mei Ling Street,

Block 154, Singapore, 3.

3. At approximately 11l.45 a.m. on the same day

I arrived at Hoe Huat Hup Kee and saw several

tooth brushes om display on the counter. I then
produced the sample of the "ACE" tooth brush which

I had brought with me and asked for a dozen of

"ACE" brand tooth brush from a man shop assistant

who in response to my order handed me "AGE" brand

tooth brushes for which I paid the sum of g3.20. 20

4, There is now produced snd marked "C.T.1l"

the "ACE" brand tooth brush which I showed to the
shop assistant when making my order f or one dozen
"ACE" tooth brushes.

Se There is now produced and shown to me and
marked "C.T.2" the "AGE" brand tooth brushes I was
given in response to my order for "ACE" tooth
brush. No receipt was issued in respect of this
purchase, although I asked for it.

Ge Attached hereto and marked "C.T.3" is the 30
Statutory Declaration I swore soon after the trap
purchase was made.

Sworn at Singapore by the g
abovenamed Clement Tan this Sd. Clement Tan
l6éth day of February, 1971. )
Before me,
Sd. D.E.S. Chelliah

A Commissioner for Oaths,
Singapore.
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No. 12
Exhibit C.T. 3
STATUTORY DECLARATION
I, CLEMENT TAN of 292, Telok Kurau Road,

Singapore 15, do solemnly and sincerely declare as
follows: -

1. I am a clerk employed by Messrs. Drew & Napier
of 30/35 Chartered Bank Chambers, Battery Road,
Singapore.

2. At approximately 10.20 a.m. on Thursday the
11th day of February 1971 I was instructed to
purchase one dozen of "ACE" brand toothbrushes from
Hoe Huat Hup Kee at 46, Mei Ling Street, Block 154,
Singapore 3.

3. At approximately 11.45 a.m. on the same day I
arrived at Hoe Huat Hup Kee and saw several tooth-
brushes on display on the counter. I then produced
the sample of the "ACE" toothbrush which I had
brought with me and asked for a dozen of "ACE"
brand toothbrush from a man shop assistant who in
response to my order handed mée "AGE" brand tooth-
brushes for which I paid the sum of &3.20.

4, There is now produced and marked "C.T.l1l" the
"ACE" brand toothbrush which I showed to the shop .
assistant when mgking my order for one dozen "ACE"
toothbrushes.

5e There is now produced and shown to me and
marked "C.T.2" the "AGE" brand toothbrushes I was
given in response to myyorder for "ACE" toothbrush.
No receipt was issued in respect of this purchase,
although I asked for it.

AND I MAKE this solemn declaration conscienti-

ously believing the same to be true and by virtue of

the provisions of the Statutory Declarations
Ordinance. ,

DECLARED at Singapore this )
11th day of February, 1971.) 8Sd. Clement Tan
Before me,
Ste S<K. Tan

A Commissioner for Oaths,
Singapore.

In the High
Court of
Singapore

No.1l2
Exhibit C.T.3

11th February
1971
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No. 13

AFFIDAVIT (No.3) OF CLEMENT TAN

I, Clement Tan of 292, Telok Kurau Road,
Singapore do maske oath and say as follows:-

1. I am a clerk employed by Messrs. Drew & Napier
of 30/35 Chartered Bank Chambers, Battery Road,
Singapore.

2. At gpproximately 10.30 a.m. on Friday, the

12th day of February, 1971 I was instructed to

purchase the dozen "ACE" brand tooth brushes from 10
Malabar Store at 310, Tenjong Katong Road,

Singapore 15.

3. At approximately 10.30 a.m. on Saturday, the

13th day of Pebruary, 1971 I arrived at Malabar

Store and saw several tooth brushes on display on

the counter. I then produced the sample of the

"ACE" brand tooth brush which I had brought with

me and asked for a dozen of "ACE" brand tooth

brushes from a lady shop assistant who in response

to my order handed me eight "AGE" brand tooth 20

- brushes for which I paid the sum of #2.40 and

obtained a receipt which is attached hereto and
marked "C.T.l1l".

4, There is now produced and marked "C.T.2" an
"ACE" brand tooth brush which I showed to the shop
assistant when making my order for one dozen "ACE"
tooth brushes.

5. ' There is now produced and shown to me and

marked "C.T.3" the "AGE" brand tooth brushes I was
given in respomse to my order for "ACE" tooth 20
brushes.

Sworn at Singapore by the
abovenamed Clement Ten this) Sd. Clement Tan
leth day of February, 1971. : Co
Before ne,
Sd. D.E.S. Chelliah

A Commissioner for Oaths,
Singapore.
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No. 14 In the High
Court of
Exhibit C.Te 1 Singapore
o No.1l5
CASH BILL Exhibit C.T.l
No. A 1398 Date: 13/ 12th February
' 1971

MALABAR STORE
310 TANJONG KATONG ROAD SINGAPORE~15.

Book Sellers, Statimers & Specialist in
technical Equipments

Particulars g cts.

8 Toothbrushes @ 30¢ 2 40
Pgaid
E. & O.E.

Goods once sold cannot be taken back.
Thank you. Call again.

This is the exhibit marked "C.T.1l"
referred to in the affidavit of
CLEMENT TAN sworn this 16th day of
February, 1971.

Before me,
Sd. D.E.S. Chelliah

A Commissioner for Qaths.
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No. 15

AFFIDAVIT (No.4) OF CLEMENT TAN

I, Clement Tan of 292, Telok Kurau Road,
Singapore do make oath and say as follows:

1. I am a clerk employed by Messrs. Drew &
Napier of 30/35 Chartered Bank Chambers, Batteay
Road, Singapore.

2. At approximately 10.30 a.m. on Friday, the

12th dey of February, 1971 I was instructed to

purchase one dozen of "ACE" brand tooth brushes 10
from No.923A, Geyland Road, Singapore 14.

3. At approximately 1l1l.30 a.m. on Saturday, the
13th day of February, 1971 I arrived at 9234,
Geyland Road, and saw several tooth brushes on
display on the counter. I then produced the
sample of the "ACE" brand tooth brush which I had
brought with me and asked for a dozen of "ACE"
brand tooth brushes from a man in the ghop who in
response to my order handed me "AGE" brand tooth
brushes for which I paid the sum of $3.60 and 20
obtained a receipt which is attached hereto and
marked "C.T.1l".

4, There is now produced and marked "C.T.2"

an "ACE" brand tooth brush which I showed to the
man when making my order for one dozemn "ACE" tooth
brushes.

5. There is now produced and shown to me and
marked "C.T.3" the "AGE" brand tooth brushes I
was given in response to my order for "ACE" tooth
brushes. 30
Sworn at Singapore by the
abovenamed Clement Tan thisg Sd. Clement Tan
l6th day of February, 1971.
Before me,
Sd. D.E.S.Chelliah
A Commissioner for Oaths.

Singapore.
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No. 16
Exhibit C.T. 1

A. Brush 1 Doz. 3.00

No.923A, Geyland Road,
Singapore 14.

This is the exhibit marked "C.T.l"
referred to in the affidavit of
CLEMENT TAN sworn this 16th day of
February, 1971.
10 Before me,
Sd. D.E.S. Chelliah

A Commissioner for QOaths

In the High
Court of
Singapore

No.lo6
Exhibit C.T.1l
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No. 17
AFFIDAVIT (No.5) OF CLEMENT TAN

I, Clement Tan of 292, Telok Kurau Road,
Singapore, do make oath snd say as follows:-

1. I am a clerk employed by Messrs. Drew &
Napier of 30/35 Chartered Bamk Chambers, Battery
Road, Singapore.

2. At agpproximately 10.30 a.m. on Friday, the
12th day of February 1971 I was instructed to
purchase one dozen "ACE" brand tooth brushes from
Guan Moh Chan at 110 East Coast Road, Singapore.

3. At approximately 12.20 p.m. on Saturday, the
13th day of February, 1971 I arrived at Guan Moh
Chan snd saw several tooth brushes on display on
the counter. 1 then produced the sample of the
"ACE" brand tooth brush which I had brought with
me and asked for a dozen of "ACE" brand tooth
brushes from a man shop assistant who in response
to my order handed me %+ dozen of "AGE" brand tooth
brushes for which I paid the sum of gl.60. No
receipt was issued in respect of this purchase.

4, There is now produced and marked "C.T.l" the

"ACE" brand tooth brush which I showed to the shop
assistant when making my order for one dozen "ACE"
tooth brushes.

Se There is now produced and shown to me and
marked "C.T.2" the "AGE" brand tooth brushes I was
given in response to my order for "ACE" tooth
brushes.
Sworn at Singapore by the
abovenamed Clement Tan this) Sd. Clement Tan
l6th day of February, 1971.
Before me,
S8d. D.E.S. Chelliah
A Commissioner for Oaths.

Singapore.
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+ No.- 18
AFPIDAVIT OF K. Y. TONGSON

I, K.Y. Tongson of 25, Tai Yau Street, San Po
Kong, Kowloon, Hong Kong affirm and say as follows:

1. I am a Director and also the Development
Manager of Star Industrial Company Limited, a
Company incorporated in Hong Kong, being the
manufacturer of the applicants' products.

2« The abovenamed Applicants have been manufac-
turing toothbrushes under the ACE Trade Mark since
at least 1956 and lave been exporting tooth brushes
under the ACE trade mark to Singapore since that
date up to 19&8.

A sample of the Applicamnts' ACE tooth brush
is attached hereto and marked "KYT 1%,

3. The sales of tooth brushes bearing the ACE

Trade Mark in Singapore are very substantial and
given hereunder are details of sale of the said

tooth brushes in Singapore.

Year Quantity Sold Gross Value
-(%E Excess of:) (In Excess of:)
1956 - 1959 = 58,000 dozens #150,000.00
1960 28,188 dozens £ 51,306.53
1961 50,480 dozens g 80,445.54
1962 47,436 dozens g 86,527.43%
1963 45,360 dozens £ 82,550.88
1964 41,940 dozens £ 76,95%.98
1965 30,820 dozens 2 56,321.14
1966 11,340 dozens & 20,899.62
1967 5,214 dozens g 9,609.40
1968 240 dozens 2 481.13
1969 19,452 dozens & 39,278.77
1970 221,520 dozens 2447,213.68

4, It will be noticed that between 1967 and 1968
the sales of my Company's ACE tooth brushes fell
sharply and this is because of very severe tariff
imposition by the Singapore Government which wiped
out any possibility of selling RED A ACE tooth
brushes which originate from Hong Kong which up to
1968 has been the base of manufacturing operations
gf my Company and the origin of the RED A ACE tooth
rushes.

In the High
Court of

Singapore

S—

No.1l8

Affidavit of
K.Y. Tongson

10th February
1971 -



In the High
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Singapore
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No.18

Affidavit of
K.Y. Tongson

10th February
1971

(continued)

2l1.

5. In 1969 my Company incorporated an associate

Company in Singapore called Star Plastics
Industrial Co. (Pte.) Ltd. and commenced manu-

facturing locally in Singapore tooth brushes and

other plastic products for sale in Singapore as
well as to markets overseas and, as a result,
sales of my Company's ACE tooth brushes in
Singapore were revived.

6. My Company has also spent a considerable

amount of money in promoting this Trade Mark and
attached hereto and marked "KIT 2" are samples of
advertisements which were inserted by my Company

in several local newspapers.
7 Given hereunder are details of advertising

expenditure incurred by my Company in promoting
the ACE Trade Mark.

Year Advertisi Costs
(In Excess of:)

1960 #10,000/-
1961 #10,000/-
1962 #10,000/-
1963 $10,000/-
1964 g 4,000/~
1965 3 4" OOO/ -
1967 g 4,000/~
1968 g 4,000/-
1969 g 4,000/~
1970 g 4,000/~

8. By virtue of such use by my Company of the
ACE Trade Mark on tooth brushes my Company has
now acquired what is known as common law
proprietorship in the Trade Mark.

9. My Company did not make any attempt to
register the ACE Trade Mark in Singapore until
late 19¢9 when two applications were filed in
Singapore through Messrs. Drew & Napier under
Applications Nos. 47884 and 47885.

Certified copies of the Applications Nos.
47884 and 47885 are now attached and marked
"KYT 3" and"KYT 4" respectively.

10. Soon after these applications were filed the

Registrar of Trade Marks objected to these
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22.

applications on the grounds of possible conflict
with Trade Marks Nos. 12197 and 39808.

Certified extracts of the cited conflicting
Registrations Nos. 12197 and 39808 are now attached
and marked "KYT 5" and "KIT 6" respectively.

1l1l. The citation of Trade Mark No. 12197 is in so
far as the Applicant Company is comcerned is not
serious as it is in respect of wire brushes only
and can be overcome upon the Applicant Company
excluding wire brushes from the Eoods intended to
be covered by Applications Nos. 47884 and 47885.

12. The citation of Trade Mark No.39808 is however
more serious and forms a complete bar to the
registration of the Applicsnt Company's ACE Trade
Mark since the word "AGE" and "ACE" are considered
too close and confusingly similar. Besides, Trade
Mark No.39808 has been registered in respect of
tooth brushes which are the goods of interest to
the Applicant Company and on which the ACE Trade
Mark has been used by the Applicants.

persons within the meaning of Section 29(1)(a) of

13. The Applicant Company are therefore a§%rieved
1
the Trade Marks Ordinance.

14. The Applicant Company has made nvestigations
of the use of the AGE Trade Mark No. 39808 by the
Respondents and attached hereto and marked "KYT 7"
is a sample of the Respondents' AGE tooth brush.

15. The Applicant Compeny has been using the ACE
Trade Mark as per exhibit "KYT 1" of this Affidavit
since 1956 in Singapore whereas the date of
registration of Application No.3%9808 is 3rd August
1966 and in the premises the Applicant Company has
prior rights in the ACE Trade Mark.

16. It will be noted from a comparison of the
Applicant Company's ACE Trade Mark and the
Resgpondents' AGE Trade Mark that there is a close
similarity not only between the two Trade Marks

In the High
Court of
Sigapore

No.1l8

Affidavit of
K.Y. Tongson

10th February
1971

(continued)
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10th February
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(continued)

23-

but also in the get-up and design of the two
types of tooth brushes snd confusion and
deception is bound to arise to the trade and
public. The use of the Respondents' Trade Mark
would therefore offend against Section 15 of
the Trade Marks Ordinsnce.

17. The Applicant Company through its Solicitors

Messrs. Drew & Napier have written to the

Respondents requesting them to cancel their

registration voluntarily and to cease the use

of the partlcular get-up and design of the

Applicants' tooth brushes but the Respondents

gave failed to comply with the Applicant Company's
emands.

Attached hereto and marked "KYT 8" is a copy
of the letter sent by Messrs. Drew & Napier to
the Respondents.

18. The use by the Respondent Company of the .
Trade Mark AGE in a get-up and design which is
confusingly similar to the Applicant Company's
ACE tooth brushes is designed to pass-off the
Respondents' goods as and for the Applicant
Company's goods and therefore the use of the
Respondent Company's Trade Mark is deceptive and
contravenes Section 15 of the Trade Marks
Ordinance.

19. By reason of the prior use.of the ACE Trade
Mark by the Applicant Company and iBs particular
get-up and design the Respondents are not
entitled to claim to be the proprietors of the
AGE Trade Mark and therefore their registration
was obtained contrary to Section ll of the Trade
Marks Ordinance.

20. By virtue of the Applicant Company's prior
use of the ACE Trade Mark on tooth brushes the
Trade Mark AGE is not distimctive for the purposes
of registration under Section 10 of the Trade
Marks Ordinance and that therefore the Respondents!
registration has been obtained under false
representations to the Regisirar of Trade Marks

and therefore ought to be expunged.
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2l. If at the time of application of Trade Mark In the High
No.39808, the Registrar had been made aware of the Court of
Applicants' prior use of the ACE Trade Msark the Singapore
Registrar of Trade Marks would have refused regis- —
tration of the Respondents' Trade Mark No.39808 No.18 .
under Section 10 and 11 of the Trade Marks Affidavit of
Ordinance. - If the Registrar was made aware that Ry menooo
the respondents' use of the AGE Trade Mark was -i. longson
designed to pass-off the Respondents' tooth ~ 10th PFebruary
10 brushes as and for theApplicant Company's Trade 1971
Mark he would have refused registration of the (continu’d)
Respondents' Trade Mark No.39808 under Section 15 e

of the Trade Marks Ordinance.

22. The Applicant Company was not aware of the
Respondents' registration No. 39808 until the
Registrar cited this mark against the Applicant
Company's Applications Nos.47884 and 47885 where-
upon the Applicant Company then made hvestigations
and discovered the wrongful use of the AGE Trade
20 Mark by the Respondents in a get-up and design
confusingly similar to the Applicant Company's
design and get-up of their ACE Trade Mark which
has been used by the Applicant Company since 1956.

23. The Respondents' Registration No.39808 was
therefore obtained wrongfully when:-

(1) The Respondents declared in their Form
of Application that they were the
proprietors of the AGE Trade Mark when
in fact they were not the reasuvn being

30 the Applicant Company's prior use of
the ACE Trade Mark.

(2) The Respondents represented to the
Registrar of Trade Marks that their
AGE Trade Mark was adopted to distinguish
when in fact it was not and could not be
capable of distinguishing their goods
hsving regard to the Applicant Company's
prior use of the ACE Trade Mark with its
particular get-up and design.

40 24. Furthermore the Respondents' Registration No.
39808 now remains wrongfully on the Register by



In the High
Court of
Singapore

No.1l8

Affidavit of
K.Y. Tongson

10th February
1971

(continued)

25.

reason of its confusing similarity with the
Applicant Company's ACE Trade Mark which has been
used by the Applicant Company since 195¢ and as
such Registration No.39808 offends Section 15 of
the Trade Marks Ordinance.

25. By reason of the aforesaid premises the
Respondents' Registration No.39808 is an entry
wrongfully remasining on the Register and should be

expunged.

AFFIRMED at Hong Kong by the )
abovenamed K.Y. Tongson this
Tenth dsy of February, 1971.
Before ne,
Sd. Woo Po Thing
A Notary Public,
Hong Kong.
Stamp of Hongkong

#3.00

10
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The trade and public are advised that Star Industrial Co. Ltd., are the exclusive proprictars

of the RED A ACE trade mark used on tooth brushes representations of which appear ahove.

Star Industmal Co. Lid., are the {irst user and manufacturer of the RED & ACE brand
plastic-handled tooth brushes. .

As a result of its great popularity the RED A ACE trade mark has been widely copled and
imitated by unscrupulous manufacturers and tradecs all over South East Asla.

Star Industrial Co. Ltd., have commenced the [irst of a scries of legal proccedings against
sueh imitation of thelr tooth brushes in Indonesia and this action, heard By the Indonesian
Country Coutt on the 17th duy of November, 1970 has resulied in a verdict wholly In {avour of

-Star Industrial Co. Ltd., under Judzment No. 376/1970G. This Judgment firmly establishes that

Star Industrial Co Ltd., are the exclusive proprietors of thie RED A ACE trade r.ark for taothy
brushes. A claim for loss and dam:yzes against the Indonesiun imitators is now in process.
Shinilur actions dare being contemplated apgainst manufacturers and traders in Singapore and
dinlaysla who are binitating the RED A ACE brand on tooth brushes and other RED A brand
plastic products
Members ot the trade arc advised to avold imitating the RED A ACE trade mark for toath
nrushes us well us other plastic products for which Star Industrial Co. Lid., have estahlishied a
reputation under the RED A trade mark as by doing so they will get themsclves unneeessarily
tnvalved in Court proceedings
. Proccedines agalnst imitators will pe commenced without hesitation so as to protect the
wellknown RED A ACE trude marv and to uphold the pood reputation which this trude mark
ciHjoys with cousumers.
MESSRS. DREW & NAPIER,
30,35, Chartered Bank Chamuers,
Batterv Road.
. Sinzapore. Y
Solicitars for Star Industrial Co Lid.
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Exhibit K.¥.T. 2
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Exhibit K.Y.T. 2
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No. 22
Exhibit KYT 5
This is the exhibit THE TRADE MARKS ORDINANCE
marked "KYT 5" referred . (CHAPTER 185)

to in the affidavit of _ e ‘
K.Y.Tongson sworn this This Certificate is issued
%8;? day of February, for use in Legal '
~ Pré i
Before me, by ceedlngs

Sd. Illegible
NOTARY PUBLIC

No.12197 IN THE MATTER OF THE REGISTERED
TRADE MARK NO.12197

I, the undersigned, being the Deputy Registrar
and an Officer duly suthorised under Section 3(4)
of the Trade Marks Ordinsnce, (Chapter 185), hereby
CERTIFY that as from the 28th dsy of February,1950,
the Trade Mark, a copy of which is affixed hereto,
is registered in the name.of LIM KENG SENG (British
Subject) trading as TAI CHEONG & CO., of No.1l35,

Beach Street, Penang, Federation of Malaya, Mercheant,

in Class 21, in respect of "Wire brushes'".

The Registration has been renewed for a period
of fourteem years from the 28th dsy of February,
1957, and may be renewed at the expiration of that
period and on the expiration of each succéeeding
period of fourteen years. ' ' '

DOUBLE ACE

06

WITNESS my hand this 23rd

-ﬁ@y of January, 1971
- Sd.Illegible

(Katherine Lim Sui Hong)
Dy.Registrar of Trade Marks,
THE TRADE MARKS REGISTRY, Singapore
SINGAPORE. : :

TYT/-

In the High
Court of

Singapore
No.22
Exhibit KYT 5
23rd January

1971



In the High
Court of
Singapore

No.23
Exhibit KIT 6
23rd January
1971

34.

No. 23
Exhibit KYT 6
This is the exhibit THE TRADE MARKS

marked "KYT 6" referred ORDINANCE (CHAPTER 185)
to in the affidavit of .

K.Y.Tongson sworn this ‘This Certificate is
10th day of February, issued for use in
1971. Legal Proceedings
Before ne,
Sd. Illegible
NOTARY PUBLIC

IN THE MATTER OF THE REGISTERED
- ‘TRADE MARK NO.B39808

‘ I, the undersigned, being the Deputy Registrar
and an Officer duly authorised under Section 3(4)
of the Trade Marks Ordinsmce, (Chapter 185), hereby
CERTIFY that as from the 3rd day of August, 1966,
the Trade Mark, a representation of which appears
below, is registered in the name of YAP KWEE KOR
(Melsysian Citizen) trading as YAP TRADING CO.,
of 18 Hokien Street, Singapore l; Manufacturers
and Merchants, in Class 21, in respect of "Tooth
brushes".

In pursuance of an application received on
the 1llth May, 1970, Neme and address of Proprietor
altered to:- New Star Industrial Company; of
307-A Jalan Bukit Merah, Block 1, Redhill Flatted
Factory, Singapore 3.

The Trade Mark is registered for a period of
seven years from the above date and may be renewed
at the expiration of that period amd on the
expiration of each succeeding period of fourteen
years.

AGE
WITNESS my hand this 23rd day
of January, 1971.
Sd. Illegible
(Katherine Lim Sui Hong)
THE TRADE MARKS Dy. Registrar of Trade lMarks,
REGISTRY, Singapore.
SINGAPORE.

KLSH/LFP.

10

20

320



10

20

30

35

_No. 24 _ In the High
S _ Court of
Exhibit KYT 8 ' Singapore
This is the exhibit marked "KYT 8" _ No.24

referred to in the affidavit of g
K.Y. Tongson sworn this 1lO0th day _ Exhibit KIT 8
of February, 1971. : 15th January
. 1971
Before nme,
' 8d. Illegible

NOTARY PUBLIC

Our Ref: MS/AF/TM 773-70
15%h January, 1971.
A.R. REGISTERED

Yap Kwee Kor t/a Yap Tradihg Co.,

18, Hokien Street,

Singapore, 1.

Dear Sirs,

Re: Proposed Rectification Proceedings

ageinst your Reglstratlon No. 39808
in Class 21

l. We act for Star Industrial Co. L*d., who are
the common law proprietors of the Trade Mark ACE
which has been used by them on tooth brushes in
Singapore since 1956. :

2. Our clients hawve applied for registration of
their ACE Trade Mark in Class 21 in Singapore under
Nos. S/47884 end S/47885 but these applications have
been objected to by the Registrar of Trade Marks

on the grounds of conflict with your Registration
No.39808 -also covering. tooth brushes.

3. The Régistraf'has held the view that the Trade
Merks ACE and AGE are confusingly similar and
therefore cannot be registered side by side.

4. Our clients have made investigations on your
use of the Trade Mark AGE and we find that your
tooth brushes under the AGE Trade Mark lmve been



In the High
Court of
Singapore

No.24
Exnibit KYT 8
15th January
1971

(continued)

36.

packed with a get-up and design which is

con£u51ngly similar to our clients' ACE Trade
Maxrk. o

5. Our clients and ourselves hold the view that
the particular get-up of your AGE tooth brushes is
bound to lead to confusion and deception arising
to the trade and public having regard to our
clients' prior use of the get-up and packing of
their ACE tooth brushes.

6. Our clients have been using the particular 10
get-up and design of their ACE tooth brushes

since 1956 and therefore have acquired prior

common law rights to the Trade Mark and get-up of

their tooth brushes.

7 The purpose of this letter is to enquire
whether:-

(a) You would be prepared to cancel your
Regigtration No.39808 voluntarily.

(b) Cease the further manufacture of AGE
tooth brushes. 20

(c) Cease the use of the particular get-up
and design adopted by our clients for
their ACE tooth brushes.

8. ... We have 1nstruct10ns from our ciients to
commence separately against you the following
proceedxngs.-

(a) Rectlflcatlon of the Register of your
Trade Mark No.39808. .

(b) Passing-off proceedings ageinst you at
common law for the unlawful use and 20
adoptlon of a get-up and design of our
cllents ACE tooth brushes. - .

9. Unless you are prepared to ecomply with our
demands herein within seven days of the date of
this letter we regret proceedings will be initiated
for the cancellation of ypur Registration as well
as for an Injunction to restrain you from passing-
off your tooth brushes as and for the tooth brusghes
of our clients. CL
: Yours faithfully,

Sd. Drew & Ngpier 40
c.c.The Registrar of Trade Marks,

Singapore.
c.c. Clients.
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No. 25
WRIT OF SUMMONS

The Plaintiffs' claim is for:-

1. An Injunction to restrain the Defendant
whether by himself, his servants or agents or. any
of them or otherwise howsoever from mssing-off or
attempting to pass-off or causing enabling or
assisting others to pass-off tooth brushes mnot the
menufacture of the Plaintiffs as and for the tooth
brushes of the Plaintiffs by the use or in conmec-
tion therewith in the course of trade of a get-up
similar to that of the Plaintiffs' ACE marked
tooth brushes or any colourable imitation thereof,
without clearly distinguishing such use from the
goods of the Plaintiffs or by eny other means.

2. An Injunction to restrain passing-off or
attempting to pass-off the business of the
Defendant as menufacturers of tooth brushes as
and for the business of the Plaintiffs by the use
in connection therewith of the trading name

New Star Industrial Co., or by any other means.

5. An inquiry as to demages or at the Plaintiffs'
option an account of profits and payment of gll
sums found due upon taking inquiry of such account.
4, Delivery up or destruction upon oath of all
AGE marked tooth brushes in the possession,
custody or control of the Defendant.

5. Costs.

6. Further or other relief. -

Sd. Drew & Napier

_ Solicitors for the Plaintiffs

In the High
Court of
Singapore

No.25

Writ of
Summons

Oth February
1971
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No. 26
STATEMENT OF CLATM

1. The Plaintiffs are a Company incorporated in
Hong Kong having their registered office at 25,
Tai Yau Street, San.Po Kong, Kowloon, Hong Kong
and carry on business there as manufacturers and
traders in inter-alia. toqth brushes and other
plastlc .goods.

2. The Plalntlffs have an associated Company in
Singapore known as Star Plastics Industrial Co.
(Pte.) Ltd., at Lot 7 Section 4, Lorong Tukang
Tiga, Jurong Industrial Estate, Slngapore, 22.

3. ‘The said business has been carried on by the
Plaintiffs and their predecessors for upwards of
twenty years.

4, For upwards of fourteen years the Plaintiffs
have manufactured and sold in Singapore tooth
brushes packed in hard paper with a silvery back-
ground and with the word "ACE" and the alphabet
"A" within a red circle clearly embossed on the
packet.

Particulars of the Plgigtiffs' tooth brushes

The front panel of the Plaintiffs' tooth
brush packet is divided diagonally imto. two .
parts, the top part consisting of white trans-
parent cellophane paper and the bottom half of
plain hard paper with a silver background with
the words ACE BRAND TOOTH BRUSH together with the
symbol of the letter "A" .enclosed within a red
circle embossed thereon.

The prominent feature of the front face
consists of the words ACE BRAND together with
the letter "A" enclosed within a red circle.

The back face of the Plaintiffs' tooth brush
consists as a distinctive portim thereof the
alphabet "A" within a red circle.

On the right face of the back face the
following words appear:-

10
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"DO NOT BOIL OR PLACE THIS BRUSH IN HOT WATER
GUARANTEED

IF THIS BRUSH FAILS TO RENDER THE SERVICES TO
YOUR SATISFACTION, KINDLY RETURN AND A NEW
ONE WILL BE REPLACED FREE OF CHARGE "

On the left hand side of the back face the
words TOOTH BRUSH BEST NYLON appear on a black
panel.

5. The Plaintiffs and their predecessors have
sold in Singapore since 1956 very large quantities
of tooth brushes packed in the manner aforesaid
bearing the said label and get-up and by reason

of the said use of the said packet and the get-up
has become very wellknown and has for the last
fcurteen years been distinctive of the tooth
brushes of the Plaintiffs and no others.

Ge. The Plaintiffs have been trading under their
trading name Star Industrial Company Limited for
upwards of fourteen years snd their associates

in Singaepore are also known as Star Plastics
Industriel Co. (Pte.) Ltd.

7. The Defendant is the sole proprietor of the
firm lmown as New Star Industrial Co., carrying
on business as tooth brush manufacturers at 307-A,
Block 1, Jalan Bukit Merah, Redhill Flatted
Factory, Singapore, 3.

8. The Plaintiffs have recently ascertained as
is the fact that the Defendant has put upon the
market and sold tooth brushes not of the
Plaintiffs' manufacture or merchandise in a
packing and get-up which is a colourable and
deceptive imitation of the wellknown packet and
get-up of the Plaintiffs' tooth brushes.

Particulars of ‘Defendant's tooth brush

The front face of the Defendant's tooth.-
brush packet is divided diagonally into two parts,
the top part consisting of white transparent
cellophane paper and the bottom half of plain hard
paper with a silver background with the symbol of

the letter "A" enclosed within a red circle embossed

thereon.

In the High
Court of
Singapore

No.26

Statement
of Claim

9th February
1971

(continued)
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. .The prominent feature of the front face of
the Defendant's tooth brush packet consists of the
words AGE BRAND together with the letter "A"
enclosed within a red circle.

The. back face of the Defendant’ § tooth brush
consists as a distinctive portion thereof the
alphabet mA" within a red circle.

On the right of the back face the following
words appear:-—

"DO NOT BOIL OR PLACE THIS BRUSH IN HOT WATER 10
GUARANTEED
IF THIS BRUSH FAILS TO RENDER THE SERVICES TO
YOUR SATISFACTION, KINDLY RETURN AND A NEW
ONE WILL BE REPLACED FHREE OF CHARGE n

On the left hand side of the back face of the

- packet the words TOOTH BRUSH BEST NYION appear on

a black. panel.

Except for the substitution of the word AGE
for ACE the Defendant has adopted every detail of
the design end get-up of the Plaintiffs' tooth 20
brush packet, 1nclud1ng the shape of the tooth
brush.

10. The use by the Defendant of the sald get-up

for his tooth brushes not of the Plaintiffs'

manufacture or merchandise is calculated to lead

to the belief that the Defendant's tooth brushes

are the tooth brushes of the Plaintiffs and must

have caused tooth brushes not of the Plaintiffs'
menufacture and merchandise to be passed-off as

and for the tooth brushes of the Plaintiffs and 30
the Plaintiffs have thereby suffered and will

suffer damage.

ll. The use by the Defendant of his trading name

"New Star Industrial Co." is calculated to lead

to the belief that the Defendant's business is -
connected with the business of the Plaintiffs and

is further calculated to cause and must have caused

the Defendant's business to be associated with the
Plaintiffs' business as tooth brush manufacturers

and the Plgintiffs have thereby suffered and will 40
suffer damage.
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12. The Plaintiffs will contend in the absence of
any satisfactory explanation as to how the Defendant
came to adopt his trading name asnd the design and
get-up of the Defendant's tooth brushes that the
trading neme of the Defendsnt and design and get-up
of the Decfendant's tooth brushes was adopted with
the object of enabling the Defendant's business to
be passed-off as and for the Plaintlfﬂ? business

and to pass-off the Defendant's tooth brushes as

end for the tooth brushes of the Plaintiffs.

13. The Plaintiffs have ascertained as a fact that
tooth brushes under the AGE Trade Mark are being
sold in Singapore as and for ACE Tooth brushes and

will rely in particular on the following trasp order:-

(2) The sale of one dozen AGE tooth brushes by
Mei Ling Store of No.l6, Mei Ling Street,
Block 152, Singapore on the 2nd dsy of
February, 1971 to one Tan Kim Seng in
response of our order for one dozen ACE tooth
brushes.

14, The Plaintiffs are unable until after discovery
to give particulars of all the acts of passing~off
engaged in by retailers of the Defendant's tooth
brushes but will seek to recover in respect of each
of the same.

And the Plaintiffs cleim:-

(a) An Injunction to restrain the Defendant
whether by himself, his servants or agents or any of
them or otherwise howsoever from passing-off or
attempting to pass—-off or causing enabling or
assisting others to pass-off tooth brushes not the
nanufacture of the Plaintiffs as and for the tooth
brushes of the Plaintiffs by the use or in connec-
tion therewith in the course of trade of a get-up
similar to that of the:Plaintiffs' ACE marked tooth
brushes or any colourable imitation thereof, with-
out clearly distinguishing such use from the goods
of the Plaintiffs or by any other meens.

(p) 4An Injunhﬁion to réétrain_passing—off or
attempting to pass-off the business of the Defendant
as manufacturers of tooth brushes as and for the

‘business of the Plaintiffs by the use in connection

therewith of the trading name New Star Industrial
Co., or by eny other means.

In the High
Court of
Singapore

N6.26

Statement
of Claim

9th February
1971

(continued)
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42.

(c) An inquiry as to damages or at the Plaintiffs'
option and account of proflts and payment of all
sums found due upon taking inquiry of such account.

(d) Delivery up or destruction upon oath of all
AGE marked tooth brushes in the possession,
custody or control of the Defendant.

(e) Costs.
(f) Further or other relief.

Delivered this 9th day of February, 1971.
5d. Drew & Napier
Solicitors for the Plaintiffs.

No. 27
DEFENCE

1. The Defendant denies paragraphs 1, 2, 3, &4

5 and 6 of the Statement of Claim and 1n answer
thereto will say that the Plaintiffs manufactured
in Hong Kong asnd sold to Singapore tooth-brushes
in the manner described in paragraph 4 of the
Statement of Claim up to the year 1965 when the
Pleintiffs ceased the manufacture and sale thereof
and abendoned the trade and business in Singapore
therein. -

2. In the ‘year 1967, the Defendant commenced to
manufacture and sell tooth-brushes got up in the
manner complained of under the Trade Mark "AGE"
which said Trade Mark was registered in Singapore
under No.39808 in the year 1966. ,

3« The Defendants will contend that although the
get up  was not dissimilar yet the goods were
distinguishable from the goods previously sold by
the Plaintiffs and that the Defendant did not pass
off as and for the Plaintiffs' goods, goods not of
the Plaintiffs' msnufacture but sold .the said
goods as and for their own goods and the said get
up and Trade Mark "AGE"™ became lkmownto the trade
snd public as the trade mark of the Defendant fimm.
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4, The goods of the Defendant were manufactured In the High
and sold under the trading style "New Star Court of
Industrial Company" through inter alia the Singapore
following parties:- —
No.27

(i) Lim Teck Lee (Pte.) Ltd.,

2-5 Circular Road, Defence
Singapore. 26th April
(ii) Fal (Pte.) Ltd 1971
ii con Enterprise (Pte.) Ltd. )
32-B South Bridge Road, ’ (continued)
Singapore.

who actively promoted the sales of the said goods.

5. The following persomns are shareholders and
directors of Lim Teck Lee (Pte.) Ltd. - Lim Kee
hock, Lim Kee Chin, Lim Kee Ming and Lim Kee Siang,
and Chng Peng Soon of 40 Tiverton Lane, Singapore,
is an employee of Lim Teck Lee (Pte.) Ltd.

©. Falcon Enterprise (Pte.) Ltd. is a subsidiary
of Lim Seng Huat (Singapore) Private Ltd.

7. In the year 1969 the following parties:-

(i) Jap I Soe of 11 Happy Avenue West,
Singapore
(ii) Lim Kee Hock of 32 Orange Grove
Road, Singapore
(iii) Lim Kee Chin of 32 Orange Grove
Road, Singapore
(iv) Lim Kee Ming of 2-5 Circular Road,
Singapore
(v) Leung Jhi Hung of 138 Waterloo

Road, 1lst floor, Kowloon, Hong
Kong

(vi) Kenneth Yuhung Tongson of C2
Dragon View 39 Macdonnell Road,
Hong Kong

(vii) Sen Ho Yin of 5 May Wan Road,
Flat ¢, l6th floor, Waterloo
Road Hill, Hong Kong

(viii) Cho Man Chi of 121 Java Road,
10th floor, Flat 1126, North
Point, Hong Kong
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44,

(ix) Madsm Huai Chu Liang of Kam Fai
Mansion, 5th floor, "B" Block G8A,
Macdonnell Road, Hong Xong

(x) Lim Kee Siang of 2-5 Circular Road,
Singapore,

formed a Limited Company known as "Star Plastics
Industrial Private Limited" and commenced the
manufacture of tooth-brushes in Singapore under
a trade mark in a mesnner identical to that
previously used by Star Industrial Company Ltd., 10
the Plaintiffs, and which was at that time a
colourable imitation of the trade mark and get up
by which the Defendant's goods had become well-
known to the trade and public in Singaspore and
the said fact is known to the Plaintiffs who are
minority shareholders in Star Plastics '
Industrial Private Limited.

8. In the premises, the Plaintiffs are not the
proprietors of the trade mark sued upon or have

they any special rights in the get up nor have

the Defendant passed off as and for the Plaintiffs 20
goods not of the Plaintiffs' manufacture.

9. Further, by virtue of the fact that the

Plaintiffs in conjunction with certain other

parties have formed in Singapore "Star Plastics
Industrial Private Limited" which said other

parties have known of the use by the Defendant of

the Trade Mark "AGE" and the get up complained of

since the end of the year 1967 have acquiesced in

the use by the sagid Defendant of the aforesaid

Prade Mark and get up and have heen guilty of 30
laches in conmection therewith.

Dated and delivered this 26th day of April,
1971.
Sd. L.A.J. Smith

Solicitors for the Defendant.
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No. 28 In the High
Court of
REPLY Singapore
1. The Plaintiffs deny that at any time they No.28
ceased the manufacture and sale of toothbrushes as Repl
alleged in paragraph 1 of the Defence or that at epLy
any time they abandoned their trade and business 5th August

therein in Singapore. Save that it is admitted that 1971
the Plaintiffs' trade in toothbrushes was curtailed
as a result of government restrictions by way of a
tariff imposed in 1965, the Plain:iffs will assert
that they have preserved their reputation and good-
will in the manufacture and sale of toothbrushes got
up in their distinctive manher, and that the
Defendant fraudulently sought to exploit the
Plaintiffs' goodwill at a time when importation of
the genuine articles made by the Plaintiffs was
impeded for reasons. wholly beyond the control of the
Plaintiffs. . .

2. The Plaintiffs make no admission with respect
to paragraph 2 of the Defence.

3. The Plaintiffs deny every allegation contained
in paragraph 3 of the Defence, which paragraph is
inconsistent with the allegations contained in
paragraph 7 of the Defence. In paragraph 7 of the
Defence it is admitted by the Defendant that the
trade mark and get up previously used by the
Plaintiffs, and the trade mark and get up at present
in use by the Defendant, bear such resemblance the
one to the other, that one is a colourable imitation
of the other. The Plaintiffs confirm the truth of
the said averment, and being the originators of the
trade mark and get up in question which they had used
on a very substantial scale before its first use by
the Defendant in or after 1967, they are on the
Defendant's own admission entitled to the relief
sought.

4, Paragraph 8 of the‘Defence:is denied.

5. Save that it is admitted that persons who
acted as distributors of the Defendant's goods are
now assoclated with the Plaintiffs' associated
company, the Plaintiffs deny that the facts
alleged in paragraphs 4, 5 and 9 have any relevence
to the Plaintiffs' cause of action, and the
Plaintiffs specifically deny that they have been
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No.29

Order on
Summons for
Directions

10th January

1972

46,
guilty of laches as alleged or at all.

Delivered this 5th day of August, 1971.
Sd. Drew & Napier

Solicitors for the Plaintiffs.

No. 29
ORDER ON SUMMONS FOR DIRECTIONS
BEFORE THE HONOURABLE THE CHIEF JUSTICE

IN CHAMBERS

Upon the application of the Plaintiffs by
Summons No0.2816 of 1971 and upon hearing the
Solicitors for the Plaintiffs and for the
Defendant and by consent IT IS ORDERED that

1. Originating Motion No.2 of 1971 be consoli-
dated with this action namely Suit No.1l02 of 1971.

e The Defendant within fourteen days of this
Order serve on the Plaintiffs a list of documents
and file an affidavit verifying such list.

3. There be inspection of documents within
fourteen days of the service of the list.

4. The action be set down within thirty days of
this Order, the estimated length of trial being
4 days snd the number of witnesses six, and that
early dates for the hearing be fixed by the
Registrar after setting down. '

5. That the parties shall be at liberty to file
affidavits of evidence to be led in chief at the
trial subject to a right to cross-examination.
Dated this 10th day of January, 1972.
Sd. Michael Khoo Kah Lip

DEPUTY REGISTRAR.
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No. %0

NOTES OF EVIDENCE (JUDGES HOTES )

Coram: Choor Singh J.

'NOTES OF EVIDENCE
Monday, 19th June 1972

Fergusson for the pltfs.
L.A.J. Smith for the defd.

Agreed bundle of documents read,
admitted and marked A.B.

10 Fergusson opens.
Reads pleadings.
Actim for passing off goods and not for
infringement of trade mark as trade mark
is not registered in S'pore.
Motion for rectification of register.
Both ordered to be heard together.
Cites Kerley on Trade Marks, Cap.iS, parsa.2.

Parker-Knoll Ltd. v. EKnoll Intermational
td. atent Cases, .

20 Normen Kark v. Odhams Press Ltd. (1962)
Patent Cases, 1653.

Tu.sday, 20th June 1972

Hearing resumed.

As before.

Spaldi v. Gamage, (1914) 2 Ch.,
CTeTk % EinaseII on Torts, para.223l
We are entitled to sue for passing off.
Actim for infringement and action for

30 passing off are entirely different
actions. See (1971) 2 All E.R. 300.

Intld. C.S.

Fergusson:

In the High
Court of
Singapore .

No.30
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Evidence
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No. 31
Evidence of Kemneth Tongson

P.W.1l Kenneth Tongson, s/s.
I live at 39 MacDonald Road, Hongkong.

I am a director of the pltf. company and its
development manager.

. My Co. is successor in business of the Star Brush

Manufacturing Co. Hong Kong which first adopted
the Ace Mark in 1955 or 1956.

et up of the packing was as in this packet 10
(P. l§ These toothbrushes were first exported to
S'pore, by the Star Brush Manufacturing Co. in
19560

Pltf. Co. was incorporated in H.K. in May 196l.

% prgduce its Memorandum & Articles of Association
P.a L]

The Star Brush Manufacturing Co. registered the
Ace trade mark in H.K. in 1963.

I produce certified copy of the registration (P.3).

This mark was assigned to the pltfs. who were 20
registered as proprietors on 5.11l. 68, as shown by
the endorsement on Ex. P.3.

P1ltf. Co. shipped goods to S'pore, bearing the
Ace get up in 1961.

When pltf. Co. was incorporated in Hongkong in
May 196l it took over all the business of the
Star Brush Manufacturing Co. which then ceased
to carry on business.

Our sales to S8'pore were as follows:-

1962 - 47,436 dozens - $86,445.54
1963
1964

1965 30,820 " - $56,321.14
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Smith says he accepts these figures busb
he will not accept any figures for the
years 1961 to 1968 and the pltfs. must
prove their sales in S‘'pore. for those
years.

As a result of the imposition of a tariff in S'pore.
sales slumped in 1966.

We continued to manufacture and sell to other
countries around the world as well as in H.XK.

Ace A trade mark has been advertised in this part
of the world.

It has been advertised in newspapers circulating in
S'pore.

It was advertised in 1966, 1967 and 1968.

I produce copies of advertisements appearing in
S'pore. papers (P.4, P.5 and P.6).

. In 1968 my compeny entered into negotiations with

people in S'pore. to start a joint venture.

On 22.8.68 we wrote A.B.4 to Lim Teck Lee Co. ILtd.
and Lim Seng Huat (Singspore) Ltd. of Singapore.

Pursuant to the terms of that letter a company
called "Star Plastics Industrial Co. (Pte.) Ltd.
was formed in S'pore,

1l am a director of this Co. whlch hag an issued
capital of gl1,200,000.

Pltfs. hold 108,000 shares of gl each in this Co.

I produce a list of the shareholders of this Co.
(P.7). Pltfs. supplied moulds to the S'pore Co.

We sent technicians and a production manager to
supervise the production of toothbrushes and
plastic wares.

Orders for materials are sp901fled by our Co.
from Hong Kong.

The S'pore. Co. has entered into a formal agreement
with the pltfs. for the use of the Ace A trade mark.
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50.

The letter A.B.4 is the formsl agreement.
As far as we are concermed that is sufficient.
I see A.B.3.

This is the toothbrush which was sent with that
letter (P.8).

I did the translation appearing at the foot of
the letter.

I first saw the letter on 26.3%.68.

As a result of that letter I wrote to our S'pore.
Co. asking them to make an gpplication for the
registration of our trade mark. My object was to
protect our interests because a similar mark was
being used by someone else in S'pore.

In other words to bring an action for infringement
we had to be registered.

Applications for registration of our Ace get up
sand trade mark were filed on 3.12.69.

The delay was due to the time required for
retrieving old records to support our application
for registration. '

This is a certified copy of our application (P.9).
Our trade mark has not yet been registered.

I caused a warning notice to be published in the
S.T. on the 23.1l.71. It is A.B.8.

Our compeny publishes in H.K. a catalogue showing
our various products. I produce a copy (P.10).

This catalogue comes to S'pore.

P.58 shows the Ace toothbrush.

Catalogue first published in 19¢4.

An application for permitted use was filed on
15.12.69 by the attorney for the pltfs. and the

Star Plastics Industrial Co. (Pte.) Ltd. I
produce a copy of the application (P.1l).
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51.

I produce receipt for the fee paid (P.1l2).

I produce copy of letter from Registry of Trade
Marks (P.l1l3).

A declaration in support of this application was
filed by Mr. Leung. I produce a copy of it (P.l4).

In the year 1969 Star Plastics Industrial Co. (Pte.)
Ltd. manufactured and sold Red Ace toothbrushes in
S'pore. 19,452 dozens. All these toothbrushes were
sold in S'pore.

To the best of my knowledge about .5 per cent of
their sales were consumed in S'pore. and the rest
exported.

In the year 1970 the sales were 221,520 dozens and
out of this .5 per cent were for local consumption
and the rest were exported.

Fron March 1968 until the issue of the writ in Feb.
1971 the pltfs. had no intention of giving up the

" red A Ace trade mark and get up.

In the market place consumers ask for "Red A"
toothbrushes. They ask for it in Chinese.

The tariff was imposed in S'pore. in Oct. 1965 and
that caused our sales to drop dramatically.

The purpose of the joint venture was to derive
benefit from our Red A Ace trade mark and get up in
S'pore.

Apart from the arrangements existing between the
pltfs. and the joint venture company, no other
company in S'pore. is authorised to use our Red A
Ace get up.

I have visited S'pore. from the year 1965 onwards
in connection with our business.

Pltf. company's Red A toothbrushes were sold in
S'pore. by a number of firms.

Lim Teck Lee (Pte.) Ltd. was one of then.
Lim Seng Huat (Pte.) Ltd. was another.

I have seen in S'pore. for sale the Red A tooth-
brushes of the pltfs. in 1966, 1963 and 19¢9.
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Cross-
Examination

52.

There were toothbrushes of the pltfs. imported from
Hongkong.

The pltfs. have not given any sutchority to Lim Teck
Lee, Lim Seng Huat or any other of the S'pore.
outlets to use or to authorise others to use the
Red A Ace trade mark.

I have heard of the S'pore. General Merchandise
Joint Venture Pte. Ltd.

Pirst heard of it about two weeks ago when I was
in S8'pore. 10

I became aware of A.B.6 about 2 weeks ago.
A.B.6 is dated 24.9.08.

I was informed that it was a joint venture between
certain merchants in S'pore.

I produce a certified copy of the certificate of
incorporation (P.15).

My Co. - the pltfs. -~ has nothing to do with it.

I have now ascertained that certain shareholders

of the Star Plastics Industrial Co. (Pte.) ILtd.

are connected with the S'pore. General 20
Merchandise Joint Venture (Pte.) ILtd. :

I produce a list of its directors as at 17. 2.71
(P.16) and as at April 1971 (P.17) and as at
April 1972 (P.18).

The Registrar has objected to the registration of
our Red A Ace trade mark because of the prior
registration of the defd.'s trade mark "Age". It
is shown at A.B.l.

Cross-Examination
Xxd. by Smith ' 30
Q- From 1956 to 1961 the mark as used by you in

S'pore. was like the one shown in Ex.P.3?
A. Yes.

Q. And it is correct to say that after 1961 to
1967 or 1968 you continued to use the mark
in P.3 with "Ster Brush Manufacturing Co. on
the mark and after the assignment it was
"Star Industrial Co. Ltd."?
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23.

I cannot recall the year in which we changed
from Star Brush to Star Industrial Co. Ltd.

After the formation of Star Industrisl Co. Ltd.
you did continue to use the mark "Star Brush
Manufacturing Co."? . -

Yes.

Who is the sole proprietor of Star Brush
Manufacturing Co.?
J.H. Leung. :

He became a shareholder in Star Industrial
Co. Ltd.?
Yes.

Do you have a copy of the asgreement between
J.H. Leung and the pltfs. for the sale of the
business?

No.

Possibly a letter of intent settlng out terms?
No. Ndhing.

I put it to you Mr.‘Leung who is the managing
director retained personal ownership of this
mark until the assignment?

Yes.

I suggest that until the a351gnment, it was
used to denote the goods of Mr. Leung and not
of the pltf. Co.?

I don't follow it.

The pltf. Co. expanded the business of lir.
Leung?
Yes.

And Mr. Leung was the owner of the mark until
the assignment?
Yes.

The registration is limited on the certificate?
- Yes.

You have no rights in the letter A as a trade
mark?
Yes.

And anybody could also use the letter A?
Yes.
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S4.

This trade mark is restrlctea to use on goods
made in H.K.?
Yes.

It would appear thﬁt géods made in S'pore. are
not entitled to enjoy the goodwill of this
H.K. registered mark?

Yes.

Let us turn to 1965 with the. lmp051tlon of

tariff in S'pore. the tariff was 15 cents

per toothbrush? 10
Yes.

At the selling price of 30 cents, you could
not sell with profit after paying the tariff?
Yes. ,

That would be same for a retailer?
Yes.

I understand that there are figures in the

year 1966. Were those sales to a H.K.party .

for export to S pore?

Yes. 20

Apart from the figures you have abtalned
that way, you have no evidence of sales to
the public in 19657

' YeSo Ea

Or for that matter for any of the prev1ous
years?
Yes.

All the figures are of sales in ﬁdngkong?
Yes.

In 1999 you say the sales for local consump- 30
tion were .5 per cent of the figure?
Yes.

Exports were mainly to Indonesia?.
Yes. Also to Malaysia, Australia.

%n 1956 S'pore. was a free port?
es.

Most probably such of it was for outside
S'pore.? .
Yes.
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From 1956 to 1960 you have no evidence of actual
sales in S'pore.?
Yes.

Similar consideration apply to all the figures
in your affidavit?
Yes.

You have applied for registration in S'pore. of
sale of toothbrushes in packages bearing stripes
as in this package (D.1)?

Yes.

This is a copy of your application (D.2)?
Yes.

And this is a certificate of registration in

HongKong (D.3)?

‘Yes.

Mr. Leung owned a mark. Pltf. Co. developed it.
That is agreed. In fact all toothbrushes sold
by you in H.K. for export to S'pore. up to the
year 1967 - just before the assignment ~ bore
the mark "Star Brush Manufacturing Co." which
was the sole proprietorship of Mr. Leung?
Correct.

It would appear Mr. Leung was prepared to sell
his mark in 19687
No. It was assigned but not sold.

Mr. Leung is managing director and major share-
holder of the pltf. Co.?
Yes.

Have you heard of this Swen brand of H.K.(D.4)?
Yes.

There are many companies in H.K. using similar
type of boxes?
Yes.

There are boxes other than yours silver
coloured?
I can't sgy.

Without the word "A and Ace" you would not
take any action?
In HongKong I would.
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56.

Look at this Sun S (D.5)?
Yes.

You would not sue?
I would in H.K.

Sun S has been on the market in S'pore.
since 19657
I don't know.

You have not seen it?%?
I saw it in 1969.

You have not applied to strike it off the
register?
Yes.

Your case depends on confusion. Now, if you
have two boxes in your hand, Sun S is clearly
distinguishable from Ace A?

Yes.

Ex. D.1 "Unica" clearly distinguishes from
the goods of the pltf. Co.?
Yes.

Star Plastics Industrial Sdn.Bhd. is a.
separate Co.?
Yes.

The S'pore Co. owns no shares in the
Malaysian Co.?

‘I am not sure.

My clients have registered Ace A and Age A
in Malaysia and you have not taKen any steps

to rectify the register?

We will take steps.

Look at A.B.2. 8Since 1966 no one has taken
any steps to rectify the register nor taken
any legal proceedings?

Yes.

When did you start manufacturing in Malaysia?
Some time in the middle of 197l.

Has the Malaysian Co. any agreement with the
pltfs.?
No.
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57.

Or with the S'pore Co.?
I don't know.

Did you check the Regiétry to see if it was
ﬁpen for you to use?
0.

But your solicitors checked and found our mark
registered in Malaysia and yet you proceeded
to use the mark?

Yes.

Your invoices of sales in H.K. for export to
S'pore. 4o not show sales for West Malaysia
and East Malaysia?

Yes.

The use of the words Age A may be mistaken
for Ace A - that is what this action is about?
Yes. Correct.

As far as S'pore. is concerned, you are not
knowledgable of actual sales in S'pore.?
I now the mark has a reputation in S'pore.

Your original affidavit and your pleadings
state that the S'pore. Co. was a subsidiary
of the pltfs.?

It is an associate.

Look at A.B.8.7
Yes.

You did not explain to the Indonesian judici-~
ary the origin of the mark?

We forwarded the H.K. Certificate to Indomesia.

It was a case of who used first the Ace A?
Yes.

And that is the case here now? Who used first,

Ace A, the plyfs. or the defd.?
Yes.

When the tariff came in, the pltfs. were no
longer going to manufacture in H.K. and sell
in S'pore.?

Yes. We were going to do it through a S'pore.
Co.
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Tan Kim Seng

Examination

2lst June
1972

Re-examination

I became aware of D.l this morning in this court.

I have seen both pltfs.' brushes and the Star
Brush Co.'s brushes for sale in S'pore.

There were many shops selling these toothbrushes.

We wanted to take action in S'pore first and then
in Malaysia.

By me
Sgd. CHOOR SINGH
Adjd. to 21.6.72 at 10.30 a.m. 10

No. 32

Evidence of Tan Kim Seng

Wednesday, 21lst June 1972

Hearing resumed. Parties and counsel as
before.

Fergusson applies to add the Star Brush
Manufacturing Co. as a pltf. under Order 15.

Smith opposes application.

I disallow application.
P.W.2 Tan Kiﬁ Seng s/s. 20
I live at 292 Telok Kurau Kd., S'pore.
I am a clerik employed by Drew & Napier.

On 2.2.71 I received instructions from Mr.Michael
Sim to mske some trap purchases.

I was asked to purchase the Age toothbrush.

I was handed a genuine Ace Tootahbrush - similar
to this one (Ex.P.l).

I went to Mei Lin St. There I went to a provision
shop called Mei Lin Store.
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I showed to the assistant in the shop the Ace tooth- In the High

brush and requested to be supplied ome of the same Court of

make. My conversation was in Chinese. . Singapore

I asked for one tcothbrush. I was supplied with Plaintiffs!

one brush. Evidence

It was an Age toothbrush. No.32

o Tan Kim Seng

I may have bought 12 brushes. This was last year. Exsmination

I think they were Age toothbrushes. ‘ 2lst June
1972

I see this packet of 12 brushes. (continued)

The goods I bought looked like this packet of 12

(marked P.19).

I went to four other shops and showed them the Ace

tootihbrush and requested them to supply me a

similar brush and in each case I received an Age

toothbrush.

On 25.5.72 1 went to a shop in East Coast Rd. It

is called Guan Moh Chan. I had an Ace toothbrush

with me.

This is the brush I took with me (P.20).

I showed P.20 to the shop assistant and askied to be

supplied with a similar toothbrush. I was supplied

with an Age toothbrush. This is it (P.21). I paid

20 cents for it.

Cross-examination Cross~
examination

Q- You spoke in Chinese?
A. Yes. In Hokkien.

Q. You had no knowledge if Hokkien was his

language?
A. Yes. Most shop-keepers speak Hokkien.

Q. You may have been understood to mean that you
wanted "one like this"?
A, Yes. I said that.

Qe He gave you what you wanted?
A. Yes.
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(continued)

Re-examinstion

A.

60.

You are the clerk in charge of this matter
in Drew & Napier?
Yes.

Neither you nor any solicitor wrote to the
various stores informing them of what had
taken place?

Yes.

It is obviously impossible now for us to ask
those people if they remember you? o
Yes. 1

Is the "Ace" in Hokkien substantially
different from "Age"?
It depends how it is spoken.

You did not use the word "Ace" at all?
Yes.

You could pronounce "ace'" in such a manner
as to be understood to mean "Age"?
Yes.

I suggest the shops you went to are merely
interested in selling the goods and not any 20
particular brand?

Yes.

Were there any toothbrushes on display?
I did not check.

You cannot say whether they had "Ace"
toothbrushes?
Yes.

When you showed them your sample you were

quite certain you were going to get an "Age"
toothbrush? 30
Yes. I was quite certain.

Re-examination

I said in Hokkien "I want one toothbrush". Then

I asked for the price.

He said, "30 cents" and I

paid 30 cents.

On Saturday 17th June I went to the Registry of
Deeds and made copies of the St. Declaration of
Mr. J.H. Leung and the application of the Star

Industrial Co. Ltd. which I now produce.

(P022

and P.23 respectively). 40

3y me
Sgd. CHOOR SINGH.
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No. 33 In the High
' Court of
Evidence of Sim Tow Khan Singapore
P.W.3 Sim Tow Khan, affd. in Teochew. Plaintiffs'
Evidence
I live at 287D Commonwealth Crescent, S'pore.
Block 110. No.33
I 1 ith Sim Y S (Pte.) Ltd Sim Tow
am sales manager wi im Yeow Seng e. . . .
of 31 Circular Road, S'pore. Examination
2lst June
I have been witir them for about 15 years. 1972

Sim Yeow Seng sells toothbrushes. ‘

They sold toothbrushes like this one before (P.l).
We do not sell it now.

We do not sell toothbrushes at present.

We first sold toothbrushes like P.l before the
increase of taxes.

The brushes which we sold had a red A and number 12.
I 4id not notice the name of the manufacturer.

I did not pay attention to that.

We got the Red A brushes from Hongkong.

Before the imposition of the tariff we so0ld Red A
toothbrushes for about ten years.

We sold both for local consumption and export
abroad. -

Each year we sold 200 to 300 gross worth six to
seven thousand dollars.

Can't say how much of it was for local consumption.

When customers order them, they mentioned Red A
No.1l2 toothbrush.

I see Ex. P.21l. This is a Red A toothbrush.



In the High
Court of
Singapore.

Plaintiffs'
Evidence

No.3%3
Sim Tow Khan
Cross-—
examination
21lst June
1972
(continued)

62.

Cross—examination

Xxd.

Q. Do you speak English?

A. No.

Q. Do you read English?

A. No.

Q- Your Co. is a member of Singapore General
Merchandise Joint Venture (Pte.) Ltd.?

A. I do not know about that.

Q- Your business is mainly wholesale?

A. Yes.

Q- And export at that?

A. Yes.

Q. And your main market is Indonesia?

A. That is correct.

Qe Your idea of ordering these toothbrushes
from H.K. was for export to Indonesia?

A. Both for Singapore and for Indonesia.

Q. You export to the Karimon islands?

A. Yes.

Q. Later your firm bought and sold "Age"
toothbrushes?

A. No. Never.

Qe So you only sold "Ace" toothbrushes?

A. Yes.

Q. You can tell the difference between an Ace
and Age?

A They look alike.

Q- But you can tell the difference?

A Yes. The middle letter is different.

Q. Looking at both side by side you know Age is
not Ace?

A. Yes.

Q. T..e Red A is common on both?

Yes.
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63.

Re-examination In the High
Court of
We sold to 20 to 30 shops in S'pore. the Red A Singapore
toothbrushes from HongKong. L —
. Plaintiffs’
When the tariff came in we dropped the toothbrush Evidence
business altogether. Our H.K. branch bought from No.33
the manufacturers in H.K. the manufacturers' were o.
"Starlight". Sim Tow Khan
Re-
By me examination
Sgd. CHOOR SINGH. 2lst June
1972
No. 34 (continued)
Evidence of Ten Kay Moh No.34
Tan Kay Moh
P.W.4 Tan Kay Moh, affd. in Teochew. Examinat ion
I live at 31 Novena Terrace, S'pore. 21st June
' 1972

Menaging Director of Tan Lee Seng (Pte.) Ltd. of
2l South Bridge Road. Have been with this Co. for
20 years. v
We purchased and sold toothbrushes.

We imported them from H.K.

They were similar to Ex. P.1l.

We imported them for about 8 years until 1964.

After that we stopped importing them because of the
tariff.

The tariff was imposed in 1965.

We do not purchase toothbrushes similar to this one
(P.20) manufactured in S'pore.

We now sell tabthbrushes similar to P.Z2l.
I do not know the address of the manufacturers.
I purchase them from Chop Hong Hwa of Nankin St.

Prior to the tariff, our sales of toothbrushes were
in the region of g5,000 per year.
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Examination
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1972

(continued)

Cross~
examination

&‘.'

Tney were all for local consumption.
We supplied to about 20 retzil chops.

Our customers ordered by mentioning Red A tooth-
brushes.

Before the imposition of the tariff we imported
from H.K. through another shop in H.K.

Cross—-examination

Xxd. by Smith

Q. Your firm is a wholesaler?
A. Yes.
Q You export to Indonesia and other places?

A: Yes.

Qe Bulk of your sales are to Indonesia?
A. Yes.

Q. You sell to other merchants in S'pore. who
also export to Indonesia?
A. No. The retailers sell in S'pore.

Qe Any figures of sales to retailers before 19057
A. No.

Q. Your reference to Chop Hou; Hwa is to the same
shop in Hokkien St.?7
A. Yes. 7You are right.

Q. You are not selling Ace toothbrushes now?
A. Yes.

Q. You are selling "Age" which you purchase from
Chop Hong Hwa of Hokkien St.?
A. Yes.

Q- Are you aware that Star Plastics is manufac-
turing Red A Ace toothbrushes in S'pore.?
A. Yes. I am aware of that.

Q. That started last year?
A. Two or three years ago.

Q. All your retailers know the difference between
"Ace" and "Age" toothbrushes both of which
have a red A?

A. I think they do not know the difference
because both look alike.
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You know the difference.
Yes.

You picked out "Age"?

You were shown "Ace" manufactured in S'pore.
eand you said you did not sell it?
Yes.

Therefore you know the difference?
Yes.

Similarly the retailers would know the
difference?
That I can't say.

Before the tariff, Red A came from H.K.?
Yes.

After the tariff Red A was made in S'pore. by
different people?
Yes.

Because the H.K. people had given up and were
out of the market?
I 4o not know about that.

Look at Sun S (D.5)?%
Yes. :

You sell Sun 87
No.

Do you know S'pore. General lMerchandise Joint
Venture (Pte.) Ltd.?
Yes.

Your Co. is a shareholder of that Co.?
Yes.

That Co. entered into agreement with the defd.?
That I don't know.

That Co. is a group of wholesalers?
Yes.

The agreement was designed to sell "Age"
toothbrushes?
Yes.

You are promoting the sale of Age red A
toothbrushes even today?
Yes.

In the Hignh
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Cross-
examination
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1972

(continued)
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(continued)

66.

None of you would do that if you thought it
was wrong?
Yes.

You did it because the Red A Ace was no
longer comig from H.K.?
Yes.

And Red A Age was not Red A Ace?
Yes.

And Age was sufficiently distinguished from
the other? 10
Yes.

In promoting your sales you refer to your
retailers "Red A Age"?
We merely say Red A.

Now, in S'pore., Red A means the goods of the
defd.?
Star Plastics is also using Red A.

That is a new C0.7

Yes.

This new Co. is pushing its goods as if they 20
were the defd.'s?

Yes.

So this new Co. should stop using Red A?
Both are using Red A.

There is a distinction between the two -~ one
is Age and the other Ace?

Yes.

You personally know the difference?

Yes.

The goods you want are "Age" from the defd.? 30
Yes.

When you order the goods you want Age Red A?
I order "Red A".

You are happy as long as you get "Red A"?
Yese.

It does not matter to you whether they are
Age or Ace?
Yes.
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Q. Both are equally popular? In the High
A. That is correct. Court of
. Singapore
Re-examination —
Plaintiffs'
Star Plastics in S'pore. was established by the Evidence
original manufacturers in H.K. of Red A.
No.?4
Before the tariff there were no other Red A tooth- Ten Kay Moh
brushes other then those from g;K. They were Cross
manufactured by "Starlight". . Sheng was their s
sales manager. examination
2lst June
Don't know name of his "Boss". 1972
Our customers order goods by mentioning "Red A" (continued)
toothbrushes. Re=-
examination
Per curiam:
Q. Do you read English? By me
A. No.
CHOOR SINGH
No. 35 No.35
. Cheng Peng
| Evidence of Chng Peng Soon Soon
P.W.5 Chng Peng Soon, affd. in Teochew. Examination
I live at GO Tiverton Lane, S.9. %égg June

Sundry Dept. Manager of Lim Teck Lee of 2-5
Circular Rd. S'pore. Have been with them for
38 years.

I have so0ld Red A toothbrushes.

I first sold this Red A (Ex.P.3). It has "Red 4"
on it. :

I have picked out P.3 because it has Red A.

They all have Red A on them and so I simpl
picked up P.3. '

Have sold Red A for about ten years.

Our Co. first imported them in the 1950s.
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(continued)

68,

They were made in H.K. by "Starlight" whose
proprietor was Leung Chee Hong.

Our annual sales were 3,000 to 5,000 a year -
about 200 gross toothbrushes a year.

We s0ld for local comsumption to the rebtailers.

A tariff was imposed in 1965 or 1966. That
stopped us from importing from H.K.

At present we sell this type (P.20) of tooth-
brushes which are made in S'pore. by "Starlight"
in which we have shares. 10

I see Ex. P.20. It is made by "Star Plastics
Industrial Co. (Pte.) Ltd. We have been selling
it from 1970.

I see Ex. P.2l. We have sold this type before.

Comparing P.20 and P.21, the only difference is
the middle letter in Ace.

We sold P.21 in 1968. We stopped selling P.21
ever since Star Plastics started making Red A.

When we sold P.21 I did not know if it had any
connection with the HongKong Co. 20

Our customers ask for Red A.
When they ask for Red A we supply Red toothbrushes.

Before the tariff we supplied toothbrushes
received from H.K.

After the tariff we supplied toothbrushes made in
S'pore. by the New Star Co.

(Identifies P.21 as produce of New Star).

Now if someone asks for Red Star I supply the
toothbrushes made by Star Plastics Co.

We did not inform H.K. that we were selling Red A 30
Age toothbrushes.
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Cross-examination

Xxd. by Smith

Q-
A.

Q.
A.

Have a look at A.B.6?7
Yes.

Your firm is one of the shareholders of that
Co.
Yes.

You are a director of this Co. - Singapore
General Merchandise Joint Venture (Pte.) Ltd.?
I am manager.

That Agreement - A.B.6 - bears your signature?
Yes.

This Co. agreed to buy No.l2 Red A Age
toothbrush?
Yes.

Which was on the market at that time in a
small way?
Yes.

And sold in this pack (P.21)?
Yes.

Would you say that that pack is different
from P.207
I recognise only the Red A.

You knew defd. was selling Red A Age?
Yes.

That was defd.'s mark and you comnsidered it
all right?
We expressed no opinion and no objection.

Are you in business to deceive inmocent
purchasers as to the origin of the toothbrush?
No.

You kmnew very well that defd. had no connec-
tion with H.K.?

I did not know.

Your Co. is a shareholder of Star Plastics
Industrial Co. (Pte.) Ltd.?
Yes.
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70.

And your Co. has entered into an agreement
with Star Industrial of H.K. to manufacture
Red A Ace toothbrush previously manufactured
by Star Industrial Co. of H.K.?

No.

Now, look at A.B.4?
Yes.

That is a letter to your Co.?
I do not know about this letter. It did not
come to me. I am only an employee. 10

You negotiated A.B.6?
No. I sigmed it.

All your directors knew about this agreement?
Yes. Other directors of General Merchandise
Joint Venture (Pte.) Ltd. knew about it.

And also the shareholders?
Some of them dd.

Your Co. is still selling Red A Age?
No. We are now selling the product of Star
Plastics. 20

You stopped buying a year ago?
Long ago.

The reason is that you wanted to promote
Red A Ace?
We recognise Red A only and we sell Rked A.

Red S Sun has nothing to do with Hd.K.?
I do not know.

If you had the slightest suspicion that there

was anything wrong with Red A Age or Red S Sun,

you would not have done business in them? You 20
would not have signed A.B.6?

I do not know whether it was right or wrong.

You saw Red A Age and Red S Sun before you
signed A.B.57
Yes.

The H.K. Co. had been out of business for
4 years?
I do not know.
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Qe During 1965, 1906, 1967 and 1968 you did not
import Red A Ace from H.K.?
A. That is correct.

Q. And you knew when you signed A.B.6 that Red A
Age and Red S Sun came from the defd.?
A. Yes.

Re-examination

I do not read English.

I signed A.B.S on 24.9.68. But our Co. - General
Merchandise Joint Venture (Re.) Ltd. was incorpor-
ated in Dec. 1969.

In Sept. 1968 I signed on behalf of "S'pore.
Miscellaneous Goods Joint Centre Group" which was
in Dec. 1968 incorporasted as "General Merchandise
Joint Venture Co. (Pte.) Ltd."

When I signed in Sept. 1968 on A.B.6 I had nothing
to do with the H.K. Co. or Mr. Leung.

Defd. manufactured the two kinds of toothbrushes
mentioned in A.B.65 and he asked us to help him
sell his goods.

" We ceased sales of his goods at the beginning of

1969.

The agreement was good for only a few months -
from Sept. 1968 to begiraning of 1969.

Since the imposition of the tariff we have not
sold any toothbrushes from H.K.

By me
Sgd. CHOOR SINGH.
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No. 36

Lvidence of Yeow Yang Boon

P.We©6 Yeow Yang Boon, affd. in Teochew.
I live at 322-F, Block 109, Toa Payoh, S'pore.l2.

Assistant Manager of Lim Seng Huat (Pte.) Ltd. of
12/1% Circular Road, S'pore.

Have been with them for about 25 years.
I have sold toothbrushes. (Picks out P.20).
I sold such toothbrushes more than ten years ago.

We bought them from H.K. from "Starlight" which 10
was owned by Leung Jhi Hung.

We imported gbout 10,000 worth of toothbrushes
annually.

That would be about 5,000 dozen. Most of them
were sold in S'pore. A small portion were
exported elsewhere.

We supplied sbout 40 to 50 retailers in S'pore.
Tariff was imposed on toothbrushes in S'pore.
As a result we stopped importing from H.K.

I produce a Customs declaration form together 20
with a bill from our branch in H.K. showing

importation of toothbrushes together with some

other goods.

The bill mentions "Al2" toothbrushes.
It refers to Ex. P.20.

The quantity mentioned is one hundred gross
(Ex.P.24).

I also produce Invoice of 20.2.65 covering a wide
range of goods. It includes "A.1l2" toothbrushes.
The quantity is 80 gross. 230

The Custom declaration has been mislaid and cannot
be found (wmarked Ex.P.25).
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My customers ask for Red A toothbrushes.

After the tariff was imposed we did not import from
H.K.

We sold locally made Red A toothbrushes.

We bought them from Gemeral Merchandise (Pte.) Ltd.
They were csimilar to P.20 (Red A Ace).

I see Ex. P.21.

I do not remember definitely whether we sold any
similar to P.Z21.

(Witness asked to compare P.20 and P.2l1)
They are both the same. They bear the Red A symbol.
We started selling S'pore. made Red A Ace tooth-

brushes about 3 years ago. We sold several thousand

dozens each year.
They were sold for the retail market.
We have 40 to 50 retailers.

Cross—examination

Xxd. by Smith

Q. Have a look at the defd.?
A. Yes.

Q. You know him personally?
A. Yes.

Q. You placed crders with him for his Red A Age?
A. Yes. A little quantity at the beginning.

Q. And more later?
A. No. Not much.

Q. Red A Age has nothing to do with Red A Ace?
A. I do not know about that.

Qe Your Co. is one of the shareholders of a local
Co. manufacturing Red A Ace?
A. Yes.
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4.

Your Co. wrote to P.W.l and told him that
there was in S'pore. a Red A Age?

I don't know. May be one of the directors
did.

You have been sent here as a substitute for
the directors?
Yes.

Look at A.B.3? Read 1it?
Yes.

You produced the toothbrush to the directors 10
of your Co.?
I did not say anything.

Did you produce the packet to your director?
No.

After that letter your Co. sold my client
goods as genuine?

Our customers like to buy Red A. We had had
these Red A and so we sold then.

Your customers thought they were getting the
H.K. Red A? 20
Yes.

You were a party to the passing off?
No answer.

When you so0ld the Age mark your customers
knew they were getting a different toothbrush?
No. They did not know the difference at the
beginning.

Did they kmow later?
They only read the name of the manufacturers
and know it wgs made in Singapore. 30

And they knew it was a different toothbrush
from the H.K. one?
Yes.

And they did not care about the Age A, the
Ace A or the Red A?
Yes.

They looked at the name of the manufacturer?
Yes.
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Q. The Pltfs. have not asked any of your whole-
salers to stop selling "Age" toothbrushes
before the manufacture of the Red A Ace in
S'pore.?

A. I do not know.

Q. If he had you would have stopped selling "Age"?

A. That is so.

Qe Your Co. is a shareholder or General Merchan-
dise Joint Venture (Pte.) Ltd.?

A. Yes. _

Q. Your Co. is also a shareholder of Star Plastics
Industrial Co. (Pte.) Ltd.?

A. Yes.

Q. Can you remember if the old Red A Ace had the
name of the Co. on the side of the box?

A. I do not remember.

Q. Could it be Star Brush Msnufacturing Co.?

A. I do not remember.

Re-examination

Our Co. did sell Red A Age toothbrushes some time

in 1968 but for a very short period.
quantity was sold.

A very small
We stopped because of the

product of the Star Plastics Industrial Co. (Pte.)

Ltd.

came on the market.

Prior to the tariff the Red A Ace was manufactured

by Leung Jhi Hung.

I associated them with Leung.

Now they are manufactured by the new Co. In S'pore.-
Star Plastics Industrial Co. (Pte.) Ltd.

By me
Sgd. CHOOR SINGH
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76.

No. 37

Evidence of Kenneth Tongson

P.W.1l Kenneth Tongson, on former oath, recalled
by Fergusson.

In para. 7 of my aeffidavit 1 gave particulars of
expenditure on advertising by my Co. and its
predecessors.

These figures are exclusively for S'pore. They
were prepared by my accountant.

These figures are exclusively for toothbrush 10
advertisements.

I produce a cutting from the Nanyang Siang Pau of
18.3.61 - (P.26).

Cross-~-examination

Xxd. by Smith

Q. In support of the figures given in your
affidavit you have produced to your solicitors
a great number of advertisements and invoices.
relating to the "A" mark. They do not relate
to toothbrushes. 20
A. I can't produce now.

Q. Look at this advert (P.27). Is this the way
your brush was got up in 19577

A. Yes.
Qe This one is in 1960 (P.28)7?
A. Yes.

Q- The re-~-designed pack came into existence when?
A. We had both at the same time.

Q- In 1957 you were selling the other pack?
A. Possible.

Q. You do have in 1960 on your pack "Star Brush
Manufacturing Co."?
A. Yes.

By me

Sgd. CHOOR SINGH
- Adjd. to a date to be fixed by the Registrar =~
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No. 38 In the High
) Court of
Evidence of Leung Jhi Hung Singapore
Monday 2nd October 1972 Plaintiffs'
5 _ R Evidence
earing resumed. | No.38
As before. Leung Jhi
‘ : ) Hung
P.W.?7 Leung Jhi Hung, s/s in Cantonese. Examination
I live at 130-A Waterloo Rd., Kowloon, H.K, 2nd October
1972

I am Chairman, managing director and manager of
the pltf. Co.

I am also a director of Star Plastics Industrial
(Pte.) Ltd.

In early 1948 I took up residence n H.K. from
China.

In 1949 I started brush making in H.K. I formed
the Star Brush Manufacturing Co. I manufactured

oothbrushes and household Erushes. My business
was registered in H.K. in 1952. This is certified
copy of my business registration particulars.
(Ex.P.28).

Up till 1952 we were manufacturing:

l. BStar Brand tocth-brush
2. Flying Horse brand tooth-brush.

In 1952 I formed the intention to introduce a new
tooth~-brush in the market - a better class tooth-
brush.

After prolonged discussion I decided to use "ACE"
as a trade mark - A in a ring with red background.
A was selected because it is the first alphabet and
Ace stood for first class quality. A alwsays
represents the best quality. Ace is the highest
card of all in playing cards.

I see Ex. P.3. It was similar to Ex. P.l except
that the name on it was "The Star Brush
Manufacturing Co."
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78.

I sold tooth-brushes in packages similar to Ex.P.l.

When I designed this package, I collected tooth-
brush packages available and tire one I designed
was entirely different from all of them.

I started masking sales of this tooth-brush to

Singapore in Jan. 1952 or 1953. My sales records

for 1952 and 1953 are not available now. My sales

of this tooth-brush in Singapore in 195% was 1,500
gross according to my recollection. This amount

was all for retail sale in Singapore and not for 10
re-export. In 1954 the sales were between 1,500

and 2,000 gross.

In 1953 there was an article published in a
Chinese newspaper in H.K. about the sale of my
tooth-brush. I produce a certified copy and its
translation.

(Admitted as Smith does not object amnd
marked P.29 and translation P.29A.)

My customers orlered my tooth-brushes by calling
them "Red A No.1l2" or "Red A No.3". 20

My Singapore distributors referred to them as
"Red A" tooth-brushes or "A Mark" tooth = brushes.
Some called them "No.l2A" tooth-brushes.

In 1957 I decided to diversify c1d expand into
other lines - household plastic ware. I selected
the "Red A" trade mark. I did this business under
the name of Star Industrial Co. and I continued
making tooth-brushes under tue name of Star Tooth
Brush Menufacturing Co.

In 1961 I incorporated the Star IndU§§§i§£_§gggggz 30
Ltd. - the pltf. Co. I am the principal share-

holder in the pltf. Co. It was my intention that

the pltf. Co. should take over the Star Industrial

Co. and the Star Brush Manufacturing Co. from

l.1.62. The take over was consummated at a

later date - on 15th March 1962. I ceased to

trade as the Star Brush Manufacturing Co. on

31.3.62. And from that time the business of

"Red A" tooth-brushes was carried on by the pltf.

Co. I did not make any formal assignment of the 40
goodwill in the business of Red A Ace tooth-brushes.

I had aspplied for trade mark registration in my
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own name in 196l. Ultimately I assigned the trade
mark to the pltf. Co. in 1968. I received no
consideration. I assigned it gratis because 1
was the major shareholder of the pltf. Co. which
is a family concern. My wife and sister are
shareholders.

Since Jan.l1994 the Red A tooth-brush has carried
the name of the pltf. Co.

Between Jan. 1962 and Jan. 1964 the tooth~brush
carried the name of the Star Tooth Brush Manufac-
turing Co. because we used the o0ld packages
belonging to the Star Tooth Brush Manufacturing Co.
of which we had a large stock.

Between 1962 and 1964 the sale price of these
tooth brushes was received by the pltf. Co. which
paid the workers.

From 1962 onwards the pltf. Co. sold in Singapore
250 gross per month. These were for retail sales
in Singapore.

In 1965 a tariff was imposed in Singapore. Our
sales went down. A small quantity was still
exported to Singapore. There were reduced sales
in 1966 and 1967.

Because of the tariff I formed a joint venture in
Singapore called Star Plastics Industrial Co.
(Pte.) Ltd.

I sent A.B. 4 to Messrs. Lim Teck Lee Co. Ltd. of
Singapore.

Members of my family and I hold 50 per cent of the
shares of this new Co.

The pltf. Co. supplied moulds for the manufacture
of tooth brushes. The pltf. Co. supplied technical
assistance.

We sent many technicians and a factory mamager to
Singapore.

The H.K. Co. had the right to control the quality
of the manufacture. The raw materials were sent
from H.K.
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Cross~
examination

80'

The packages were sent from H.K. at the beginning
but later they were manufactured in Singapore
using the H.K. design.

From 1965 to 1968 our world wide sale of H.K.
tooth-brushes was about 30,000 gross.

The Singapore Co. - Star Plastics Industrial Co.
(Pte.) Ltd. started sales of tooth-brushes in
Sept.1969 -~ Red A tooth-brushes.

I see A.B.3. I received it. At once I instructed
my solicitors to teke legal proceedings. Proceedings
were commenced in 1971. The pltfs. applied for
registration of our trade mark in Singapore and
Malaysia. There was some delay in the registration.
It was when our trade mark was registered that we
commenced proceedings. In the course of the
prosecution of the registration of our trade mark,

I learnt that the defd. was the proprietor of the
trade mark "AGE" in Class 21 in respect of tocth
brushes. In 0.8. 2/71 I applied for rectification
of the Register as a person aggrieved by that
registration.

From 1965 onwards so far as the pltf. Co. is
concerned I had no intention to abandon the trade
mark Red A ACE tooth-brushes in Singapore.

In the Chinese language, the pltf. Co. is referred
to in H.K. as "Seng Kong Sat Yip" (Star Light
Realty or Star Light Industrial).

In Chinese we never use a single word, therefore
Star Light.

Cross-examination

Q. Starlight Plastics is a well-known Australian
firm?
A. I don't know.

Qe That Austraelian company sells goods in H.K.?
A. I don't know.

Qe "A" is a quality mark?
A. Yes.

Q- In your H.K. registration you disclaimed the
exclusive use of the letter "A"?
A. Yes.
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81.

Have a look at your Singapore application -

(P.9)?

Yes.,

You will see that the name of the Co. in the
mark is "Star Brush Manufacturing Co." and the
application is by the pltf. Co.?

Yes.

Can you explain that ?
It is a mistake,

You were aware of mg clientfts use of their
mark - AGE - in 19638 and in fact the only
action taken by you was to file an application
for registration in Dec. 1969%?

Yes .

Not one letter was written to my clients for
21 months although Lim Seng Huat is in
Singapore?

We took the precaution to apply for registra-
tion.

But for 21 months you allowed my clients to
sell goods under their trade mark?
Yes.

It was not until 2.2,71 that you wrote a
letter through Drew & Napier objecting to my
clients using this trade mark?

Yes.

And then only because the Registrar took the
view that the registered mark "AGE" was likely
to he infringed by your trade mark?

Yes.

You were then fully aware of my client's trademark?
Yes.

The whole tenor of A.B.9 deals with the marks
"ACE" and "AG_E" ?
Yes.

At A.B.11 you have my answer?
Yes.,

My clients had no objection to your "ACE" mark?
Yes. ‘

You could have instituted legal proceedings as
far back as 1968 if there was any real
confusion?
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82.

We could not institute legal proceedngs before
registering our trade mark.

You did not check the register in 19687
Yes. We did.

And you found our mark was registered?
Yes.

You found you had no chance of stopping its
use?
We must first apply for registration.

You could not stop its use by legal process? 10
Why not?

It was being used in the manner you are
complaining of today?
Yes.

Like this (Ex. P.21)?
Yes.

The point is in March 1968 there was a tariff
barrier since the end of 19657
Yes.

Which made the export of tooth-brushes from 20
H.K. to Singapore impracticable?
Not entirely impracticable.

It was of no commercial interest to import
tooth-brushes from H.K. for sale in Singapore?
es.

In 1969 you were interested in this mark
because of a new Singapore company which was
likely to emerge?

In my mark?

Your mark? 30
I have always been interested in my mark for
the last 20 years.

When was your Co. formed in Singapore?

1969.

That was when your mark became of interest
gnd you applied for registration?
es.
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This type of packing has been used by people
before you? In Shanghai?

No. It had a straight window.

Was it silver or gold?
1t had several colours.

Did it have a red circle?
No.

I put it to you, that this type of packing was
started by China products?
They had a straight line.

You have no particular property in a diagonal
line?

They all go together.
be looked at.

The whole design must

Now look at Ex. D.1l?
Yes. We discussed it a few months ago.

And you have done nothing about it?
We will take action.

Why?

It looks so similar.

Look at Ex. D.3?
Yes. We will take actiom.

It bas been on the market before the AGE mark
and you have not written a single letter?
I 4id not know about it.

What confusion would there be between Sun and
your maxk?

It might be confused -~ the colour and design of
the package was quite easily confused.

Since you started these proceedings you have
made further enquiries?
Yes.

And found that my clients have registered ACE
in Malaysia and also "A"?
Yes.

And that registration took place in 19657
Yes.
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84.

And my dients have been using these marks in
Malaysia?
Yes.

What action have you taken?
We have written letters.

When?
At same time as in Singapore.

My clients have received no letters re. this
Malaysian registration?
Yes. 10

In fact by A.B.71 they accuse you of infringing
their mark?
Yes.

And you did not reply?
Yes.

Look at this pack (Ex.D.6)?
Yes.

This pack has been on sale in West Malaysia?
Yes.

That pack has been on sale for many years? 20
Yes. Three years.

Apart from Drew & Napier's clerk, you have
no evidence of confusion at all?
That is so.

You have heard of this "General Merchandise
Joint Venture Co."?
Yes.

It is a company of large wholesalers?
Yes.

The Star Plastics Industrisl Co. (Pte.) Ltd. 30
will be doing business with them or through

them?

We have trading conmections.

That Co. was selling in Siangapore AGE tooth-
brushes?
I do not know.

Look at A.B.7.
Yes.
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Q. You have seen this Agreement before?
A. No.

Q. It is dated 24.9.687

A. Yes. .

Q. But see A.B.3? On 25.3.68 Lim Seng Huat wrote
to you?

A. Yes.

Q. You never enswered that?
A. Yes.

Q. You were no lmger interested in manufacturing
in H.X. and exporting to Singapore?
A. I don't agree.

Q. You have no idea at all what was sold in
Singapore - your figures?
A. I know

Q. Actual re-sale figures in Singapore? There
is no evidence of actual sales in Singapore?
Sales to the Singapore public?

A. We do not know that.

Q- You are asking the court to infer from the
figures you have given?
A. (No answer).

Re-examination

The Swan pack when it first came out was in silver.

We wrote to them objecting tb their colour. They
then changed the colour to gold.

I first heard of the joint venture company in the
beginning of 1968 when I came to Singapore. I did
not give them licence or permission to use Red A
ACE mark.

I came to know that they were selling defds.' AGE
tooth-brush soon after the Star Plastics Co. was
formed in 1969.

Sales in Singapore averaged 250 gross per month.
I got this figure from several wholesalers. We

~enjoy 10 to 1l per cent of the market. Our sales

manager paid regular visits to Singapore. He has
paid three visits to Singapore during that period.
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86.

Star Plastics Industrial Co. (Pte.) ILtd.
has sales of about 250 gross tooth=brushes in
Singapore. They are also sold in Singapore.

For export we supply wooden casing and deliver to
the lighter,

Re-examination of P.W.7 by Iergusson

From enquiries I have caused to e made, there
are about 200 shops in Singapore selling our
tooth-brushes.

By me

Sgd. CHOOR SINGH

Fergusson tenders Certificate from Registrar
together with a letter.

Smith has no objection.

marked P.9A and P.9B
- Case for the pltfs. -

Defendant s Evidence

No.39

Notes of Evidence (Judges Notes)

Smiths

Sen Sen Co. v. Britten (1899) 1 Ch.692.

You can’t sue unless you have registered it.
Action for passing off but in substance it

is action for using trade mark. See

section 49. They rely on sec. 53. The two
are separate. :

Halsburyt's Statutes of England, vol.l9,
1st edn. para.45, 860.

Passing off is general get up of the goods.
On the evidence so far produced and on the
pleadings this is an action by a H.K. Co.
They manufactured right up to 1968. P1tf.
Co. did not manufacture the tooth-brush
before 1968. Up to 1968 the goodwill vested
in the sole proprietor who retained it.

10
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Smith:

What was exported to Singapore was the Star
Brush Manufacturing Co.'s goods. Not masnu-
factured by the pltfs. at all.

Para.4 of S/Claim is not correct.

From 1965 to all intents and purposes the
exports ceased. No evidence at all of any
sales in Singapore.

Para.5 of S/Claim has not been proved.

Cbpying the mark is not necessarily passing
off. They went out of business in 1965
because of the tariff business.

This is the cheap tooth-brush trade. Generally
speeking there are so many of them looking
alike in the market.

No evidence of passing off except Drew &
Napier clerk whose evidence is worth nothing.
He got what he asked for. They have not
proved anything. Their operations were
suspended. They knew of our operations.
They did nothing.

They applied for registration of ACE. Only
then did they think of passing off.

See their reply. How did they preserve their
reputation and goodwill? There is no evidence
at all.

Para.l of Reply is complete nonsense. Not a
shred of evidence.

They talk of fraud - not a shred of evidence
of that.

No one stopped H.K. tooth-brushes coming into
Singapore.

Tariffs don't impede. There was no embargo.
Our trade mark registered in 1966.

They have specific knowledge of our mark in
1968 and they did nothing.
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No.40
Yap Kwee Kor
Examination

2nd October
1972

Smith:
The H.K. Co. has started a company of their
own now in Singapore and they want to use the
trade mark "ACE".

They allowed a Singapore Co. to manufacture
and sell in Singapore.

See A.B.4. But formal agreement not produced.
There is no formal agreement.

No. 40

Evidence of Yap Kwee Kor

D.W.1l 7Yap EKwee Kor, affd. in Hokkien.
I live at 68-F 4, Jalan Indra Putra, J.B.
Proprietor of a factory.

I have been mznufacturing tooth-brushes since
1966.

Pirst tooth-~brush was "Red Sun" brand. Second
one was Red A “AGE". First one is Ex. D.5. Second
one is Ex. P.Z2l.

This is the one the pltfs. complain about. This
was the idea of Lim Teck Lee and Chong Peng Soon.
Lim Seng Huat also suggested it. They suggested
%;6%n 1966 bput I could not manufacture it until

I see this Chinese Telephone Directory for the
year 1969.

On page 208 there is an advertisement for Red A
AGE and Red 8 SUN (Ex. D.7) by my Co.

I sold these tooth-brushes in Singapore in 1967,
1968, 1969 right up to date. I am still selling
them. I sold them to Lim Teck Lee, Lim Seng Huat
and all other substantial wholesalers in Singapore.
They sell them in Singapore.

My RED and AGE tooth~brush is known in Singapore
as "RED A AGE". I am familiar with Star Plastics
Industrial Co. (Pte.) Ltd. Came to know it in
1970.
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Their mark is known as "A. C. E.".
I registered the "AGE" trade mark in 1968.
I have so0ld it quite openly.

In 1968 I was selling through Lim Seng Huat. I
supplied him AGE toothbrushes.

I have my books showing sales of "AGE" tooth-brushes
in Singapore. I can produce them tomorrow.

Wednesday, 4th October 19?2}

Hearing resumed.
As Dbefore.
D.W.l Yap EKwee Kor, ohfa.

I produce my books of a/cs. relating to sales in
Singapore. (Ex.D.8).

Cross-examination

Xxd. by Fergusson

Q- You started tooth-brush business in 19667
A. Yes.

Q. In Singapore or Mslaysia?
A. In both places.

Qe In %glaysia you trade under "Sin Fatt Trading
Co.
A. Yes.

(A74 In Singapore in 1966 you also traded under
"Sin Fatt"?
A. No. 8Since 1967 I traded under "New Star".

Q. In 19667
A. "Yap Co.".

Q. You registered New Star Industrial Co. on 2.6.67

with effect from 2.6.677
A. Yes.
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90.

In 1966 when you traded as Yap Co. did you
produce "Red S SUN"?
Yes.

And did you put your label "Yap Co."?
No.

What name did you put omn?
New Star.

But you were trading as "Yap Co."? Why put
"New Star"? v
I put "New Star Industrisl Co." on Red SUN
tooth-brushes in 1966.

From what date did you start selling Red SUN?
On 13.12.66.

From the time you put them on sale you stamped
on them "New Star Industrial Co."?
I do not quite remember.

What did the invoices state?
They were in the name of Yap Co.

In Malaysia, they were labelled Sin Fatt?
Yes.

You were in charge of Sin Fatt, Yap Co. and
later New Star Industrial Co.?
Yes.

You arranged the printing of the labels?
Yes.

Can you recall any period before 1l.6.67 when
tooth-brushes made by jou in Singapore were
labelled other than "New Star Industrial Co."?
No.

Before 1.6.67 tooth-brushes made by you were
marked New Star Industrial Co.?
Yes.

You also sold prior to 1967 and indeed from
Dec.1965 tooth-brushes marked "New Star
Industrial Co."?

No. In 1965 I did not manufacture tooth-brushes.
From Dec.l1966, had you used "New Star Industrial

Co." on your tooth-brushes?
Yes.
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Although you were trading as Yap Co.
Yes.

Can you tell us why you selected "New Star
Industrial Co."?

It is easier to call the trading mark "New
Star" than "Yap Co.".

What was wrong with "Sin Fatt"? You used that
in Johore? _
That was up to me.

You could have used same name in both.
territories?
I decided to use that name.

Where did you get the name from? Why not
"Star Industrial Co."?

I learnt it from the newspaper. It is often
advertised in the newspaper "New Star".
Other companies were using the name "New
Star". Besides it goes quite well with the
Chinese words for it "Sin Seng" when used
with Singapore.

When did you first start tooth-brush business?
In 1966.

"RED 8 SUN" was your very first venture?
Yes.

Did you look at the market to see what other
tooth-~-brushes were available?
Yes.

And did you find amongst others this one?
(P.7) (Red ACE)
No. I d4id not see it in Singapore in 1966.

Had you seen it prior to 19667
No.

Look at Ex. D.5%
Yes.

It is your tooth-brush?
Yes.

You heard Leung's evidence?
Yes.
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92.
He told the court how he designed P.1l?
Yes.

Now compare P.l and D.57
Yes.

First, boxes are of same size?
Yes.

Secondly, background colour of both is 91lver?

Yes.

Both have a circle in red at right hand edge -

on which a letter 1s printed?
Yes.

That letter is plcked out or outllned in
black?
Yes.

Both have a three letter word 1n block
letters in red?
Yes.

These letters are also outlined in block?
Yes.

Both packs are diagonally divided, the left
upper part is tramsparent through which the
tooth~brush may be seen?

Yes.

The merking appearing on the back of P.1l and
D.5 is as follows: "Do not boil or place this
tooth-brush in hot water"? .

Yes. -

That is printed in black?
Yes.

Below that printed in red is "Guaranteed"?
Yes.

Next, beneath that on the silver background
enclosed by black parenthesis, on both appear
the following:

"If this brush fails to render the
services to your satisfaction, kindly
return and a new one will be replaced
v free of charge."?
esS.
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On the back of D.5 in the same position as on In the High
the back of P.l there appears a red circle Court of
with a cgpital letter of the alphsbet? Singapore
Yes. e

' .- . L Defendant's
Also there appear the words "Tooth-brush - Evidence
best nylon"? written on each side of the med No 40
circle? Lo .
Yes. ' Yap Kwee Kor
Look at the end label - right hand edge - grzgzgation
there is a letter "A" on P.1 and letter "s" *
on D.5% 4th October
Xes. 1972

Look at the left hand edge, does it say "No.12"? (continued)
Xes.

Can you please tell the court how you came to-
design the Red S label?

I had seen other brands of tooth-brushes also
packed in similar manner as my Sun tooth-brush.

Do you agree, that apart from the use of the
word Sun end the letter S on D.5 in place of
the word ACE and the letter "A" on P.l, every
single feature which appears on P.l is
duplicated on D.57 .

I agree.

You told us that you had not seen P.l in
Singapore in 1966 or before that?
Yes.

You also told us that you had seen other todh-
brushes similar to P.1l?
Yes, the Swan brand and the Red Eagle brand.

You had never seen the Red A ACE and therefore
you copied Swan and the Red Eagle?
Yes. With some slight alteration.

Why did you call your tooth-brush No.l2 when
it was the first one you produced?
It was a convenient number

I put it to you that the Red S Sun label was
prepared by you in deliberate imitation of the
Red A ACE label of the pltfs.?

No. That is not true.
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When you did that you were aware of the Red A
ACE ¥bel of Star Industrial Co. Ltd. - the
pltfs. - of H.K.?

No. I did not know.

I put it to you that you selected the name
"New Star Industrial Co." s0 as to trade on
the already established reputation of the
Star Industrial Co. Ltd. of H.K.?

No.

When did you first become aware of Star 10
Industrial Co. Ltd. of H.X.?
At the time I received the summons.

You had a letter before the Writ?
No.

Letter dated 2.2.71%
I did not.

Look at A.B.9 and 10?7
I did not receive this letter.

In A.B.1ll your counsel wrote a reply to Drew
& Napier? 20
I don't quite remember. ,

Now look at P.21 and P.l?
Yes.

P.21 was your second tooth-brush?
Ies. : :

When did you bring it out?
I do not quite remember.

In your evidence in chief you stated fhat
you started producing it in 19677
No. 1Im 1968. ‘ 20

The idea of producing Red A AGE was suggested
by somebody else?
Yes. And they gave me a sample.

Who? _
Lim Teck Lee - Chong Peng Soon of Lim Teck Lee.

Was the sample provided to you in the form of
Ex. P.1.7?
Yes.
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95.

When was that provided to you?
End of 1967.

With what instructions?
To manufacture "AGE" tooth-brushes.

But the label produced to you was of Red A ACE?
Yes. ,

And you copied the Red A ACE label?

No. AGE was first registered in 196G.

Apart from using "AGE" you copied the pltfs.'
label ACE?
No. I copied my Sun brand label.

If you look at the long side of P.l you see
the name "Star Industrial Co. Ltd."?
Yes.

At the very least you were well aware of the
pltf. Co. when Chong Peng Soon showed you the
pltfs.' label?

I do not know the names in English.

Did you know in 1967 of a company in H.K.
called Seng Kong?
Yes. I heard about it.

When did you first hear about Seng Kong of H.K.?
At the time when Chong Peng Soon showed me
that sample.

Did you hear Chong Peng Soon give evidence in
this couxrt?
Yes.

That was the same man?
Yes.

It was never put to him that he suggested to
you the production of "AGE" tooth-brushes?
I don't know.

You had sold AGE to Lim Teck Lee and Lim Seng
Huat?
Yes.

Do you continue to do so?
No.
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They ceased purchasing your AGE at the
beginning of 19697
That is correct.

When Chong produced that label to you, whose
lagbel did you take it to be?

He said that since 1966 this ACE brand tooth-
brush had ceased being sold in the market and
he suggested that I produce "AGE" tooth-brushes.

So that at that time you knew that ACE had

been selling in Singapore prior to 1966% 10
I did not know. That is what Chong told me.

I knew H.K. tooth-brushes had stopped coming

into S'pore. because of the tariff.

Did you not consider it proper to enquire
whether the H.K. owners had abandoned their
trade mark?

No. I did not meke enquiries. In fact since
1966 there was no such tooth-brush on sale in
Singapore.

But prior to 1966 there was? 20
I had not seen it.

Supposing the Singapore tariff had caused the
sale of Dr. West tooth-brush to cease, would
it be right for you to produce Dr. West
tooth-brush?

I would register the trade mark and then
produce it.

If you could have registered it, you would

have considered it quite all right to produce

it? , 30
Yes.

You registered AGE in 19667
Yes.

What caused you to select the word "AGE"?
I thought of it myself.

I suggest to you that you selected it because
ﬁt could conveniently be mistaken for "ACE"?
O.

Do you agree that there is to the eye very

little difference between "ACE" and "AGE"? 40
At that time I had not seen ACE. But now I

agree that they appear quite similar.
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The registration of your "AGE" is in ordinary
block letters?
Yes.

Why did you select a form of print which is in
all respects the same as ACE?
I copied "AGE" from "SUN".

You say that the pltfs. have unduly delayed in
bringing this action?
Yes. :

What would you have done if the pltfs. had
written to you in June or July 1968 objecting
to your "AGE"?

I would have ignored it because I had already
registered my trade mark.

You are using more than your registered trade
mark?
No. I copied AGE from SUN.

You copied from the label Chong showed you?
No. I only changed "SUN" to "AGE".

But Chong showed you the ACE label?
Yes.

Did you not notice that it looked similar to
our Sun?
es. The wording was different.

Apart from the word "SUN", there was no other
difference?
Yes.

It did not occur to you that someone wsas
copying your SUN?

Yes. It did occur to me but I saw that the
label was imported from H.K.

Ex. P.20 -~ is now being sold in Singapore?
Yes.

Lim Teck Lee and Lim Seng Huat are selling P.20

now?
That I don't know.

They stopped buying your AGE in 19697
That is correct.
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You have not taken action to sue Star Plastics
Industrial Co.(Pte.) Ltd.?

I was about to do so when I received a summons
from them.

Do you in fact consider th: Star Plastics
Industrial Co. (Pte.) Ltd. and the pltfs. one
and same organisation?

Their name is the same.

I put it to you that you designed the Red A
AGE mark in full knowledge of the rights of
the pltf. in their Red A ACE?

I 4id not know but at that time there were no
such tooth-brush on sale in Singapore.

I further put it to you that you manufactured
and packed your Red A AGE you knew they were
bound to be purchased as Red A ACE of H.K.?

I did not know that.

You selected "New Star Industrial Co." with
the deliberate intention of trading on the
reputation of the pltfs.

No.

I further put it to you, that you selected
and registered the trade mark AGE so that it
could be used to be confused with the mark
ﬁCE of the pltfs.?

Oo

Ire-examination.

By me
Sgd. CHOCR SINGH
- Case for the defd. -
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No. 41
Closing Speech of Counsel for
the Defegﬁéét-giugaes Notesz

Action substantislly on an unregistered trade
nark.

Smith:

Must be decided on S'pore. law.
Intention of the legislature.
Kerley's Law, 9th edn. p.308, para.593.

We have two separate sections. Sections 49
and 53 of our Act.

No injunction in respect of an unregistered
trade mark. Never.

We invite the ct. to make this dictum clear
in S'pore.

Each.case on its own merits.
Vol.44 (1927) R.P.C.36l at 363 & 364.

Once you are registered you have a proper and
statutory right.

See 71 (1954) R.P.C. 23.

As long as you have a st. right you can bring
your action even after 20 years. When there
is an action for passing off, there is the
question of acquiescence.

Kerley, pg.391, para.?746
Pltf. must prove:
they have a trade or business in S'pore.
in the goods in action when they

commenced the action. They ceased to
have that in 1965 or 1966. It is a new

Co. which intends to do business in S'pore.

They must show that they have a trade or
business in S'pore. which is going to be
injured by the defds.
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100.

Smith:

Any trade case must depend on the facts in
S'pore.

Is their delay explained?

No one has suggested that "AGE" is not well
known. They admit we are well known

We do not have to prove our reputation.

Not a shred of evidence that pltf. has a
reputation.

Did you have any mputation at all when you
commenced these proceedings?

No reputation left at all after 1956.
Kerley, p.3%25, para.c3l. |
para.t633. Delay in a passing off action.

Pltfs. showed no interest although they knew
very well of what was happening.

Kerley, para.?756.

This action is not brought by the H.K. Co. on
the facts.

In 1968 when the mark was assigned, there was
no goodwill in S'pore.

Co. doing business in S'pore. is Star Plastics.

It is not before the ct.

Any Co. which is not doing business cannot
bring an action to seek relief of the ct.

If anybody is doing business it is the Star
Plastics Co.

Agreement between parties of unregistered
mark.

Pltfs. cannot succeed without the S'pore.Co.
which is actually doing business.

para.?755, para.Z2.
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No. 42
Speech of Counsel for Plaintiffs in Reply

Fergusson:
1960) R.P.C.16
1961) R.P.C.1l1l6
1899) 1 Ch. 692
l967§ M.L.J.129
1887) 3 h., 1. Lever v. Goodwin
1971) 2 All E.R., 300.

Pltfs. and their predecessors have used ACE
in S'pore. until B65. -

Goodwill enjoyed up to the tariff, comtinued

and lapsed over for the benefit of the pltfs.

Goodwill was established in S'pore. by Star
Brush Manufacturing Co.

That business carried on until 1962 when the
pltfs. acquired from Leung the sole propri-
etorship of Star Brush certain of the assets
of the Star Brush.

Although no formal assignment of goodwill was

made, nevertheless in fact lMr. Leung ceased
to carry on business as Star Brush from
3l.3.62 and that from that time onward the
Red A ACE labels were used by and for the
benefit of the pltfs. They made the goods,
they sold the goods. They got the proceeds
of the sale and they derived the full
commercial advantage from the label.
did it without facing any competition from

Leung. The conduct of the pltfs. and of Leung

is quite sufficient to support a de facto if
not a de Jjurie assignment of goodwill from
lr. Leung to the Pltfs.

It is suggested that the goodwill was
abandoned in 1965. But see 26 Ch.398 -
Mousson v. Boehm.

There must be evidence of distinct intention
to abandon.

Qur case is different from Thorneloe v. Hill
(1894) 1 Ch.

And they

In the High
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List of
exhibits

tendered and
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October 1972

102.

See Bostitch case, (19€3) R.P.C. 183
Laches - delay - acquiescence

But see Mousson's case.

Limitation Act ~ Action in tort.
Period of limitation is © years.

Equitable relief ~ defds.' lands are not
equitably clear.

Such deley as has teken place is not such
as to found a defence of laches.

_Co A. V.— lO

Certified true copy.

Sgd. Koh Bee Kiat

Private Secretary to Judge
Court No.6

Supreme Court, Singapore.
No. 43

Exhibits tendered and admitted at the
resumed hearing on ond & 4th October 1972

P.28 Declaration of Woo Po Shing, Notary Public
dd.19.7.72 20

P.29 Photostat of an advert (in Chinese) in a
H.K. paper

P.29A Tramslation of P.29

P.9%A Letter dd. 2.10.72 from Registrar of
Trade Marks

P.9B Application for registration of trade mark
dd. 2.10.72
D.6 "ACE" tooth-brushes (one doz.)
D.7 Page 208 of Chinese telephone directory
D.8 Bundle of account books (in Chinese) 30
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103.

No. 44

-Written Submissions on behalf of the
alntiffs icants

Suit No.102 of 1971 is an action for passing
off by the Plaintiffs against the defendants
trading as New Star Industrial Co. based onthe
manufacture and sale by the defendsnt of plastic
toothbrushes packed in boxes the getup of which is
described at paragraph 8 of the plaintiffs' State-
ment of Claim which the plaintiffs alleged is
confusingly similar to tooth brushes sold by the
pPlaintiffs and their predecessors in business the
getup of the plaintiff's tooth brushes being
described at paragraph 4 of the Statement of Claim.
In these submissions the plaintiff's tooth brushes
will be referred to as RED A ACE and the defendant's
tooth brushes as RED A AGE.

2. The defendant apparently challenged the
plaintiff's right to sue on the following grounds:

(a) that the plaintiffs are seeking to enforce
rights in a trade mark which is not registered and
section 49 of the Trade Marks Act Cap. 206 of
Singapore provide as follows:

"49, No person shall be entitled to institute
any proceedings to prevent or to recover
demages for the infringement of an unregistered
trade mark".

(b) that the plaintiffs are not the "proprietors"
of the goodwill of the getup of RED A ACE label at
the date the action commenced (9th February 1971).

As to contention (a) sbove, section 53 of the
Trade Marks Act Cap.206 reads:

"53. Nothing in this Act contained shall be
deemed to affect rights of action against any
person for passing off goods as those of
another person or the remedies in respect
thereof".

The plaintiffs' action is an action for passing
off and does not rest upon the necessity for the
plaintiffs' mark badge or getup to be registered.
The defendants cited in support of their contention
the case of Sen Sen Company v. Britten 1899 Chancery
Division Vol. 1 page 692 at pages 694 and 695.
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104,

The defendents have also referred to Halsbury's
Laws Vo0l.19 page 860 (it is believed defendants'
solicitors referred to the first or second edition
of Halsbury's Laws). It is subnitted that the case
of Sen Sen Company v. Britten is not authority for
the proposition that a trader must sue for infringe-
ment where a trade mark is involved and unless that
trade mark is registered he is varred from taking
action. The head note of the Sen SB8en Company v.
Britten case reads as follows: 10

" The use by a trader on his goods of the
words "trade mark" in connection with a
particular mark which he has used as a trade
mark, but for which he has not obtained
registration, does not necessarily imply that
the trade mark is registered so as to
constitute an offence under s.105 of the
Patents, Designs and Trade Marks Act 1883

and apart from s8.105 is not itself such a
misrepresentation as to disentitle him to 20
relief in an action to restrain the

imitation of the getup of his goods".

In the Sen Sen case the plaintiffs had marked
their product with the words "Sen Sen - Trade Mark".
It was alleged that Sen Sen Company were not
entitled to relief on the basis that the manner in
which the mark was used implied that it was a
registered trade mark and that it in fact was not
80 registered and therefore was disentitled to
relief in equity. In the Sen Sen Company case the 30
Court granted relief.

It has long been held that proceedings for
both an infringement of trade mark based on a
registered mark and for passing off can be sustained.
It is a common defence to an sction for infringement
of trade mark that the mark sued upon is invalid or
does not protect in respect of the actions of
the defendant. It is not uncommon for an action
for infringement of trade mark to fail but the
action for passing off on the same facts to succeed. 40
A recent example may be found in the Privy Council
decision in Lee Xar Choo v. Lee Lian Choon 1967
MIJ page 129. In the action the Courts found

" that there was no infringement of a registered

trade mark but that there was passing off on which
point the plaintiff succeeded. The judgment of

'Sir Garfield Berwick at page 133 regds:
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105.

"There is no necessary inconsisteney between In the High
a finding of no infringement and a finding of Court of
passing off, these findings are not so easy to Singapore
reconcile where as here the court of first —
ingtance has placed its finding as to passing No.44
off on the central circumstence that the Written

" respondent has used an essential feature of submissions
the appellant's mark. It may be that if such n'beg 17 of

- decisions as Saville Perfumery Ltd. v. June gl intgff ;
Perfect Ltd. and Cordova & Ors. v. Vick . a 8
Chemical Co. had been:before him the learmed (continued)

trial judge might well have found infringement.
However, as there was no cross appeal, their
Lordships prefer not to enter upon the
question whether or not the trial judge's
finding of no infringement is supportable.

The claim to an injunction to restrain the
passing off is sufficient for the appellant's
purposes and, little, if any, practical
consequence could flow from the reversal of
the finding of no infringement".

(b) as to the contention that the plaintiffs have
no goodwill and -are not entitled to sue either

(i) because the reputation in the mark existed in
Mr. Leung Jhi Hung trading as Star Brush Manufac-
turing Co. of Hong Kong or (ii) because the RED A
ACE label was at the date of commencement of pro-
ceedings being used by Star Plastics Industrial Co.
Pte. Ltd. a Singapore company. The plaintiffs rely
on the following:

(I) Bollinger J. and Others v. Costa Brava Wine
Coy. Ltd. 1960 RPC page 16 and 1961 RPC 116 as
authority for the proposition that where more than
one person ie entitled to the reputation or "good-
will" in any label or trade name then any of the
persons so entitled may sue in passing off to
protect their rights. TFurther the evidence of

Mr. Leung was that although no formal assignment -

of goodwill from himself to the plaintiff company
was effected nevertheless he regarded that company
as being his successor, the assignment of trade
marks in Hong Kong when eventually it did take place
(1968) was made gratis and that he Mr. Leung ceased
to carry on business as Star Brush Maenufacturing
Company with effect from the 3lst March 1962. It

is clear that by ceasing to carry on his business
the plaintiff company were ipso facto his successors
in business. They applied the RED A ACE label to
tooth brushes of their manufacture and they enjoyed
all the advantages and benefits of the trade. The
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fact (as was admitted in evidence by Mr. Leung)
that the name of Star Industrial Co. Ltd. do not
appear on the RED A ACE label in place of Star
Brush Manufacturing Co. until 1964 (as according
to the evidence given by.lMr. Leung old stocks of
labels were being used up) does not. detract from
the acquisition by the plaintiff company of the
goodwill formerly enjoyed by Mr. Leung trading as
Star Brush Menufacturing Co. in the RED A ACE
label in respect of tooth brushes. b

II. The case of "Bostitch" Trade Mark 1963 RPC
page 183 is authority for the proposition that

use 0f the RED A ACE trade mark by Star Plastics
Industrial Co. Pte. Ltd. would not be deceptive to
the public and in the plaintiff's submission such
use would be for the benefit of and use of the
goodwill of the plaintiff company.

Evidence has been adduced to show:

(AA) that the promoters of Star Plastic '
Industrial Co. (Private) Limited anticipated the
plaintiffs giving them the right to use the RED A
ACE trade mark (end other trade marks of the
plaintiffs). See the letter at pages 4 and 5 of
the Agreed Bundle from the plaintiffs under the
hand of Mr. Leung to Lim Teck Lee & Co. Ltd. and
Lim Seng Huat & Co. (Singapore) Pte. Ltd. of
Singapore. No formal agreement has been entered
into between the plaintiffs and Star Plastics
Industrial Co. Pte. Ltd. save that Star Plastics
Industrial Private Limited have applied to be
registered as permitted users of the RED A ACE
trade marks applied for im Singapore by the
plaintiff company as appears in plaintiffs' Exhibit
P.25. The plaintiffs control the quality end
methods of menufacture by the said Star Plastics
Industrial Co. Pte. Ltd. and the manner in which
the marks of the plaintiffs are used by the said
Star Plastics Industrial Pte. Ltd. (see the
evidence of Mr. Kenneth Tongson PW 1 at page 4 of
the Notes of Evidence paragraph (b), and also the
evidence of Mr. Leung. It is submitted that
because of the control exercised by the plaintiffs
over the manufacture of RED 4 ACE tooth brushes by
Star Plastics Industrial that no deceptiom or
confusion would be caused to the public by reason
of the plaintiffs permitting the use of their

RED A ACE labelling by the said Star Plastics
Industrial Co. Pte. Ltd. It is also submitted
that by reason of the plaintiffs' control of the
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method of manufacture etc. by Star Plastics In the High
Industrial Co. Pte. Ltd. and by reason of the Court of
arrangement existing between the plaintiffs and Singapore
the said Star Plastic Industrial as set forth in —
the letter in the Agreed Bundle A.B.4 and 5 that No.44
any goodwill ensures for the benefit of the Writt
plaintiffs and not for Star Plastics' Industrial Sﬁ';miggions
Co. Pte. ‘Ltd. ;ndependgntly. : on-pehalf of
3. The action for passing off lies where a trader Plaintiffs
s0 conducts his business as to lead to the belief

‘that his goods or busimness are goods or business of

enother. See Clark & Lindsell on Torts 1l3th
Edition paragraphs 2227 and also see Johnston and
Orr-Ewing (1882) 7 Ap. cases 219 and Spalding v.
Gamages 1915 84 L.J. Chancery 449 and 32 RPC 273
and the Times Law Reports page 328. - See also Lee
Kar Choo v. Lee Lian Choon Supra and Kerley on
Trade Marks 9th EditionChapter 17 snd particularly
paragraphs 777 at pages 415 and 416.

In this instance as will be seen from the
Exhibits of the plaintiffs' tooth brushes RED A ACE
label and from the defendant's tooth brushes RED A
AGE label the defendant has taken every feature of
the plaintiffs' getup (and the getup of its pre-
decessors in business) save that the letter 'C' in
the word ACE has been modified to the letter 'G!
although the style of printing remains the same.

The. plaintiffs submit that they have discharged
the burden of proof upon them to establish their
reputation in their getup. The plaintiffs have
advertised their RED A ACE tooth brushes (and also
RED A household wares) as appears in Exhibits P4,
PS5, P6 and P26 and by the circulation of a catalogue
Exhibit P10 and by reason of the sales made by the
plaintiffs to merchants in Singapore and further
sales made within Singapore either by the Plaintiffs
their predecessors in business Mr. Leung trading as
Star Brush Manufacturing Co. or Star Plastic
Industrial Co. Pte. Ltd. Evidence of sales and
reputation of the plaintiffs in the RED A ACE label
is contained in the evidence of Sim Tow Kiang PW 3
the sales manager for Sim Yeow Seng Pte. Ltd. of
31 Circular Road, Singapore who stated that the company
had sold RED A brushes from Hong Kong prior to the
imposition of a tariff for about ten years and sales
in the region of 200 to 300 gross each year for both
local consumption and export. Sim Tow Kiang also
deposed that prior to the tariff his company sold

(continued)
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to 20 to 30 shps in Singapore. He further stated
that the Hong Kong memfacturers were "Starlight".

The evidence of Ten Kay Moh PW 4 was that
tooth brushes similar to Exhibit Pl were imported
by his company Tan Lee Seng Pte. Ltd. for about
eight years until 1964 'and that ppior to the. :
tariff which was imposed in 1965 sales of tooth
brushes were in the region of 5,000 per year
(all for local Singapore consumption) and that his
company supplied about 20 retal shops. This witness
also deposed that the customers ordered by
mentioning RED A tooth .brushes. This witness
also stated that Star Plastics in Singapore was
established by the original manufactrers in Hong
Kong of RED A ACE, that before the tariff there
were no other RED A ACE tooth brushes other than
those from Hong Kong which were manufactured by
Starlight. He also deposed that his customers
ordered by mentioning RED A tooth brushes.

The evidence ofChng Peng Soon PW 5 Sundry
Department Menager of Lim Teck Lee also deposes
to the use made by the plaintiffs of the RED A ACE
label in Singapore referring to snnual seles of

- 3,000 to 5,000 a year about 200 gross tooth

brushes a year which was sold for local consumption
to retailers and that his company had imported

RED A tooth brushes from the 1950's. This witness
also deposed that ciustomers asked for RED A and

are supplied with RED A tooth brushes from Hong
Kong and after the imposition of the tariff they
would be supplied with RED A tooth brushes made in
Singepore either by New Star Co. or, after the
establishment of Star Plastic Industrial Co. Pte,
Ltd. made by that company. 2

. Evidence of FW © Yeow Yang Boon Assistant
Manager of Lim Seng Huat was to the effect that.
tooth brushes similar to the plaintiffs' tooth
brushes have been sold by them for more than ten
years and that they were. purchased from Hong Kong
from "Starlight" which was owned by Mr. Leung.

This witness stated that annual imports were to the

value of §l0,000 worth that is approximately 5,000

dozen most of which were sold in Singapore. The
witness also stated "we supplied gbout 40 to 50
retailers in Singapore®". This witness also
roduced documentary evidence P24 and P25 relating
go the import to Singapore of A 12 tooth brushes
referred to RED A ACE tooth brushes. The witness
also deposed that his customers asked for RED A
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tooth brushes. This witness also stated on being In the High
shown Exhibits P20 (RED A ACE, P21 RED A AGE) that Court of
both were the same. The witmess further stated Singapore
that RED A ACE tooth brushes made in Singapore had —
been sold by his company from some three years ago No.44
and several thousand dozen each year were sold for written

the retail market. There is also the evidence of ubmission
Mr. Leung the official notes of which are not yet 8 b ;:lf Bf
available but which was to the effect that sales g?ai:tiffso
of the plaintiffs and its predecessors in business

tooth brushes in Singapore prior to the imposition (continued)

of the tariff for the period 1953 and 1954 were
approximately 1,500 gross per year for sale in
Singapore and from about 1957 onwards until the
imposition of the tariff in late 1965 sales in
Singapore were in the region of 250 gross per
month. This witness also deposed that customers
asked for the tooth brushes in the Chinese language
by the words RED A or on occasions "A Brand". The
witness also deposed that in Chinese his company
was known as Starlight Industrial Imited Co. (Seng
Kwong Sat Yip Yau Han Kongsi). It is submitted

‘that on the basis of this evidence the plaintiffs

have adequately shown the connection between the
goods referred to by the witnesses PW 3, PW 4 and
PW 5 and PW 6 and themselves. They have also
adequately shown that their tooth brushes were
known as RED A and enjoy substential sales in
Singapore in the domestic market. They have also
shown that prior to the introduction of the
Defendant's RED A AGE they were the only company
producing RED A AGE tooth brushes (see evidence of
PW 4). _
It is submitted that even if members of the
general public do not know the origin of RED ACE
tooth brushes they would necessarily wish to obtain
the tooth brushes of the plaintiffs. See Yorkshire
Relish Case, Powell v. Birmingham Vinegar Brewery
Company page 54 and see Sykes v. Sykes English
Reports 107 page 834 (copy of report attached).

4, As to evidence of confusion it is submitted
that the Court is entitled to assume the probability
of confusion by a mere comparison of the two labels
but even if the Court is not prepared to do this
there is evidence of PW 2 Tan Kim Seng of Trap
purchase made where in response .to an order made
when exhibiting one of plaintiffs' tooth brushes,
goods of the defendants RED A AGE were supplied.
Whether or not notice of such conduct by retailers
was given to the defendents is so far as confusion
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is concerned irrelevant. There is also the
evidence of PW 3 Sim Tow Kiang who on being shown
Exhibit P21 (RED A AGE) stated "this is a RED A
tooth brush". , ’

The evidence of W 4 Tan Kay Moh in cross examina-
tion who stated (page 31 paragraph (c)). "A. Our

customers like to buy Red A. We had had these Red
A and so we sold them.

Q.  Your customers thought they wefe getting the
H.K. Red A?
A. ) ) YGS. "

- As to comparison between the RED A ACE label
and the RED A AGE of the defendants it is submitted
that the Court must look at the labels as a whole
and it is a matter of law whether or not knowing
the plaintiffs' getup but without the plaintiffs'
label being present, on seeing the defendants'
getup, a member of the public would be deceived
into the belief that the defendants' goods were
the goods of the plaintiffs. - : .

See Lever & Goodwin 36 -Chancery Division page 1
and particularly the judgments of Cotton L.J. at
pages 5 and 6 and the judgment of Lindley L.J. at
pages 7 and 8. See also Reddawsy v. Banham 1896
Ap. cases page 199 (the Camel Hair Belting case)
and particularly the judgment of Lord Halsbury at
page 204 "for myself, I believ: the principle of
law may be very plainly stated, and that is, that
nobody has any right to represent his goods as
the goods of somebody else'.

"How far the use of particular words, signs,
or pictures does or does not come up to the
proposition which I have enunciated in each
particular case must always be a question of
evidence, and the more simple the phraseology, the
more like it is to a mere description of the
article sold, the greater becomes the difficulty
of proof; but if the proof establishes the fact
the legal consequence appears to follow" and also
the judgment of Lord Herschell at pages 209 and
210 commencing at peragraph sppearing at page 209.

5. Another defence the defendants have alleged

is that the plaintiffs have abandoned their trade
mark and their business in the RED A ACE tooth
brushes in Singapore. The plaintiffs rely on
Mouson & Co. v. Boehm 26 Chancery Division page 398
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as authority for the proposition that mere non user
by the plaintiffs of their trade mark though
coupled with non registration does not amount to

an abandonment by the plaintiffs of their getup and
their business in RED A ACE tooth brushes in

.Singapore and: further discontinuance of user

(which in any event was denied by the plaintiffs
see the evidence of Mr. Leung) is not evidence of
abandonment. The plaintiffs submit that there is
no evidence of any kind to support that they have
abandoned their RED A ACE trade mark. Tie plain-
tiffs also rely on the decision on Ad-Lib Club Ltd.
V. Granville 1971 2 ALL ER 300 and also Berkeley
Hotel Company Limited v. Berkeley International
Mayfair) Limitedand Another 1972 RPC page 237
the judgment of Pennycuick V.C. page 241 onwards)
Copy of report attached). See also Norman Kark
Publications v. Odhams Press Limited 1962 RPC

page 163.

6. The Defendants rely upon laches in paragraph 9
of the defence in that from March 1968 until the
commencement of proceedings in February 1971 the
Plaintiffs failed to take action to restrain the
defendants from selling RED A ACE tooth brushes.

The plaintiffs submit that laches is an equitable
relief and it is a long established maxim of the
doctrine of equity that "he who comes to equity
must come with clean hands". Having regard to the
conduct of the defendant in adopting every salient
feature of the plaintiffs' getup and RED A ACE

trade mark it is submitted that. the defendant cannot
rely on equitable relief so as to deprive the
plaintiffs of their remedy. Further the action

for passing off is an action in tort and it is
provided by section © of the Limitation Act Cap.lO
that actions are required to be brought within six
years from the date on which the cause of action
accrued. The plaintiffs are therefore within the
statutory limit for commencing proceedings as, their
cause of action accrued either when the defendants
first began using the RED A AGE label and getup of
which the plaintiffs complain (which on the
defendant's evidence appears to be in 1967) or from
the time that the defendant's conduct came to the
attention of the plaintiffs which on the evidence
dates from the receipt by the plaintiffs of the
letter from Lim Seng Huat & Co. (Singapore) Pte.Ltd.
appearing at page 3 of the Agreed Bundle that is on
or sbout the 25th March 1968. It is submitted that
this is not a case for reducing the statutory period
of limitation on the basis of the equitable doctrine
of laches so as to deprive the plaintiffs of their
legal remedies.
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It is also submitted that .n any event such
delay as did exist is not sufficient to allow the
defendant to succeed on this defence (see
Electrolux v. Electrix Ltd. 1954 71 RPC 23 at

page 34 (the judgment of Sir Raymond Evershed, M.R.)

at line 11 where a delay of five. or six years is
described as "not very great". See also Evershed's,
M.R. Jjudgment from page 32 to page_35.

Cases where inordinate delay has founded the
defence of laches include Vine Products v. McKenzie
& Co. 1969 RPC 1 and Cluett Peabody v. lcIntyre
Hogg Marsh Ltd. 1958 RPC 335 but in the Vine
Products case the delay was sbout 100 years and in
the Cluett Peabody case (Arrow Shirt) a favourable
reckoning of the delay was 29 years and probably
externded to 42 years. 1t is submitted that the
delay in this case between March 1968 and the
commencement of proceedings is not inordinate
delay and does not entitle the defendants to
succeed in their contention at paragraph 9 of the
Defence that the plaintiffs have been guilty of
laches and that the plaintiffs have acquiesce in
the use by the Defendants of the trade mark AGE
and the getup compkined of. The plaintiffs submit
that notwithstanding the claim raised by the
defendant of acquiescence and laches nevertheless
they are entitled to succeed. : .

7e The plaintiffs admit that the defendant is

the proprietor of the trade mark AGE registered in
block letters in Singapore under No.39808 but the
plaintiffs submit that the use which the defendant
has made of his trade mark is not fair and reason-
able use of his trade mark and the use made is such
that may be restrained. .See Johnson v. Orr-Ewing
and also L.ee Kar Choo v. Lee Lian Choon both cited
above. o ,

8. The defendant claims' that he was requested

to produce RED A AGE tooth brushes by one of his
customers Lim Teck Lee (presumably represented by
Chng Peng Soon). In his evidence the defendant
also suggested that Lim Seng Huat & Co. (Singapore)
Pte. Ltd. also suggested he produce RED A AGE
tooth brushes. The defendant appears to argue that
by reason of Lim Teck Lee & Co. Ltd. andl certain
shareholders of that company and Lim Seng Huat &
Co. (Singapore) Pte. Ltd. and certain shareholders
of that company being associated with General

lMerchandise Joint Venture Private Limited with
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whom the defendant had an agreement (see Agreed
Bundle pages 6 and 7) that because those same
persons or persons connected with them are also
shareholders in Star Plastics Industrial Pte. Ltd.
therefore the conduct of Lim Teck Lee and Lim Seng
Huat and General Merchendise Joint Venture Pte. Ltd.
mey be imputed to Star Plastics Industrial Co. Pte.
Ltd. snd to the plaintiffs. The plaintiffs submit
that such a propositiomn has no foundation in law
and is contrary to the doctrine of the separate
legal personality of incorporated bodies as set out
in Salomon v. Saloman & Co. Ltd. 1897 Appeal Cases
page 22 and particularly the judgment of Loxrd
Halsbury at page 70 line 32 to the end of the page
"but short of such proof it seems to me impossible
to dispute that once the company is legally incor-
porated it must be treated like anyother independent
person with its rights and liabilities appropriate
to itself, end that the motives of those who take
part in the promotion of the company are absolutely
irrelevant in discussing what those rights and
ligbilities are". The Companies-Act cap. 185 of
Singapore provides at section 16 subsection (v) that
on end from the date of incorporation ... the
company shall be a body corporate ... exercising all
the functions of an incorporated company etc.

It is further submitted that the actions of
various ‘traders in procuring the defendant to proiuce

‘RED A AGE tooth brushes does not affect the

plaintiffs' legal rights or rights in equity.
Further the allegation made by the defendant that he
was requested to produce RED A AGE by Chng Peng Soon
was not ‘specifically put to Chng Peng Soon PW 5 when
he gave evidence and, the tenor of the cross examina-
tion of Chng Peng Soon as appears from the Notes of
Evidence was that RED A AGE tooth brushes were on

the market in a small way prior to Singapore General

- Merchandise Joint Venture entering into the agree-

ment with the defendant in the form appearing at
pPage © of the Agreed Bundle.

9. With regard to the defendant's trade mark
registered in Singepore No.39808, the plaintiffs

" are applicants in Originating Motion No.2 of 1971

consolidated with Suit 102 of 1971 for the rectifi-
cation of the Register by striking out the said
trade mark. The gpplicants are persons aggrived by
reason of their application in Singapore for the
registration of their trade mark RED A ACE label
under No.47884 being objected to by the Registrar
of Trade Marks on the basis of the defendant's
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prior registration on the grounds of the alleged
similarity between the words ACE and AGE. Unless

_this objection can be overcome the Plaintiffs/

Applicants will not be able to obtain registration
of their trade mark. A comparison of the marks
AGE end ACE both by ear asnd (particularly) by eye
shows that deception and confus:ion would be (and
has in fact been) the result of the use of the
words AGE and ACE in a competing trade.

It is also submitted that at the time of the 10
application by the defendant for his trade merk AGE

- by reason of the use then belng made by the

Plaintiff of their mark ACE, it would have been
disentitled to protection in a Court of Jjustice

and accordlngly registration offended sgainst

section 15 of the Trade Marks Act Cap.206. The
plalntlffs submit that the decision of the House

of Lords in "BALI" trade mark 1969 RPC 472 is

authority for rectification of the Register of

Trade Marks by expunging the defendsnt's . 20
registration No. 39808. A L

GENERAL:

1. It is well established that whether or not

a mark or 'get-up' so nearly resembles a ‘registemred
mark?! (and it is submitted also a mark or get-up
which is unregistered but enjoys a reputation)

as to be likely to deceive or cause confusion, is

a matter for the Courts and not for individual
witnesees. See the dissenting judgment of Lord
Denning in Parker Knoll Limited v Knoll 30
International Limited 1962 R.P.C. 265 at page 274
lines 11 to 21 and the cases cited. See also the
same judgment for a statement on the law relating
{o pagslng-off at pages 275 line 43 to page 276

ine 22.

2. The judgment of Lord Morris of Borth-y~Gest:
in Parker Knoll Limited v Knoll Intermational

Limited (supra) sets out a useful set of proposi-
tions in deciding the competing rights of traders.

"In solving the problems which have arisen 40
there has been no need to resort to any

abstruse principles but rsther I think to

the straight forward principle that trading

must not only be honest but must not even
unintentionally be unfair" (page 278 lines

21 to 24)".
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The propositions set forth by the noble and
learned Lord then appear at pages 278 line 34 to
279 line 3%6. .

It should be noted that the Sixth proposition
at page 279 line 26 - 36 states quiteclearly that
once it is proved that the plaintiffs name or mark
has acquired "such a secondar meening", then it is
a question for the Court whether a defendant, coee
is so descrihing his goods that there is a likeli-
hood that a substential section of the purchasing
public will be misled into believing that his goods
are the goods of the plaintiffs.

Reference is also made to the judgment of Lord
Hodson at page 284 line 48 to the end of the page
rejecting the argument that honest user of a
defendants own name put a special burden on the
plaintiff to discharge the burden of proof in a
passing off action. By sanalogy to the present
case, use by the defendant of the AGE trade mark
would put no special burden on the Plaintiffs to
discharge the burden of proof upon them.

See also the same judgment at page 285 line
1l to 12 as to the presence of honesty or the
presence of fraud.

See also the judgment of Lord Devlin at pages
291 line 47 to page 292 line 2 and particularly:

"The court must in the end trust to its own
per?eptlon into the mind of the reasonable
man®.

For further discussion on the law relating to
the action for Passing Off see the judgments of the
English Court of Appeal in F. Hoffmann La Roche &
Company A.G. and Another v D D S A Pharmaceuticals
Limited 1972 R.P.C. 1 at pages 16 to 25 and to the
discussion on the authorities therein cited.

CONCLUSION:

Having regard to the evidence given both oral
end in the form of exhibits and having regard to
the conduct of the Defendant which, on the
Defendants own pleadings substantially admits to
taking the RED A ACE label of the Plaintiffs without
any authority or perm1551on (other than a wholly
misconceived personal view that the Plaintiffs had
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abandoned their market in Singapore for RED A ACE
toothbrushes). The Plaintiffs are entitled to the
relief sought, namely an injunction in the terms
of claims (a) (b) (cg and (&) of the Statement of
Claim.

And further that ﬁhe Court shdﬁld order

'redtification of the Register of Trade Marks

Singapore by deleting the trade mark of the
Defendants/Respondent AGE No.39808 under the
provisions of Bection 39(1)(a) of the Trade Marks 10
Act Cap. 206 on the grounds set forth by the .
Plaintiffs/Applicants in Originating Motion No.2
of 1971 which is consolidated with Suit No. 102
of 1971.

4th October 1972 .

S8d. Drew & Napier

No. 45

Written Submission on behalf of
Defendan
DEFENDANT'S SUBMISSIONS OF LAW AND FACTS 20

Passing-off - infringement of Trade Mark

A trade mark as such since the coming into
force of the Trade Marks Ordinarnce in 1928 now
known as The Trade Marks Act, Chapter 206, can be
and is the subject of a statutory right so that
any person using the trade mark or a colourable
imitation of it can be restrained by an injunction
and is liable under the Statute to damages for his
use per se irrespective of damage to business or
goodwill. 30

In our submission, this is a totally new
right unknown to the law prior to the passing of
the Trade Marks Ordinance now Trade Marks Act in
Singapore. '

By the provisions of Section 49 unless the
mark is registered, no action can be maintained
to prevent or recover damages for the use by
enother person of the mark or a colourable
imitation thereof.

Section 53 deals with passing off. , 40
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* In our submission this is gn raction dealing In the High
with damage to a currently operating -business or Court of
one which would be operated or could be operated Singapore
but for extrameous factors beyond the control of T ——
the owner of the business, not for a- non-existent - No.45
business. See R.J. Reuter Co. Ltd. v. Mulhens. ' .

Written
The position is set out in Burberrys vs. .“gubg1§:igngf
Cording which is referred to in Kerly on Trade an ed t
Marks, 9th Editiam, page 291 at paragrasph 746." efendan
(continued)

Particular reference is made to the following:

- "on the one hand apart from: the law as to
trade marks, no one can claim monopoly rights
in the use of a word or name".

This pasgsage refers essentlally to reglstered
trade marks in which statutory rights are givem in
the registered words or names per se. If it refers
to unregistered marks and an action for passlng off,
then it means the origin of goods being dealt in in
such a manner that protectlon must be accorded to
the trade in which the mark 1s used by the
Plaintiffs.

The next sentence reads:

"On the other hand, no one is entitled by the
use of any word or name or indeed in any other
way to represent his goods as being the goods
of another to that other's injury".

Further on this paésage‘is clarified

"but the property to protect ...... is not
property in the word or name but property in
the trade or goodw1ll which' w1ll be injured
by its use".

In our submission, at the time of the Writ in
an action for passing off, it must be shown that
there is a trade or goodwill by the Plaintiff in
the article in question currently in existence to
be protected.

I would refer to the following words:-
"It is also important for the same business

to consider history, the nature of its use
by the person who seeks the injunction and
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the extent to wihich it is or has been used
by others."

Assuming the facts in this case to be that
ACE and a "A" in a red circle was used in Singapore
by Star Brush Manufacturing Co. originally. .

Toese goods were manufactured by Star
Industrial Co. Ltd. from 1962 to 1965 for sale in
Singapore.

In Hong Kong, Star Brush Manufacturing Co.

| registered a label which contained restrictions 10

and was only for goods made in Hong Kong and the
exclusive right to the letter "A" was disclaimed.

This registered mark was with the permission
of Star Brush Manufacturing Co. used by Star

Industrial Co. Ltd. on goods made in Hong Kong and
sent to Singapore.

I would refer to pages 7 and 8 of the Notes
of Evidence.

"Q. After the formation of Star Industrial Co.
Ltd. you did continue to use the mark "Star 20
%rush Manufacturing Co.?7"

A. es.

Q- Who is the sole proprietor of Star Brush
Manufacturing Co.?
A. J.H. Leung.

Q. He became a shareholder in Star Industrial

Co. Ltd.?
A. Yes.
Q. Do you have a copy of the agreement between
" J.H. Leung snd the plaintiffs for the sale 30
§f the business?
A. O.

Q. Possibly a letter of intent setting out terms?
A. No. Nothing.

Q- I put it to you Mr. Leung who is the managing
director retained personal ownership of this
%ark until the a551gnment?

A. €S.
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Q. I suggest that until the assignment, it was
‘used to denote the goods of Mr. Leung and not
of the Plaintiff Co.?

. A.. I don't follow ite

Q. The Plaintiff Co. expanded the buslness of
. Mr. Leung? S :

-‘A; .Yes.-

Q. And Mr. Leung was the owner of the mark until
the assignment?
A. Yes.

Q. The registration is llmlted on the certificate?
A. Yes. _ .

Q. You have no rights in the letter A as a trade
' mark? R . .
A. Yes.

Q. And anybody could also use the letter A?
A. Yes.

Q. This trade mark is restricted to use on goods

made in H.K.?
A. Yes.

. Q. It would appear that goods made in 8'pore.

are not entitled to enjoy the goodw1ll of
, thls'H K. registered mark?
A. Yes,! Lo

The whole of this passage is important but in
particular these questions and these amswers:-

"Q. I put it to you Mr. Leung who is the managing
director retained personal ownershlp of this
mark until the assignment?

A. Yes.

Q. This trade mark is restricted to use on goods
made in H. K.

A. Yes.

Q. It would appear that goods made in Singapore

are not entitled to:enjoy the goodw1ll of this
H. K..reglstered mark?
A. Yes. "

The agreement between Mr. Leung (if any) -
there appears to be mone - and the Plaintiff Co.
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was that the Plaintiff Co. expanded the business
but lMr. Leung kept the trade mark. The trade mark
denotes the origin. The trade mark was therefore
to denote Star Brush Manufacturing Co. was not
manufacturing these tooth-brushes. This arrange-
ment destroyed Mr. Leung's goodwill. See
Lacteosote Ltd. v. Alburmen 1927 2 Chancery 117
This case is referred to R.J. Reuter Co. Ltd. v.
Ferd Mulhens 1953 2 A.E.R. page 1160 at page 1175
line H. seq. and Leather Cloth Co. v. American 10
Leather Cloth Co. 1865 1l H.L. Cas. 523 referred
to in the abovementioned case as "authority for
the proposition that a purchaser of a mark becomes
owner of it only if he becomes at the same time
purchaser of the masnufactory or the business con-
cerned in the goods to which the mark has been
affixed."

The passage subsequently quoted at page 1176
is similar to what happened in this case.-

The Plaintiffs apparently produced the goods 20
but Mr. Leung kept the mark. The mark therefore
was incapable of being distinctive of Mr. Leung's
goods "if the identity of the business is destroyed,
the mark is destroyed with it."

I would refer to Kerly paragraph 488 page 248
and in the passage attributed to Lord Macnegthen:-

"for goodwill has no indepeadent existence.

It cennot subsist by itself. It must be

attached to a business. Destroy the business

and the goodwill perishes with it though 20
elements remain which may perhaps be gathered

up and be revived again."

In the further passage attrlbuted to Lord
Lindley:-

"Goodwill regarded as property has no meaning
- except in connection with some. business, trade
or calling ..........0..0...0.0.‘...'......00.
In this wide sense, goodwill is inseparable
from the business to which it adds valus, and,
in my opinion, exists where the business is 40
carried on. Such business may be carried on
..........0............................ orln
several and if in several, there may be
several businesses each having a goodwill of
its own."
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. The Plaintiffs rely on an assignment from Mr. In the High
Leung of a registered mark in 1968 in Hong Kong. Court of
At that time, Mr. Leung had no goodwill in Singapore Singapore
in connection with the mark registered in Hong Kong —
to assign to Star Industrial Co. Ltd. ' ' No.45
: Written
1890 7 R.P.C. paragraphs 504 to 598 .  submissions
on behalf of

Although these cases deal with infringement Defendant
registration as a fundamental necessity requires a elendan
statement that the mark is used by the proprietor (continued)
or intended to be used by the proprietor.

In this case it means the Applicant.

1968 - In our submission, if there was any trade or
goodwill up to 1965, such a mark if distinctive
belongs to Star Brush Manufacturing Co.

In 1968 when the mark was assigned it could
only be assigned in respect of the goods made in
Hong Kong and sold in Singapore by Leung.

At that time there was no business in Singapore
by Star Brush Manufacturing Co. and as far as
Singapore is concermed, the assignment was an
assignment of nothing. This is a similar position
now. S

Neither the Plaintiffs nor the party for whom
they claimed to be entitled has any business in
Singapore and as a passing off action deals with
misrepresentations injuring another party's business,
the Plaintiffs' business is nil.

Evidence of business and goodwill

Page 2 of the Notes of Evidence ~ "As a result of the
imposition of a tariff in Singapore, sales slumped

in 1966. We continued to manufacture and sell to
other countries around the world as well as in H.K."

Page 5 of the Notes of Evidence -~ "In the year
1959 gfar Plastics Industrial Co. (Pte.) Ltd.
manufactured and sold Red Ace tooth~brushes in
Singapore." '

The figures given are either .5% or 5%.

In our submission, the Plaintiffs have failed
to prove or establish or given evidence sufficient
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In the High for the Plaintiffs to cleim that prior to 1965
Court of they had sold in Singapore sufficient tooth-
Singapore brushes under their mark to establish any
——— - reputation in it at all. - They nave called no -
No.45 retailers and their trap orders on the usual -basis

are meaningless. The flgures given are meaning-

giggzggions less and the Plaintiffs! main witness admits that
on behalf of if they ceame to Singapore it was for redistribution
Defendant in other countries.

{continued) See page 9 of the Notes of Evidence:-

"Q. In 1969 you say the sales for local consump-
tion were .5 per cent of the flgure?
A. Yes.

Q. Exports were mainly to Indonesia?
A. Yes. Also to Malaysia, Australia.

Q. In 1956 Singapore was a free port?

A. Yes.

Q. Most probsbly much of it was for outside
Singapore?

A. Yes.

Q. From 1956 to 1960 you have no evidence of
actual sales in Singapoére?
A. Yes.

Q. Similar consideration apply to all the
flgures in your affidavit?
A. Yes."

There is a clear cut admission in this
evidence that there are mno figures of actual sales
in Singapore at all. o ,

Get up of Packs

See pages 10, 11 and 12 of the Notes of Evidence.

nge 10

Q. There are many companies in Hong Kong u51ng
similar type of boxes.
A. Yes.
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Page 11

Q. Your case depends on confusion. Now, if you
have two boxes in your hend, Sun 8 is clearly
%1st1ngulshable from Ace A?

A. es.

Page 12

Q. The use of the words Age A may be mlstaken for
Ace A - that is what this action is about?
Ae Yes. Correct,

In our submission on the evidence, the pack
in silver of its type is common to the trade in
Singapore.

~Agglicatian.for rectification

The clear cut admission of Kenneth Tongson
means that application must fail. Figures have
been given which it is now known as totally
incorrect as to sales in Singapore.

Witness to prove reputation

Witness P.W.3 «~ BEach year we sold 200 to 300 gross

worth six to seven thousand dollars.

Can't say how much of it was for
local consumption.

P.W.?% witness admits is wholesale and export
and the main market is Indonesia.

In re-examination the witness admits that when
the tariff came in, they dropped the tooth-brush
business altogether.

Witness P.W.4 -~ This witness in cross-—-exasmination
admits he i1s a wholesaler mainly concerned with
export in Indonesia. He could produce no figures
of sales to retailers in Singapore before 1965.
He also admits he is promoting the sale of the
Defendant's tooth-~-brushes.” See page 22 of the
Notes of Evidence when he admits the two packs are
distinct and he admits that the Singapore Co. i.e.
the new Company is pushlng its goods as if they
were the Defendant's, and he malntalns that they
are distinguishable.

His evidence on reputation, etc. is in our
subnission not supporting the Plaintiffs' case.
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Witness P.W.5 - This witness admits they sell the
Singapore Co.'s tooth-brushes and that the Hong
Kong Co. stopped in 1965. He also admits no
1g£grts from Hong Kong in 1965, 1966, 1967 and
1968.

Witness P.W.6 - "Customers in Singapore clearly
ow the difference between the Long Kong tooth-
brush and the Singapore tooth-brush." .

. This evidence called by the Plaintiff clearly
establishes that the Defendant Co.'s tooth-brush 10
is known in Singapore and is made by different
people.

The following passage is referred to:-

"A. They only read the name of the manufacturers
and know it was made in Singapore.

Q. And they knew it was a different tooth-brush
from the H.K. one?

A. Yes.
Qe And they did not care about the Age A, the

Ace A or the Red A? 20
A. Yes."

This witness establishes that the only
business in Singapore other than the Defendant's
is the Singapore Co. not the Hong Kong Co.

Summary of position re businescs in Singapore

We would refer to R.J. Reuter Co. Ltd. v.
Mulhens 1953 R.P.C. Vol. 70 page 235.

The particular passages to whica relercuce
is called are page 251 commencing from llne 20
to the bottom of the page. 30

From this we wish to call partlcular refer=
ence to lines 40, 41 in which it is said that a
trade mark is "ulstlnctlve of the origin of goods."

Also at page 253 lines 15, lo, 17 in parti-
cular "And plainly, if the Defendant be unable to
prove the requisite association of the marks with
his business, any passing-off actiom on his part
must fail."
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Applying to these goods the Plaintiffs have
to show that at the date of the Writ or the date
of the trial the mark Ace A meamns in Singapore
goods made in Hong Kong and exported to Singapore.

There has been no such business<siﬁéevl965.

The Plaintiffs do not intend either at the
date of the Writ or today to maske tath-brushes in
HonguKongvand send to Singapore.

Particular reference from line 19 to line '53.

In this connection we would stress that there
were witnesses and the Judge accepted that German
made 4711 could be confused w1th English made 4711
but says as follows:~

"Still I do not think the Defendant is.
entitled to succeed in his claim for passing

off. He is conducting in Fngland no business
selli ere no goods. As 1t seems to me,
he has not in tﬁgs country sny proprietary
right which he -is entitled to protect. Proof

of the facts, as I have assumed them, does
not create or give him such a right."

At line %6 the right is discussed.

The Hong Kong Co. would have to show they have
the sole or single use and continues at line 44
"Nevertheless, 1 cannot think that, at any rate in
the absence of some very special circumstsnces, a
person who is not trading in this country and has
in this -country no proprietary interest in a name

or mark cen be said to have the exclusive right
"

Further, "The question, and the only question,
with which we are concerned is whether the Defendant
in this country has any such propraetaxy interest,
under common- law or otherwise, in the mark or badge
or in the business of making snd selling Eau de
Cologne as will support a claim om his part for
pa351ng-off against the Plaintiff Co. or sny other
person.

- . Applying this- latter sentence to this case and
substituting for "Eau de Cologne" "tooth-brushes
made in Hong Kong by Star Industrial Co. Ltd." at
the present time, can it be said that in Ace A the
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Plaintiffs who applied it to such tooth-brushes
has todsy eny proprietary right to stop Star
Plastics Industrial Private Ltd., a Singapore Co.,
who are making these tooth-brushes or my client?

I am enclosing with this submission a photo-
copy of this case for easy reference.

Reference is also made to A.G. Spalding &
Bros. v. A.W. Gamage Ltd. 1915 R.P.C. Vol 32 page
273 at page 28% - 285 marked for convenience
reference with lines which stresses that the 10
essence of a passing off action is that damages
may probably ensue.

It is 1mp0851ble in thls case know1ng that
Ace A assuming it acquired a reputation to hold
that damages will ensue to the Hong Kong Co. in
the sense that the Defendant's tooth-brushes can do
any damsge to the sale of tooth-brushes made in
Hong Kong and sent to Singapore as there have been
no sales since 1965 at all and there won't be any.

Also on goodwill being linked with a de facto 20
business, we would refer to Pinto v. Badman 1891
R.P.C. Vol. 8 page 181 with particular reference
to pages 194 and 195.

Delay, acquiescence, laches

These require consideration only if one assumes
that the Plaintiffs have established a proprietary

right.

The Plalntlffs were informed that this mark
was used by my client in 1968 (early). . No interest
was shown. , 30

Interest was shown when a shareholder of the
Hong Kong Co. was interested in becoming a share-
holder with Singspore interest of a Singapore Co.,
not to sell tooth-brushes made in Hong Kong but
to manufacture in Singapore tooth-brushes and use
as a trade mark denoting Singapore origin the mark
Ace A. At that time the pack was common to the
trade in Singspore. ‘

These acts in my submission show that Mr.Leung
and the Hong Kong Co. had no intention of using 40
Ace A to denote goods of the origin of the Hong
Kong Co. and have in fact abandoned the mark in
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the sense that it is no longer to be used to denote
Hong Kong origin.

The only part who could be a Plaintiff is
Star Plastics Industrial Private Ltd. a Singepore
Co. as they are the people doing busire ss in the
Ace A mark and denoting this separate independent
Singapore Co. They are not before the Court and
if there was any goodwill or proprietary rights,
they have been passed over to the Singapore Co.

I would refer to.page 13 of the Notes of
Evidence -~

Q. When the tariff came in, the plaintiffs were

no longer going to manufacture in H.K. and
sell in Singapore?

A. Yes. We were going to do it through a
Singapore Co.

The facts about the Singapore Co. are now
known.

Evidence of repute

In my submission the Plaintiffs apart from
the questions above dealt with have totally failed
to.prove that either in 1965 or the date of the
issue of the Writ repute in Singapore sufficient
to sustain the action. There is in fact no
evidence of sales in Singapore sufficient to bring
en action. §Shipments to Singapore if any were
mainly for Indonesia. But in fact the evidence
is of sales in Hong Kong.

Dated this 6th day of October, 1972. .
Sd. L.A.J. SMITH
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No. 46

Purther written submissions on
behalf of the Plaintiffs/Applicants

(A) As to the plaintiffs' right to sue:

1. It has been argued on behalf of the defendant
that at the date the Writ in Suit No. 102 of 1971
was issued the plaintiffs no longer had any -
business in Singapore and they had nothing to
protect having abandoned the Singspore mark. It
is further argued that no legal assignment of the
RED A ACE trade mark in Hong Kong was effected by
Star Brush Manufacturing Co. of which Mr. Leung
Jhi Hung was the sole proprietor until after the
defendant had commenced to manufacture and sell
in Singapore RED A AGE tooth brushes.

2. It is submitted that from 31lst March 1962
when Mr. Leung Jhi Hung ceased to carry on
business as Star Brush Manufacturing Co. (at the
latest) and probably on and from the 15th March
1962 when the plaintiffs acquired from Mr. Leung
Jhi Hung certain of the assets of Mr. Leung
formerly used by him in connection with the
business of Star Brush Manufacturing Co., the
goodwill in the business of RED A ACE tooth
brushes passed to the plaintiffs who perhaps from
the date of the assignment of the manufacturing
equipment and certainly from the date that

Mr. Leung Jhi Hung ceased to carry on business as
Star Brush Menufacturing Co. enjoyed all the
rights, advantages and benefits of the trade in
RED A ACE tooth brushes in Hong Kong and Singapore
and elsewhere. The fact that no legal assignment
of the goodwill in the busine ss formerly carried
on by Mr. Leung Jhi Hung in the name of Star
Brush Manufacturing Co. was then entered into
does not detract fram the effective transfer of
goodwill when Star Industrial Co. Ltd. begen manu-
facturing and selling for their own benefit and
enjoyment RED A ACE tooth brushes.

With further reference to the transfer or
assignment of goodwill from Mr. Leung Jhi Hung
to the plaintiffs reference is made to the Third
Edition of Halsbury's Laws of England Volume 4
pages 492 and 493 paragraph 1018 and particularly
at the top of page 493 "an agreement amounting to
sn equitable assignment may be expressed and

10

30
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written or may even be made out from a course of
dealing between the parties".

Paragraphs 483 and 483(a) at page 245 of the
9th Edition of Kerley on Trade Marks deal with
"Assignment and transmissim of common law trade
mark", and "Transfer by implication with goodwill".
It is submitted that where reputation has been
proved in a particular label or getup so that the
same has become distinctive of the goods of one
trader and no other (as in the case with RED A ACE
prior to the defendant's conduct) then substanti-
ally such distinctive label stands in no different
position from a trade mark and if the proprietor
of such label in fact (whether with or without
legal documentation) trensfers his business and
his labels. to another trader snd permits that other
to carry on the business and does not himself
compete therewith and himself ceases business it
necessarily follows that a transfer of goodwill
takes place.

At common law a trade mark could not be assigned

except with the goodwill of the business in the
goods in connection with which it was used. "It
was held that the sale and transfer of the goodwill
of a business assigned the trade marks used in the
business to the purcheser and transferee by
implication and without any express grant being
needed". (See para 483(a) and the authorities
there cited). It is submitted that the plaintiffs
are the successors in title to Mr. Leung Jhi Hung
trading as Star Brush Manufacturing Co. of Hong
Kong and accordingly at the date of the imposition
of tariff on tooth brushes in October 1965 were the
proprietors of the goodwill and reputation of the
RED A ACE labels in Singapore. ’ '

3. The imposition of the tariff commercially
prevented the plaintiffs from continuing to sell
RED A ACE tooth brushes manufactured in Hong Kong
in Singspore (although the plaintiffs maintain some
small sdles did continue). The case of Ad-Lib Club
v. Granville 1972 2 ALL ER page 300 is authority
for the proposition that a trader who ceases to
carry on business mey nonetheless retain for a
period of time the goodwill of that business. See
also The Berkeley Hotel Co. Ltd. v. Berkeley
International (Mayfair) Ltd. 1972 RPC page 237.

It is submitted that at the date the defendant
commenced to menufacture and sell in Singapore
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RED A AGE tooth brushes the plaintiffs continued
to enjoy the reputation held by them in their
RED A ACE tooth brushes prior to the imposition
of the tariff. The imposition of the tariff was
a circumstance of the trade beyond the control of
the plaintiffs (see Aktiebolaget Manus v. R.J.
Fullwood & Bland Limited 1949 Chamncery Division
208) and the plaintiffs have not by reason of the
imposition of the tariff abandoned their goodwill
trade and business in Singapore. (See also
Mouson v. Boehm 26 Chancery Division %98).

4, The plaintiffs having still maintained their
reputation at the date the defendant commenced
sales of RED A AGE tooth brushes the plaintiffs,
at the very worst are one of the persons entitled
to sue and where more than one party is entitled
to sue action may be brought by any of them

(See Bollinger v. Spanish Wine Importers: 1960

RPC 16 and 1961 RPC 116 referred to 1n the
previous submission). _

5. In any event the business in RED A ACE tooth
brushes in Singapore which are now belng sold by
Star Plastics Industrial Co. Pte. Ltd. is exploit-
ing the goodwill snd reputation of the plaintiffs.
It is this goodwill of the plaintiffs which the
actions of the debndant damage. There is no
deception to the public as a result of Star
Plastics Industrial Co. Pte. Ltd. using the

RED A ACE label of the plaintiffs as the plaintiffs
maintain (as: - is the evidence) full comtrol over the
products to which the RED A ACE labels are applied
and the manner in which those labels are applied.
Further the Singapore factory enjoys a licence from
the plaintiffs. This licence is informal at the
present being embodied in the letter appearlng at
pages 4 and 5 of the Agreed Bundle.

R The present case is clearly distinguishable
from that of Thorneloe v. Hill 11 RPC 61 in which
case the plaintiff was an assignee of what
purported to be goodwill in a trade name without
any assignment of the business therewith and which
trade name had not been used by the asslgnor or
for a period of time by the assignors' predecessors

in title who had granted to third parties substenti-

ally prior to the purported assgnment a licence to
use the same mark for a limited period of time
without reserving any control over the manner in
which the same was used. In any event the trade
name in that case (Thormeloe v. Hill) was not
being properly applied by the plaintiff or his
predecessors in title and was lealing to deception.

10
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7. Reference is also made to the 9th Edition of
Kerley on Trade Marks pages 385 and 386 paragraph
742 on "Assignment and devolution of trade name
etc." and particularly to the notes on Imperial
Tobacco Company of India v. Bonnan (1924) 41 RPC
441, It is submitted that that case when coupled
with the decision of the "Bostitch" case 1963 RPC
18% is ample authority for the proposition that
sales by Star Plastics Industrial Co. Pte. Ltd.,
in view of the control exercised by the plaintiffs
over their methods of manufacture and use of the
RED A ACE labels result in the reputation in the
RED A ACE mark (that is the goodwill vested
therein) remaining with the plaintiffs.

8. The case of R.J. Reuter Coy. Ltd. v. Mulhens
(1953) 70 RPC 102 is also relevant both on the
question of assignment of goodwill and also for
the observations contained in section 2 of the
Trade Marks Act 1938. 1In the judgment of
Danckwerts J. at page 121, first, at lines 4 to 8
sums up the relevance of the English Trade Marks
Act 1938 section 2 (which is in the same terms as
the Trade Marks Act Cap. 206 section 53). The
learned judge there stated: o

" I think that the only relevance of this
~ section for the purposes of this action is
‘that it prevents the Plaintiffs relying upon
their registered trade marks so far as getup
of the goods, as distinguished from the trade
marks is concerned, and maskes the Trade Marks

‘Act irrelevant as regards the claim of passing-

off so far as it is based on getup or appear-
ance of the articles sold".

The foregoing is clearly additional suthority
for a Plaintiff being entitled to seek relief for
passing off where his trade mark or getup is not
registered. ' ' ,

From line 9 on the same page the question of
goodwill is discussed. In that case it will be
noted that goodwill was assigned to Reuter by the
Custodian of Enemy Property so that Mulhens in. his
counterclaim for passing off had no goodwill or
reputation upon which to sue. The discussion on
goodwill is not authority for the proposition that
by reason of the imposition of the tariff in
Singapore the plaintiffs were kept out of the
market and thus forfeited their goodwill. It is
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further submitted that this part of the judgment
of Danckwerts J. supports the plaintiffs' conten-
tion that they have acquired the goodwill formerly
owned by Mr. Leung Jhi Hung trading as Star Brush
Manufacturing Co.

There has been no assignment or transfer of
goodwill from the pleintiffs to Star Plastics
Industrial Co. Pte. Ltd., Singapore, as the
licence given to the latter ampany to use the

kbels and marks of the plaintiffs is restricted 10
and is in fact subject to control by the
plaintiffs.

Dated this 7th day of October, 1972.
Sd. Drew & Napier.

No. 47
JUDGMENT OF CHOOR SINGH, J.

This action is brought to restrain the
defendants from passing-off tooth-brushes not of
the manufacture of the plaintiffs as and for the
tooth-brushes of the plaintiffs. 20

The circumstances giving rise to the action
are these, In the year 1953 one J.H. Leung residing
in HongKong end trading there under the neme of
"Star Brush Manufacturing Co." started manufactur-
ing in HongKong tooth-brushes which were packed in
packets which were divided diagonally into two
parts, the top part consisting of white trans-
parent cellophane paper and the bottom half of
plain hard paper with a silver background with the
words "ACE BRAND TOOTH BRUSH" together with the 30
symbol of the letter "A" enclosed with a red circle
embossed thereon. These tooth-brushes were first
imported in Singspore in 1953 and they were mostly
for re-export to Indonesia and the other surround-
ing territories although there were some local
sales as well. The "Ace" trade mark was not
registered in Singapore and has never been
registered here.

In 1961 Leung's tooth-brush business was
taken over by a new compeny which was incorporated 40
and registered under the HongKong Companies Act
under the name of "Star Industrial Co. Ltd."
Leung became a major shareholder of this Company
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and its managing director. This Company took over
the manufacture of the "ACE" brand tooth~brushes
which they exwrted to Singapore and Leung's Star

-Brush Manufacturing ceased manufacturing such tooth-

brushes.

It is here relevant to note two significant
facts that occurred at this time. PFirst, although
Leung was the managing director and the major
shareholder ‘of the Star Industrial Co. Ltd. which
now manufactured and ewprted the "ACE Brand"
tooth-brushes, Leung retained personal ownership
of the "ACE Brend" merk. Secondly, although the
"ACE Brand" tooth-brushes were now manufactured and
exported by the Star Industrial Co. Ltd. these
tooth-brushes continued to be packed and exported
in packets labelled "Star Brush Mapufacturing Co."

In 1963 the "ACE Brand" was registered as a
trademark in HongKong not by the plaintiff Company
which was then ushg this mark on tooth~-brushes
manufactured by it, but by the Star Brush
Manufacturing Co. of which Leung was still the
sole proprietor and which no longer manufactured
eny tooth-brushes.

In October 1965 the Singapore Government
imposed a tariff of 15 cents per tooth~brush on
all tooth-brushes imported into Singapore and the
plaintiff thereafter stopped exporting their tooth-
brushes to Singapore as they could not be sold
with profit. ‘ :

In 1968 the plaintiff Company entered into
negotiations with some merchants in Singepore with
a view of starting a joint venture in Singapore for
manufacturing the "ACE Brand" tooth-brushes. These
negotiations resulted in the incorporation in
Singapore of the Star Plastics Industrial Co. (Pte.)
Ltd. with a capital of 1,200,000 of which £168,000
was subscribed by the plaintiff Company. The
plaintiff Company supplied the "know-how" and sent
from HongKong moulds for the production of tooth-
brushes and they also sent technicians and a
production manager to supervise the manufacture of
tooth-brushes and plastic wares. The plaintiff
Company also persuaded Leung in 1968 to assign to
the plaintiff Company the "ACE Brand" trade mark
registered in HongKong which he did grain.(sic)

In 1969 the Star Plastics Industrial Co. (Pte.)
Ltd. started menufacturing in Singapore the "ACE
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Brand" tooth-brushes and on the 3rd December 1969
they applied to the Registrar of Trade Marks in
Singapore for the registration of the "ACE Brand"
trade mark. The Registrar objected to the registra-
tion of the "ACE Brand" trade mark because of the
prior registration of the "AGE" trade mark by the
defendant Company.

What had happened was that after the imposition
of tariffs upon the import of tooth-brushes into
Singapore, all Singapore dealers had stopped
importing "ACE Brand tooth-brushes from HongKong.
In 1968 the defendant who was originally trading

as Yap Trading Co. changed the name of his business
to that of "New Star Industrial Co." and started
manufacturing tooth-brushes which he sold under

the brand name of "AGE" which he registered as a
trade mark with the Registry of Trade Marks in
Singapore. S0, when the Star Plastics Industrial
Co. (Pte.) Ltd. applied in December 1969 to
register the "ACE" trade mark, the Registrar took
the view that the registered mark "AGE" was likely
to be infringed by the "ACE" trade mark and he
refused its registration. Nothing happend for
about a year and then in 1971 the plaintiff Company
commenced this action claiming that the defendant
was passing-off his tooth-brushes as the tooth-
brushes of the plaintiff Company. They also
commenced Originating Summons No.2 of 1971 wherein
they claimed rectification of the Register of Trade
Marks and the removal of the defendant's trade maxrk
from the Register. Both these proceedings have
been consolidated and the rectification of the
Register will depend onthe result of this action.

All the wholesalers called by the plaintiffs
to give evidence on their behalf 'admitted that upon
the imposition by the Singspore Govermment in
October 1965 of tariffs on the import of tooth-
brushes, they stopped importing ACE tooth-brushes
from HongKong. Leung claimed that a small quantity
was exported to Singapore in 1966 and 1967. There
is no independent evidence to support this claim.
and I am therefore unable to accept it. On the
evidence before me I hold that after 19¢5, the
"ACE Brand" tooth-brushes were not imported into
Singapore. N

It is also clear from the evidence that all
"ACE Brand" toothwbrushes imported into Singapore
prior to the imposition of the tariffs had the
label "Star Brush Manufacturing Co." on their
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packets. However, Leung claimed that from January
1964 the "ACE Brand" tooth-brushes imported into
Singapore had on their packets the name of the
plaintiff Compeny i.e. Star Industrial Co. Ltd.
There is egain no independent evidence to support
this assertion.: No one in Singgpore was called to
support this claim by Leung.  If what Leung stated
was true then the wholesalers who imported tooth-
brushes in 1964 and the retailers who sold them to
the public' in Singapore could have testified to the
truth of Leung's contention. There is no such
evidence before the court. In my opinion Leung was
not speaking the truth and I therefore reject his
contention, I find it as a fact that all "ACE
Brand" tooth-brushes sold in Singapore prior to

the imposition of the tariffs carried the label
"Star Brush Manufacturing Co." on their packets.

.These are the facts upon which I will now
proceed to determine this case. A large number of
authorities were cited by both counsel, but in my
opinion this dispute is easily resolved if one
comprehends clearly the true basis of a passing-
off action.

;'-Iﬁ?sd far ag imitaﬁioﬂ of get-up is concemed,

- the gist of-the action for passing-off is this.

The plaintiff by using and making known a particu-
lar get-up in relation to his goods, and thus
causing it to be associated exclusively with his
goods, acquires a quasi-proprietary right to the
exclusive use of the get-up in relation to goods
of that kind. And this right is invaded by any
person who, by using some deceptively similar
get-up in relation to other goods of that kind but
not of the plaintiff's manufacture, induces
customers to buy from him such other goods as goods
of the plaintiff's manufacture, thereby diverting
to himself orders intended for and rightfully
belonging to the plaintiffs.. That. is the view
expressed by Jenkins L.J. in Qertli A.G. v. Bowman

ffbondonfz'fi'bds (3:957) RPCe—3 at page 397.

The basis of the proceedings in a passing-off
action is the protection of rights of property
affecting the plaintiff's trade for there: is no
right of 'action where there is no interference with

the plaintiff's trade. The view that the law inter-

venes to protect rights of property is clearly
supported by the observations of Lord Parker in
Spalding & Bros. v. A.W. Gamage Ltd. (1915) 32

L.C. at page 284.
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" There appears to be considersable
diversity of opinion as to the nature of the
right, the invasion of which is the subject

of what are known as passing-off actions.

The more general opinion appears to be that
the right is a right of property.. This view
naturally demsnds an answer to the question -
property in what? Some authorities ssay,
property in: the mark, name or get up
:meroperly used by the defendant. Others say,
property in the business or goodwill likely.
to be injured by the misrepresentation. Lord
Herschell in Reddaway V. Ba.nham, (189¢6) A.C.
199 expressly dissents from the former view;
and if the right invaded is a right of
property at all, there are, 1 tha.nk, strong
reasons for preferring the latter view."

The same view is supported by the statemnts
of Romer, L.J., in Samuelson v. Producers'

Digtributing Co. Itd., (1931) A1l E.R.7F at pege 8l
and of Goaﬁﬁ L.J. in Draper v. Trist, (1939

3 All E.R. 513 at psge 526, where he ssys:-

" In passing-off cases, however, the true
basis of the action is that the passing~off
by the defendant of his goods as.the goods of
the plaintiff injures the right of property
in the plaintiff, that right of property being
his righ’c to the goodwill of his business."

In v...g% ing (1900) 26 R.P.C. 693
Parker, ? sumarlsed e princlples of law ’
applicable, in: the following passage, at page 701:

" The principles of law applicable to a
case of this sort are well known. On the one
hand, gpart from the law as to trade mark, on
one can claim monopoly rights in the use of a
word or name. On the other hand, on one is

~ entitled: by the use of any word or name, oOr
indeed in any other way, to represent his
goods as being the goods of another to that
other's injury. If an injunction be granted
restraining the use of a word or name, it is
.no doubt granted to protect property, but the
property, to protect which it is granted, is
not property in the word or name, but property
in the trade or goodwill which will be injured
by its use ceeccces "
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In Commissioners of Inland Revenue v. Muller & In the High
Co.'s Marg%;ine Ltd. ,(1901) A.C. 2L/ in discussing Court of
goodwlll, Lord Macnaghten said, at page 223:- Singapore

" Goodwill has no independent existence. No.47

It cannot subsist by itself. It must be

attached to a business. Destroy the business ggg%?egzngg I
and the goodwill perishes with it though *
elements remain which may perhaps be gathered 19th April
up and be revived again." 1973

And Lord Lindley added:- (continued)

"Goodwill regarded as property has no meaning
except in connection with some business, trade
or calling .¢s.s... In this wide sense good--
will is inseparable from the business to which
it adds value, and, in my opinion, exists.
where the business is carried on. Such
' business may be carried on in one place or
countﬁg ceeeseses Or in several and if in
several, there may be several businesses each
having a goodwill of its own."

It follows from all these authorities that a
passing-off action is an action dealing with damage
to a currently operating business or ome which
would be operated or could be operated but for
extraneous factors beyond the control of the owner
of the business.  8ee R.J. Reuter Co. Ltd. v.
Mulhens, 1953 R.P.C. vol 70 page e2b. 11 a
passing-off action it must be shown that at the
time of the Writ there is a trade or goodwill by

- the plaimtiff in the article in question

currently in existence to be protected.

Although the plaintiffs claim that this is a
passing~-off action, their claim is in substance
based on sn unregistered trade mark and their
real complaint is that the defendants have
infringed their unregistered trade mark. The "ACE"
mark is not registered in Singapore under the Trade
Marks Act (Cap. 206). It is therefore necessary %o
ascertain what are the rights, if eny, of en un-
registered trade mark. A trade mark as such, Bince
the coming into force of the Trade Marks Ordinance
in 1938, now known as the . .Trade Marks Act (Cap.206,
hereinafter referred to as the Act) can be the
subject of a statutory right so that any person
using the trade mark or a colourable imitation of
it can be restrained by sm injunction and is liable
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under the Act to damages for his use per se irrec~
pective of damage to business or goodwill. This
is a totally new right unknown to the law prior to
the passing of the Act. Section 49 of the Act
provides that unless the mark is registered, no
action can be maintained to prevent or recover
damages for the use by smother of the mark or a
colourable imitation thereof.

And unregistered trade mark cannot be validly
assigned unless the whole of the goodwill in the
business in which the mark is used is assigned at
the same time. See Sinclair's case, (1932) 49
R.P.C. 123. BSee also Leather Cloth Co. Ltd. v.
American Leather Cloth Co. Ltd. (186D) 1L H.L.C.

which is referred to in R.J. Reuter Co. Ltd.
v. Mulhens (supra), as "authority for the
proposition that a purchaser of a mark becomes
owner of it only if he becomes at the same time
purchaser of the manufactory or the business con-
cerned in the goods to which the mark has been
affixed."

It is true that under section 42 of the Act
it is now possible to effectually assign a mark
not together with the whole business of origin of
the mark but this competency is confined to
registered trade marks. Unregistered trade marks
can be s0 assigned only if "at the time of the
ass1gnment of the unregistered trade mark it. 1s or
was used in the same business as a registered
trade mark, and if it is or was assigned at the
same time and to the same person as that registered
trade mark and in respect of goods all of which are
goods in relation to which the registered trade
mark is or was used in that business and in respect
of which that registered trade mark is or was
assigned." See section 42(3) of the Act.

Furthermore "even in the case of what are
sometimes referred tq as common law trade marks,
the property, if any, of the so-called owner is in
its nature tremsitory, and only exists so long as
the mark is distinctive of his own goods in the
eyes of the public" per Lord Parker in gfg%gégg

and Brothers v A.W. G§£§5e, Limited, (1
R.P.C. 273, at page

When these principleé of Law are applied to
the facts of this case, it will be seen that the
plaintiffs' claim fails on a number of grounds.
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First, -the evidence, in my opinion, is inade-
quate to establish eny goodwill or property of the
plaintiffs in Slngapore in respect:of the "ACE
Brand"™ tooth-brush. ' To establish a reputation in
it they must prove that a sufficiently large
quentity was s6ld in Singapore. The figures given
are of exports from HongKong to Singapore and the
plaintiffs concede. that these tooth-~brushes were
mainly for re-export to: Indonesia, Malaysia and
Australia. They have made a clear-cut admission
that they hae no figures of actual sales in
Slngapore. They have called no retailers. The

figures given are meaningless because the plaintiffs'’

mein witness admits that the tooth-brushes came to
Singapore: .for .redistribution to other countries.
In my Jjudgment the-plaintiffs have failed to prove
that prior to 1965 they had sold in Singapore
sufficient tooth-brushes under the "ACE Brand"
mark to establish a reputation in it and their
clalm therefore falls. ‘

It'is apparent that rights in respect of un-
registered trade marks arise in consequence of
facts. One of the facts is the reaction of
ordinary members of the public when they see a

‘trade mark-on goods. The reputation of the "ACE

Brand" mark was associated in the public mind with
the Star Brush Menufacturing Co. because all such
tooth-brushes ‘imported into Singapore from HongKong
prior to the imposition of .the tariff were sold in
packets labelled "Star Brush Menufacturing Co."

1f ‘there was any property or goodwill in Singapore
up to 1965 in' respect -of the "ACE Brand" tooth-
brushes, it .was distinctive of and belonged to the
Star Brush Menufacturing Co. It follows therefore
that the plaintiff Compamy never had sahy property
or goodwill in Singapore in respect of the "ACE -
Brand" tooth-brushes and thelr clalm therefore
falls. '

The use of the “ACE Brand“ mark on the

mwﬁiéintlff Company's tooth-brushes imported into
' Singapore was clearly- deceptive. 'This unregistered

mark was being used not-in connection with the -
goods of Leung, the proprietor of this mark, but
on goods of ‘someone else. By selling thelr "ACE
Brand" tooth-brushes in Singapore in packets
labelled "Star Brush Manufacturing Co." the :
plaintiffs were making a false representation that
their tooth-brushes were the tooth-brushes of the
Star Brush Manufacturing Co. which they were not.
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The plaintiff Gompany by using the "ACE Brand" on
their tooth-brushes in the manner in which they dld,
were passing-off their tooth-brushes as those. of
the Star Brush Manufacturing Co. This deceptive
action which was quite .clearly contrary to public
policy gave them no rights of pro erty or goodwill
in respect of the "ACE Erend" mar ingapore. .

See Lacteosoteg Bi. v. Alberman, (1927) 2 Ch. 117

at page s Where Clauson, « Observed: _
" cecsne It .would seem to be reasonable
and it is, in my judgment, the law that a
mark ceases to be a good mark if, owing to
the agction of the registered owmer, it
becomes decept:l.ve. see In re Hotpoint
Electric Heating Co. (192@) 38 H.g.u". 63.

do not see why a mark should not cease to

be a good mark if J.t is assigned in such a .
way as to enable the transferee to use it,
so as to re-present something other than that
which the merk represented in the hands of

the trensferor; see Pinto v. Badman, (8)
R.P.C. 181."

By allowing the plaintiff Company to use his
"ACE Brand" mark on tooth-brushes not manufactured
by him or by his Star Brush Manufacturing Co. Leung
destroyed any goodw:.ll or property that he may have
had in Singapore in respect of the said merk. See
Lacteosote, Ltd. v. Albe s (supra). ,

The purported ass:.gnment of the ”ACE Brand"
mark by Leung to the plaintiff Compeny in 1968 was
invalid because he did not assign at the same time
the whole of the goodwill in the menufactory or
business concerned in the goods to which the mark
had been fixed". In 1968 Leung had no manufactory
or business in "ACE Brand" tooth-brushes which he
could assign. His Star Brush Msnufacturing Co.
had stopped manufacturing tooth-brushes as far
back as 1961 and as already stated any goodwill or
property rights that he had in Singapore in respect
of the "ACE Brand" tooth-brushes had been dest;:oyed
when he allowed the plaintiff Company to use this
mark on their tooth-brushes. The mark being un-
registered, it purported assignment under the
circumstances in which it took place, was of no
legal effect end gave the plaintiff Company no
rights whatsoever in Singapore.
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The plaintiffs rely on the purported assign-
ment to them by Leung in 1968 of the "ACE Brand"
mark registered in HongKong. Leung's Star Brush
Manufacturing Co. had been using this mark on
tooth-brushes memufactured in HongKong. The
essential function of a trade mark is that it
indicates the origin of the goods. The Star Brush
Manufacturing Co. has never maenufactured tooth-
brushes in Singapore. In 1968 when the mark was
assigned to the plaintiffs it could only be
assigned for use on tooth-brushes menufactured in
HongKong. Therefore the assignment, even if it
was a valid one, it did not give the plaintiffs a
right to use the "™ACE Brand" mark on tooth-brushes
to be menufactured in Slngapore. It did not give
them any proprietary rights in Bingapore. The
"ACE Brand" mark means or indicates in Singapore
a tooth~brush menufactured in HongK ong. The
Plaintiffs have not claimed that they intend to
resume the manufacture in HongKong of "ACE Brand"
tooth~-brushes for export to Singapore. There has
been no such business since 1965 and there is no
evidence that it is going to be resumed.

~ The court exercises its jurisdiction for the
protectlon of goodwill of a trader end it does not
interfere to protect a non trader such as the
plaintiff Company which has no trade or business
in Singapore since 1965. The doctrine of pa581ng—
off has no application except as ‘between rival
traders. That is clear from the- ‘Judgnent of
Evershed, M.R. in Reuter Co. Ltd. v. Mulhens,
(supra) at page 255~

n Still I do not thlnk that the defendant
is entitled to succeed in his claim for
passing-off. He is conducting in England no

business, selling there no goods. As it seems

to me, he has not in this country any propri-
etary right which he is entitled to protect.
Proof of the facts, as I bhave assumed then,
does not create or give him such a right. -

In the case of az trade mark, whether
registered or unregistered, the proprietary
right is no doudbt: sufficient to support an
action to exclude. Nevertheless, I cannot
think that, at eny rate in the absence of
some very special circumstsnces, a person who

is not trading in this country end has in this

country no proprietary interest in a name or
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mark can be said to have "the exclusive
right" contemplated by section 22(4) because
of the goodwill! he possesses in another
country."

The plaintiff ,rmnany, not hav1ng'ev1ncedﬁany
intention of manufacturing "ACE Brand" tooth-
brushes in HongKong for export to Singapore and

not hawlng, at present, smy trade in such tooth-
brushes in Singapocre, cannot, under the circumstances,

succeed in a claim for passing-off against the
defendant or eny other person because they have
no trade which is being injured or going to be
injured by the conduct of the defendent. The
fact that the plalntlff Compeny has no trade in
tooth-brushes in Singapore is absolutely fatal for
its success in this action. .As already stated,
the basis of the proceedings in a passing-off
action is the protection of rights of property
affecting the plalntlffs trade. There is no right
of action where, as in this cese, there is no
interference with the Plaintiff's trade.

Counsel for the plaintiffs submitted that the
plaintiffs were entitled to the relief which they
are seeking because they are closely associated
with the Star Plastics Industrial Co. (Pte.) Ltd.
of Bingapore;.that the plaintiffs have granted an
informal . llcence to this Singapore Compeaxy to use
the "ACE Brand" on tqoth-brushes menufactured by
it for sale in Singebore and that the plaintiff
Company maintains full control over the products
to which the "ACE Brand" labels are applied.’
However, he conceded that there has been no
assignment or tramsfer of'soodw1ll from the .
pleintiff Compeny to the Star Plastics Industriel
Co. (Pte.) Ltd. .In my.opinion, this submission is
entirely wlthout ‘merit. . Such a proposition has no
foupdation in law and.is contraxy to the doctrine

of separate legal personslity of incorporated

bodies. No matter how closely the plaintiff
Company is associated with the Star Plastics
Industrial Co. (Pte.) Ltd., the fact remains that
the plaintiff Compsny is not, in the eyes of the
law, carrying on any trade in tooth-brushes in
Singapore.

. the final analysls, the ev1dence, the
surrounding circumstances and also the submissions
of counsel for the plalntlffs, indicate quite
clearly that the real grlevance of the plaintiffs
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is that the defendant is infringing the "ACE Brand"
trade mark of which they claim to be the proprietors
by virtue of its assipnment toothem by Leung, its
registered owner. This action is therefore, in
substance, an action o restrain the infringement
of a trade mirk and not' a passing-off action as
claimed by the plainﬁirfs. As the trade mark in
question is" unregistéred in Singapore, the action
fails under section 49 of the Act.

For the above reasons, the claim of the
plaintiffs fails and is dismissed with costs. The
defendant is entitled to remain on the Register as
proprietor of the "AGE" trade mark. The motion by
the plaintiffs in Originating Motion No.2 of 1971
for an order that the defendant's trade mark be
expunged from the Register is dismissed with costs.

Dated this 19th day of April, 1973.

Sd. Choor Singh

JUDGE
Certified true oopy.
Sd. Koh Bee Kiat
Private Secretary to Judge
Court No. 6
Supreme Court, Singapore.

No. 48
FORMAL JUDGMENT

The 19th day of April, 1973
This action having been tried before the

Honourable Mr. Justice Choor Singh on the 19th, 20th

and 21lst days of June 1972 and on 2nd and 4th days
of October, 1972.

IT IS ADJUDGED that this action be dismissed
with costs.

Entered this 3rd day € May, 1973, in Volume
CXXI Page 314 at 10.10 a.m.

8d. R.E. Martin
ASST. REGISTRAR
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No. 49
| NOTICE OF_ AEPEAL
" TAKE NOTICE that tHe Appellants belng dis-
satisfied with. the decision of the Honourable IMr.
Justice Choor Slngh given on the 19th day of April,
1973, appedl to the Court of Appeal agﬁinst the ‘
whole of the said decision. - N
Dated the 15th day of May, 19753.
Sd. Drew & Napier
Sollcltors for the Appellants. 10

The Registrar, Supreme Court

The Respondent, and to his Solicitors,
L.AJ. Smith, Esquire.

The address for service of the Appellants is
the office of Messrs. Drew & Napler of Nos.30-35,
Chartered Bank Chambers, Battery Road, Singapore.

No. 50
PETITION OF APPFAL
To:
The Honourable the Judses of the Court of 20
Appeal. -

' The Petitlon of the above—
‘named Appellants. ‘

Showeth as follows:

l.. The -appeal arises from a claim by the f
Appellants, inter alia, for am injunction to
restrain

(a) the Respondent whether by himself, his
servants or agents or any of them or other-
wise howsoever from passing-off or attempting
to pass-off or causing enabling or assisting
others to pas-off tooth brushes not the
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manufacture of the Appellants as snd for the In the Court
tooth brushes of the Appellants by the use or of Appeal of
in connection therewith in the course of trade Singapore
of a get-up similar to that of the Appellants?® —
ACE marked tooth brushes or any colourable No.50

imitgtion thereof, without clearly distinguish~

ing such use from the goods of the Appellants Petition of

or by eny other means: Appeal
loth June
passing-off or attempting to pass-off the 1973
business of the Respondent as manufacturers of ( 3 )
tooth brushes as and for the business of the continue

Appellants by the use in connmection therewith
of the trading name New Star Industrial Co.,
or by any other means.

By judgment dated the 19th day of April, 1973,

the action was dismissed with costs.

3.
said

(L

(2)

(3)

(4)

Your Petitioners are dissatisfied with the
Judgment on the following grounds:

That thé learned Judge was wrong when he found
that Leung Jhi Hung retained ownership of the
'ACE' brand mark and the Star Brush Manufac-

‘buring Company whereas in fact all the assets

of the Star Brush Masnufacturing Compsny
including the goodwill in the said mark and
the trading style Star Brush Manufacturing
Company were validly assigned by Leung Jhi
Hung to the Appellants herein in 1961.

That the learned Judge was wrong when he held
that a passing off action is an action dealing
only with damasge to a currently operating
business or ome which would be operated or
could be operated but for extramneous circum-
stances beyond the control of the owner of

the business.

That the learned Judge was wrong when he held
that this action is in substance an action to
restrain infringement of an unregistered trade
mark. This action has been brought for the
protection of the Appellants' reputation in
the whole get up of the 'ACE! brand toothbrush.

That the learmed Judge's finding that the
Appellants had failed to prove that prior to
1965 they had sold in Singapore sufficient
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(5

(8)

7

_tation that their goods were those of the 20
‘Star Brugh Manufactiring Company. The said

(8

€))

4.
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toothbrushes under the 'ACE' brand
mark to establish a reputation was
contrary to the weight of the

.evidence.

That vhexn cqn31der1ng the questlon of

~ whether the Appellants had any goodwill or
‘property in Singapore in respect of the 'ACE'

brand toothbrush, the learmedJudge was wrong

to ignore the Appellants' toothbrushes which

were re-exported from Singapore to other o 10
merkets and to ignore the Appellants

.reputatlon in such other markets.

That the learned Judge was wrong when he
found that such goodwill as existed in
respect of the 'ACE' brand toothbrushes in
Singapore was not the property of the
Appellants.

That the learned Judge was wrong when he
found to be false the Appellarnts' represen-

representation was true since the name 'Star

- Brush Manufacturing Compeny' had been since

1961 a trading style of the Appellants..

‘That the learned Judge was wrong when he

found that the 'ACE' brand .mark means or

indicates in Singapore a toothbrush manu-

factured in Hong Kong and could not be used

by the Appellants on toothbrushes made in

Singapore without causlng confusion. 30

That the learned Judge s decision that for

success in a passing off a¢tion the

Appellants must be personally trading in

Singspore was wrong, and that the learmed

Judge wrongly failed to take into comsider-

ation the business conducted by Star Plastics
Industrial Company.(Private) Limited in

Singapore in 'ACE' brand toothbrushes snd the
degree of comtrol exércised by the Appellants

over the said bu81ness. _ 40

Your Petitioniers pray that such Judgment mnay

be reversed.

Dated fhe l6th;day of June, 1973.

Sd. Drew & Ngpier
Solicitors for the Appellants.
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No. 51
ORDER ON JUD T

THE HONOURABLE MR. JUSTICE WEE CHONG JIN,
CHIEF JUSTICE OF SINGAPORE; -

THE HONOURABLE MR. JUSTICE F.A. CHUA and
THE HONOURABLE MR. JUSTICE KULASEKARAM.

THE 26TH DAY OF OCTOBER, 1973
QRDER

CORAM:

THIS APPEAL coming on for hearing on the 22nd,
23rd, 24th and 26th days of October, 1973 in the
presence of Mr. A.C. Fergusson of Counsel for the
Appellants and Mr. L.A.J. Smith of Counsel for the
Respondent AND UPON READING the Record of Appeal
AND UPON HEARING Counsel for the Appellants and for
the Respondent IT IS ADJUDGED that this Appeal be
and is hereby dismissed AND 1T IS ORD that the
costs of this Appeal be paid by the Igpeglants to
the Respondent AND IT IS FURTHER ORDERED that the
sum of E500.00 (Dollars Five hundred) paid into
Court by the Appellants as security for costs of
this Appeal be paid out to the Respondent or his
Solicitor, Mr. L.A.J. Smith. -

GIVEN undbi my hand and the seal of thé Court
this 1st day of Navember, 1973.

8d. R.E. Martin
ASST. REGISTRAR.

- No. 52

Order granti leave to appeal to the
“Judicial Uommiﬁfee o the Erigz gouncil

THE HONOURABLE THE CHIEF JUSTICE
THE HONOURABLE MR. JUSTICE CHUA »
THE HONOURABLE MR. JUSTICE TAN AH TAH

ORDER

Coram:

Uponi Motion made unto the Court this day by
Counsel for the Appellants and upon reading the
affidavit of Alec Crowther Fergusson filed on the
16th day of Jamuary, 1974, and upon hearing Counsel

IN OPEN COURT
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for the Appellants and for the Respondents IT IS
ORDERED that the Appellants be at liberty to appeal
to the Judicial Committee from the whole of the
Judgment of the Court of Apgeal dated the 26th day
of October, 1973 AND IT IS ORDERED that the
security to be given by the Appellants under

Order 58, rule 4, of the Rules of the Supreme

Court shall be in the sum of g15,000.00.

Dated the 28th day of January, 1974.

- 8d. R.E. Martin
ASSISTANT REGISTRAR.

No. 53
GROUNDS OF JUDGMENT

WEE CHONG JIN, C. J.
CHUA, Jo-m“'..,_ & e
KULASEKARAM, J.

Coram:

' This appeal arises from sn action in which a
Hong Kong Company named Star Industrial Company

Ltd. (the appellants in this asppeal) were plaintiffs

and a Singapore merchant trdding as New Star
Industrial Co. (the respondent in this sppeal) was
defendant. The appellants brought an action to
restrain: the respondent from passing-off tooth-
brushes not of the manufacture of the appellants
as and for the toothbrushes of the appellants by
the use of a get up similar to that of the
appellants "ACE" brand toothbrushes.

"At the conclusion of the hearing we dismissed
the appeal indlcatlng that we would give our
reasons at a later date.” We now proceed to do so.

The facts are shortly these. In 1953 one
J.H. Leung residing in HongKong. end tradlng there
under the name of "Star Brush Manufacturing Co."
started manufacturing in Hongkong toothbrushes
which were packed in packets which were divided
diagonally into.two parts, the top part consisting
of white transparent cellophsne. paper end the
bottom half of plain hard paper with a silver back-
ground with the words "ACE BRAND TOOTH BRUSH"

10
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together with the symbol of the letter "A" enclosed
within a red circle embossed thereon (hereinafter
referred as "ACE brand toothbrushes"). These
toothbrushes were first imported into Singapore in
1953 and they were mostly for re-export to
Indonesia and the other surrounding territories

and there were some local sales as well.

In May, 1961, the appellant compeny was
incorporated in Hongkong and having their
registered office there. Leung was the major share-
holder of the asppellant company and the managing
director. In 1961 the appellant company took over
the manufacture of the ACE brand toothbrushes
which they exported to Singspore and Leung's Star
Brush Manufacturing Co. ¢eased manufacturing such
toothbrushes. Leung, however, did not assign to
the appellant company the goodwill of his business
or his goodwill in ACE brand toothbrushes and the
toothbrushes menufactured by the appellant company
continued to be packed and exported in packets
labelled "Star Brush Manufacturing Co."

In 1963 the "ACE" brand mark was registered
as a trade-mark in Hongkong, not by the appellant
compeny which was then using this mark on tooth-
brushes mgnufactured by them, but by the Star
Brush Manufacturing Co. of which Leung was still
the sole proprietor and which no longer manufactured
any toothbrushes. ' )

In October, 1965, the Singapore Government
imposed a tariff of 15 cents per toothbrush on all
toothbrushes inported into Singapore with the
result that the Singapore dealers stopped
importing ACE brand toothbrushes from Hongkong as
they could not be s0ld with profit and the
appellant company stopped exporting their tooth-
brushes to Singapore.

In 1968 the appellant company entered into
negotiations with some merchants in Singapore with
the view of starting a joint venture in Singapore
for manufacturing the ACE brand toothbrushes. As
a result the Star Plastics Industrial Co. (Pte.)
Ltd. was incorporated in Singapore. -

The appellant company persuaded Leung to
assign to them the "ACE" brand trademark registered
in Hongkong which Leung did in 1968 gratis.

In the Court
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Judgment
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In 1968 the respondent, who was originally-
trading ss Yap Trading Co., changed the name of
hig business to that of "New Star Industrial Co." -
and started manufacturing toothbrushes in a-
packing and get-up which is strikingly similar to

the packing and get-up of the ACE brand toothbrushes

which he sold under the brand name of "AGE" which
he reglstered as a trademark with the Registry of
Trade Marks in Singspore. ' .

In 1969 the Star Plastics Industrlal Co.
(Pte.) Ltd. started manufacturing in Sigapore the
ACE brand toothbrushes snd on the 3rd December,
1969, they applied to the Registrar of Trade
Marks in Singspore for the registration of the
"ACE" brand mark. The Registrar objected to the
reglstratlon of the "ACE" brend mark because of
the prior registration of the "AGE" trade mark by
the respondent. - The Registrar took the view that
the registered mark "AGE" was likely to be -
infringed by the "ACE" brand mark and he refused
its registration.

- Nothing happened for about a year and then
in 1971 the appellants commenced this action
claiming that the respondent was passing-off his
toothbrushes as the toothbrushes of the appellants.
They also commenced Originating lMotion No. 2 of -
1971 wherein they claimed rectification of the
Register of Trade Marks and the removal of the
respondent's trademark from the Register. Both
these proceed;ngs were consolldated.

The High Court dismissed the appellants'
claim with costs. The appellants' Motion for an

order that the respondent's trademark be expunged -

from the Register was also dismissed with costs.

The appellants' appeal ia only against the
Judgment of the Court dlsm1551ng the actiomn.

. From this brief outline of the facts which
were never in dispute it is clear that from 1961
Star Brush Manufacturing Co., of which Leung then
was and continued to remain the sole proprietor,
ceased manufacturing and ceased exporting to
Singapore ACE brand toothbrusheg. It is also
clear that any goodwill or proprietary right in
Singapore that Leung, as such sole proprietor,
had in toothbrushes bearing the ACE brand mark and
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get-up, was never assigned by Leung to the In the Court

appellents. It follows, in our view, that when of Appesal of
the appellants from 1961 started manufacturing and Singapore
exporting to Singapore until 1965 toothbrushes —
bearing the ACE brand mark and get-up in packets No.53

labelled "Star Brush Manufacturing Co." and not

labelled under their own name, albeit presumably grgundstof
with Leung's implied permission, the appellants udgmen
could not, on any view, have acquired a right of 25th March
property in Singapore by 1965 in respect of the 1974
toothbrushes they exported from Hongkong on which (continued)

to found an action for passing-off against someone
who subsequently manufactures and sells in
Singapore toothbrushes packed in a get-up
deceptively similar thereto.

Furthermore, we are of the view, where on the
undisputed facts the appellants had ceased
exporting to Singapore their ACE brand toothbrushes
from 1965 right up to the time of the Writ in
this action, that the appellants' claim fails in
limine. The nature of the right which the law
protects in a passing-off action is a right of
property in the goodwill or business likely to
be injured by the alleged misrepresentation (see
Lord Parker in Spalding Bros. v. A.W. Gamege Ltd.
(1915) 32 R.P.C. at page 284.) On the undisputed
facts, the appellants at the time of the Writ were
conducting in Singapore no business and selling
no toothbrushes bearing the ACE brand mark and
get-up and in our opinion they have not proved
that they have in Singapore any proprietary
right which they are entitled to protect.

For these reasons we were of the opimion
that the trial judge was right in dismissing the
appellants' claim and accordingly we dismissed
the appeal.

S5d. Wee Chong Jin

® 000 80000000080 R QO

WEE CHONG JIN, C.J.

Sd. F. A. Chua

® 08 088006000000

CHUA, J.
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Sd. T. Kulasekaram

KULASEKARAM, J.

Dated this 25th day of March, 1'974-.-

' Certified true copy.

. 8d. Kwek Chip Leng
Private Secretary to Judge

- Court No.2 . I
Supreme Court, Singapore.

R
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P3 Certilicate of Rermistration

I SUPRE L& COGRT.
s STNCAPORE. '
EXOIBIT |7 } :
h(,(ol’?’/'.j h"' W Pugc No. ﬂ?go
Datc 29 . 4. 2 { Registrar. Class 21
' File No. 892 oZ 1961 -
. M : . r s o r mb e o ]
REGISTER OF TRADRE MARKS. .o
HONG KONG . - -
Trade Mark No. 707 . of 1963 o registered in Clil“A a1 I horchy cortify that
: . . S . | this 4o a true copy of tho
onthe -7th day of Ootober, 1961, . ] S logistrt\tion ontry in the
. ‘. . eg,inter. ..
. : . / ? !
Goods covered “all kinds of bruahoa 1nolv.d1ng S bmw‘.
by vegistration. .. «%ooth brushes.” - o E. R. MATCOCK
. : Ps RegistrariGonoral
. . o {Rogistror of Trado Marks)
Q . If oo.
: STAR BRUSH MANUPACTURING COMPANY, "
Name and Address | of Shawclwan Inland Lot No. 542,” |, "his certifiod copy ia
. -} Nam- On .Street, Victoria in the in logal proccedings or in,
of Proprietor. colony of Hong Kong. obtam& re@“nuon _
T .fu,,."l T S
. o LEeRy MAYCOCK ... " . |
v : r St i Am\'lant Registrar e i e
’ ) . p. Registrar Geheral . : :
h Y {Registrar of Trade Marks) T
’50 70 63' i . :

4% PACSIMILE OF TRADE MARK
— i B g i iz - X

"ﬁoornn nusH-

STAR BR USF MEG: co S
'\rU@nﬂ.|
.—.nmlu T T g - ,'...(. 53 AR
e — c’f,_v.f'.?:ﬂ::\;.
* S e
4“"':———-\__;?@(”‘ S

.
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y/ .

-Notifications of Assignment and transmission, disclaimers,
S v : conditions, limitations, renewals, associated trade marks and such ollict
" L matters relating to such trade mark are to be catered below (—

" . This Trado 'Mar]c is ansociated with.Trado larks
t " Noa. 401 of 1953, B306 of 1961 and 708 of 1963,

v ) oo Registration of this Trade Mark shall give mo . ..
; " right to tho cxcluasive use of the letter "An, . .

_ . : This Trade Mark is limitcd to the colours red,
RPN ' pilver and blaclk as shown on +the specimen mark
sRe T _ affixed horeto.

cun It is a condition of rogistration that thie =
AT © - Trado Nark ehall be used only on pgoods mude in Hong
’ Kong.
A STAR INDUSTRIAL CONPANY LIMITED, whono regintorod offico ias C
X situate at Ko.25, Tal Yau Streoot, San Po Kong, Kowloon, Hong
. Kong, regiplored an oubnoquont nmpriotorn on 5th Novcmbor, 1968 "
by viriue of a Dood of llnoignmont datod 14th Ootn Dy 1960.
(Pno No.092/61) :

. (1i0s) B.Co WONG - . . . i
p. Resintrar of Trade Huke. S e
N 1‘0 680 oo T ._ S

" Renewed toz 14 -*-1
lwn 7 Lot 194

A

Gl ua

/‘ﬁ.cc ‘*

SR Sen 4 A e et o A eyt e s e on g
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Page No.
Class 21
File No.
892 of 1961

REGISTER OF TRADE MARKS
"HONG KONG

Trade Mark No. 707 of 1963 registered in Class 21
on the 7th day of October, 1961l.

Goods covered ) all kinds of brushes including
by registration) tooth brushes.

FACSIMILE OF TRADE MARK

Mark "B" substituted for Mark "A" under the
provisions of Section 51 of the Trade Marks
Ordinance. {(File 892 of 1961)

'This Trade Mark is associated with Trade Marks
Nos.B306 of 1961 and 708 of 1963.

Registration of this Trade Mark shall give
no right to the exclusive use of the letter "A".

This Trade Mark is limited to the colours
red, silver and black as shown on the specimen
mark affixed hereto.

. It is a condition of registration that this
Trade Mark shall be used only on goods made in
Hong Kong.

Sgd. E. R. Maycock

E.R. MAYCOCK
p. Registrar General
(Registrar of Trade Marks)
14.3.69

Exhibits

P 3
Certificate
of
Registration

7th October
1961
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Exhibits Certificate No.ll. 7T issued to Defendant under
AB 2 Section _ of Trade Marks Ordinance, 1950

Cortifi (0fficial Issue)

Sortificate STATES OF MALAYA

Registration CERTIFICATE ISSUED UNDER SECTION 39 AND RULE

58 OF THE TRADE MARKS ORDINANCE, 1960

Brand
TOOTH BRUSH
BEST NYION

‘ | No. M/46287 10
To: Yap Kwee Kor trading as Sin Fatt Trading Co.

I HEREBY CERTIFY that under the provisions of
the Trade Marks Ordinance, 1950, your name has been
entered in Part A of the Register as proprietor of
the above numbered Trade Mark as from the 6th
August, 1966, in Class 21 in respect of the
following goods Nylon tooth brush.

A representation of the Mark is affixed hereto.

STAMP
of : '
States L 20
of
Malaya
TRADE MARKS REGISTRY
STATES OF MALAYA,
KUALA LUMPUR. Sd: Illegible

Registrar

Registration is for a period of 7 years and may be
renewed at the expiration of this period and upon
the expiration of each succeeding period of

14 years.
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TRANSLATION OF THE

To: Star Industrial Co.,Lid,

My company has recencly learned that a certain trading

Ffirm here is producing

too Lthi=ltish

Red Ay Looking at tiils trade

mark,

wnder e

Lrade

marx

~
ai

it is evidenu that it is a

passing~off of the Red A tooth-briush producad by your company.

it is not known

wihe ither or not

the Red A toothi-brush produecced

4-md marketed by your company has had n irade mark registration
in singapore and various paris of MJlaysia. nmjc)\cd ecewiouh
we are forwarding Lo you an actual sample of the ivcaily pradnced

Red A brand toeoth-brush for your ~tuay and referenco.

LIM SENG puAT ($) Lib.

Txhibits

AB3

Lin Seng Huat
(3ingapore)
Linited %o
Plaintiffs

21st March
1968
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Exhibit AB 4/5

Letter,_Plaintiffs to Lim Teck Lee
Company Limited and Lim Seng Huat
(Singapore) Limited

PRIVATE AND CONFIDENTIAL
| o2nd August, 1968

M/s. Lim Teck Lee Co. Ltd. of

Singspore & Lim Seng Huat (Singapore) Ltd.,
2-5 Circular Road,

SINGAPORE.

For the Attention of: Messrs. Richard Lim
Kee Ming & Lim Tow Yong

Dear Sirs,

Further to our letter of 13th June, 1968 and
the subsequent long-distance telephonic conversa-
tion between Messrs. Richard Lim Kee Ming and
J.H. Leung on 19th August, 1968 amendments to

point No. 4 have duly been made as requepted. The

following are therefore the terms and conditions
for the joint venture between you snd the Star
Industrial Co. Ltd. of Hong Kong in their final
form end are to supersede those contained in our
letter of 13th June, 1968:-

1. Name of the new company to be incorpor-
ated in Singapore - Star Plastics
Industrial Co. (Private) Limited.

2. Main object of new company - operation
of factories in Jurong and Singapore for

the manufacturing and sales of plastic
products.

Exhibits
ABZ7S
Letter,
Plaintiffs to
Lim Teck Lee
Company
Limited and
Lim Seng Huat
(Singapore)
Limited

22nd August
1968
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Letter,

Plaintiffs to

Lim Teck Lee

Company

Limited and

Lim Seng Huat

(8ingapore)

Limited

22nd August
1968

(continued)

e

lel.
Capital:

(a) Star Industrial Co. Ltd. of Hong Kong
or its nominees (to be referred to as
the Hong Kong Group) shall hold 50%
of the. shares of the new company.

(b) Lim Teck Lee Co. Ltd. of Singapore
and Lim Seng Huat (Singapore) Ltd.
or their respective nominees (to be
referred to as the Singapore Group)
shall together hold 50% of the 10
shares of the -new company.

(¢c) Capital exceeding paid-up capital to
be covered by credits extended by
material suppliers and banking
facilities.

The Hong Kong Group and Singapore Group
will jointly be responsible for the
manaegement and operation of the new
company.

The decision to promote business or to . 20
set up a manufacturing plant into the

district of Malaysia will be at the

discretion of the new company.

Engagement of all étarf will be made
according to qualifications with
regards to requirements.
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le2.

The new compeny will maintain a minimum of
20 sets of moulds to be purchased from the
Star Industrial Co. Ltd. of Hong Kong for
production of popular items.

The tramnsfer or sale of shares of the new
company to a third party and the decision to
take in new share-holders by means of increase
of the capital of the new company shall be
subject to the mutual consent of the Hong
Kong Group and Singapore Group.

Upon the incorporation of the new company, the
new company shall enter into & formal agreement
with the Star Industrial Co. Ltd. of Hong Kong
in which the following terms and conditions
will be incorporated:-

(a) The new company will be allowed to use
the Red "A" trade mark in Singapore and
other markets free of rent or royalties
for the period of 10 yesrs with priority
for renewal but permission to use other
registered brand names either belonging
to Star Industrial Co. Ltd. of Hong Kong
or to be created by the new company will
be subject to future decision.

(b) Star Industrial Company Limited of Hong
Kong will render full technical assistance

Exhibits

AB4/5

Letter,
Plaintiffs to
Lim Teck Lee
Company- -
Limited and
Lim Seng Huat
(Singapore)
Limited

22nd August
1968

(continued)
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Limited
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1968
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and support to the new company including
providing moulds required for production
on loan basis.

(¢c) At the request and costs of the new
company, Star Industrial Company Limited
of Hong Kong will have new moulds made
for the new compasny according to .
instructions and specifications glven
by the new company.

(4) The new company shall pay the Star 10
Industrial Company Limited of Hong Kong
as remuneration for the use of the said
moulds and for all technical assistance
as aforesaid at the following rates:-

(i) 3% on the total monthly sales of
the new company.

Should you find the gbove terms agreeable to
you kindly confirm your consent by signing and
returning a copy of this letter as a preliminary
agreement for proceeding with the said joint 20
venture.

Yours faithfully, _
STAR INDUSTRIAL CO. LID.,

Sd. J. H. Leung,

Chairman of the Board,
& General lManager.

We confirm the above

Sd: Illegible
Lim Teck Lee Co. Ltd. of 8'pore.
& Lim Seng Huat (Singspore) Ltd. 30

c.c. Mr. Tem Choon Chye, Singapore.
M/s. Woo & Kwan Solickors,
Hong Kong.
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Arrcenent hetween Resvondent and
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Venture Pte. Ltd.
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AB 7 « Tragnslation of AB & Exhibits
Agreement to sell toothbrush on three-month AB7

probation on the follow1ng condltlons:— Translation

1. No.l2 Red A AGE toothbrush at @28/~ per gross. of AB&
No.12 Red S Bun- toothbrush at g26/- per gross, each
brush to be packed in silver paper case.

2. The minimum smount of sales of the above two
types of toothbrush shall be 240 gross per month.

3. It is agreed that (the purchase) shall be in
cash. No discount or commission shall be given if
the sales fall below the amount of 240 gross per
month.

4. 2% on the amount exceeding 240 gross monthly
shall be given as reward.

5. The Factory guarantee that during the provation

period no retail (of the toothbrush) shall be dealt

by the Factory, compensation of damages shall be
awarded to the person put on probation if in
breach of contract.

6. The probation period, shall be three months
commencing from lst October 1968 t0 31st December
1968. The parties if desirous of continuing the
agreement shall give one month's notice to the
other upon terms to be agreed.

7. Each packet of .the No.1l2 Red A Age and No.1l2
Red S Sun shall contain 12 (toothbrushes), 60 dozen
in one big case - 5 gross. There shall be no
wooden boxes. :

8d. by the Factory Representative: Yap Kwi Koh

8d. by the.representative of the Singapore
General Merchandise Joint Venture Pte. Ltd.
. - Chng Peng Soon.

'Hade this 2lth day of Scptember, 19%8.

Certified True Translatlon
8d. Illegible

A Sworn Interpreter of the High Court,
Singapore.
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P.11

THE TRADE MARKS ORDINANCE

APPLICAT;ON'FOR'REGIS%E&?ION OF

APPLICATION is hereby made by STAR INDUSTRIAL
COMPANY LIMITED, a Company 1ncorporated in Hong
Kong, of No. 25 Tai Yau S8treet, San Po Kong,
Kowloon Hong Kong, Manufacturers and Merchants,
who are the Applicants for reglstratlon of the 10
following trade marks.- ‘

(a) Red "A" Brand filed in class 21 in respect
of Combs, soap boxes, coat hangers, cups,
bowls, ssucers, powder containers, butter
containers, bottles, basins, fruit trays
and chopsticks (all pastic) and all kinds

of brushes 1nclud1ng tooth brushes. -

(b) Red "A" Brand filed in Claas 11 in respect
of Lamp Shades, chandeliers, light fittings.

(c) Ace Brand Label filed in class 21 in respect 20
of Brushes of all-kinde.'~ :

(a) Ace Brand Label (strlped) filed in class 21
in respect of Brushes of all kinds.

that STAR PLASTICS INDUSTRIAL COMPANY (PTE.) LIMITED,
a Company incorporated in the Republic of Singapore

‘of Lot 7y Bection 4, Lorong Tukang Tlga, Jurong

Industrial Estate, Jurong, Singapore

Menufacturers and Merchants who hereby Joxnt in

the application may be registered as Registered

Users of the said trade mark in respect of the 30
goods covered by the registrations subject to the
following conditlons or restrlctlons'

(1) The Users shall manufacture the said
products in strict accordance with the
standards of quality specificatioms, -
directions and information prescribed
given or approved from time to time in -
writing by or on behalf of the Proprietors
and not to use the said trade marks exnept
in relation to the said products so 40
manufactured.
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(2)

3.

(#)

(5)

To,

SUPREME COURT

167.

The Users .88all permit fhe Proprietors or its
suthorised representative at all reasonable
times to enter the premises of the Users for
the purpose of inspecting the said products
to which the said trade marks are applied or

“intended to be applied and the method of

manufacturrng same and the Users will from
time to time at the request of the Proprietors
submit 'samples of the said product and/or the
materigls for manufacturing packing and

 labelling the same for the- imspection and

approval of the Proprietors or such persons
or compsnies as the Proprietors msy appoint
for such purpose.

The Users shall use the trade marks in such
“manner as to'avoid confusion emong or

deceptlon to the public with regard to the
origin of the goods concerned eand the Users
undertake not to aeopardlze the rights in

the said trade marks by improper use of the

said trade marks or by non-use of the said
trade marks.

The User shall not be the sole Users of the
said trade marks in respect of the said i
goods. " j::j

The proposed permltted use is to be for a

period of ten years from the date of the

‘issusance of Registration Certlflcate.

Dated this 9th day of December, 1969.

STAR INDUSTRIAL COMPANY LIMITED,

By their Attorneys,
Sgd. Drew & Napier

The Registrar of Trade
Marks,

Singapore. .

(PTE) LIMITED,

Sgd. Drew & Napier

SINGAPORE.
EXHIBIT P 11
in S. 102-71 8Sd4d. Iliegible

Date 20.6.72

“Registrar.

Exhibits

P 1ll

Application
for registra=
tion of
registered
user

9th December
1969

(continued)

. STAR PLASTICS INDUSTRIAL COMPANY
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P 14

Statutory .
Declaration

23rd December
1969

1c8.

P 14 -~ Statutory Declaration
" THE TRADE MARKS ORDINANGE

- IN THE MATTER of trade marks
Red "A" and Ace Brand Labels
in the Republic of Singapore
of M/s. STAR INDUSTRIAL
COMPANY LIMITED.

STATUTORY DECLARATION AND STATEMENT OF CASE
I, J.H. LEUNG residing at No.138 Waterloo Road,

Kowloon, Hong Kong do hereby solemnly and sincerely 10
declare as follows:-

l.

I am the Managing Dlrector of STAR INDUSTRIAL

COMPANY LIMITED, a Company incorporated in Hong
Kong, of No.25, Tai Yau Street, San Po Kong,
Kowloon, Hongkong, Manufacturers end Merchants
(hereinafter called "the Proprietors") snd I am
duly authorised to make thls declaration on behalf
of the Proprietors.

20

The Proprietors propose that STAR PLASTICS

INDUSTRIAL COMPANY (PTE) LIMITED, a Company incor- 20
porated in the Republic of Singapore, of Lot 7,

Section 4, Lorong Tukang Tiga, Jurong Industrial

Estate, dJurong, Singapore, Manufacturers and

Merchants, (hereinafter called "the Users") may be
registered as a Registered User of the trade marks
as shown below.-

(a) Red "A" Brand filed in Class 21 in respect of
, Combs, soap boxes, coat hangers, cups, bowls,
saucers, powder comtainers, butter containers,

bottles, basins, fruit trays =smd chopsticks 30
(all plastic) end all kinds of brushes
including brushes.
(b) Red "A" Brand filed in Class 11 in respect
of Lamp Shades, chandeliers, light fittings.
(c) Ace Brand Label filed in Class 21 in
respect of Brusghes of all kinds.
(d) Ace Brand Label (striped) filed in Class 21
in respect of Brushes of all kinds. .
3. The Users shall manufacture the said products
in strict accordance with the standards of quality 40

specifications, directions, and information
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prescribed given or approved from time to time in Exhibits
writing by or on behalf of the Proprletors and not —

to use the said trade mark except in relation to P 14

the said product so manufactured. Statutory

4, The Users shall permit the Proprietors or its Declaration
authorised representative at all reasonable times 23rd Deceﬂber
to enter the premises of the Users for the purpose 1969

of inspecting the said products to which the said (continued)

trade marks are applied or intended to be applied
and the method of manufacturing same and the Users
will from time to time at the request of the
Proprietors submit samples of the said product and/
or materials for mesnufacturing packing and labelling
the same for the inspection and approval of the
Proprietors or such persons or companies as the
Proprietors may appoint for such purpose.

5. The Users shall use the trade mark in such
manner a8 to-avoid confusion emong or deception to
the public with regard to the origin of the goods
concerned and the Users undertake not to Jjeopardize
the rights in the said trade mark by improper use
of the said trade mark or by non-use of the said
trade mark.

O The Users shall not be the sole Users of the
said trade marks in respect of the said goods.

7. The proposed permitted use is to be for a
period of ten .years from date of 1ssuance of
Reglstratlon Certlflcate.

AND I MAKE this solemn declaration consci-
entiously believing the same to be true and by
virtue of the Statutory Declaration Ordinance.

DECLARED at Rm.l1l724 Prince's 3 STAR INDUSTRIAL
Building, Vistoria, HongKong COMPANY, LIMITED
this 23rd day of December 1969.) Sd. J.H. Leung
. Menaging Director.
Before me,A- :
Sd. Woo Po Shing

NOTARY PUBLIC SUPREME COURT
Hong Kong. SINGAPORE
o L EXHIBIT P 14

in S.102-71 Sd.Illegible
-Date 20/6/72 Reglstrar

Total: Five Declarations
Each for each territory, namely, Slngapore,
Malaya, Sabah, Sarawak and Brunei.
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AB 9 - Letter, Plaintiffs’
. Solicitors to Defendant

DREW & NAPIER
2nd February, 1971
Our Ref: MS/AF/TI 773-70 |

Yap Kwee Kor t/a New Star
Industrial Co.,

307-A, Block 1, Jalan
Bukit Merah,

Redhill Flatted Factory,
Singapore 3.

Dear 8irs,

Re: Proposed Rectification
Proceedings against your
Regisgtration No.3%9808 in Class 21

1. We act for Star Industrial Co. Ltd., who are
the common law proprietors of the Trade Mark ACE
which has been used by them on tooth brushes in
Singapore since 1956.

2. Our clients have applied for registration of
their ACE Trade Mark in Class 21 in Singapore
under Nos. 8/47884 and S/47885 but these applica-
tions have been objected to by the Registrar of
Trade Marks on the grounds of conflict with your
Registration No. 39808 also covering tooth brushes.

3. The Registrar has held the view that the Trade
Marks ACE and AGE are confusingly similar and
therefore cannot be registered side by side.

4. Our clients have made investigations on your
use of the Trade Mark AGE and we find that: your
tooth brushes under the AGE Trade Mark have been
packed with a get-up and de81gn which is -
confusingly similar to our cliemts' ACE Trade
Mark. S .

Se Our clients and ourselves hold the view that
the particular get-up of your AGE tooth brushes
is bound to lead to confusion and deception
arising to the trade snd public having regard to
our clients' prior use of the get-up and packlng

10

30
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of their ACE tooth brushes.

6. Our clients have been using the particular
get-up and design of their ACE tooth brushes since
1956 and therefore have acquired prior common law

glghts to the Trade Mark and get-up of their tooth
rushes.

7. The purpose of this letter is to enquire
whether:-

(a) You would be prepared to cancel your
Registration No. 39808 voluntarily.

(p) Cease the further manufacture of AGE tooth
brushes.

(¢) Cease the use of the particular get-up and
design adopted by our clients for their ACE
tooth brushes.

8. We have instructions from our clients to
commence separstely agalnst you the follow1ng
proceedings:-

(a) Rectification of the Register_of your Trade
Mark No. 59808.

(b) Passing-off proceed1ngs against you at
common law for the unlawful use and adoption
of a get-up and design of our clients' ACE -
tooth brushes. -

9. Unless you are prepared to comply with our
demands herein within seven days of the date of

this letter we regret proceedings will be initiated

for the cancellation of your Registration as well
as for an Injunction to restrain you from passing-

off your tooth brushes as and for the tooth brushes

of our clients.
Yours faithfully,
Sd. Drew & Napier

c.c. The Registrar of Trade Marks,
Singapore.

C.C. Clients

Exhibits

AB 9/10

Letter,
Plaintiffs'
Solicitors to
Defendant

2nd February
1971

(continued)
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AB 11
Letter,
Defendant's .
Solicitors to
Plaintiffs!
Solicitors

10th February
1971

172.

AB 1l - Letter, Defendants® Solicitors
to Plaintiffs' Solicitors

L.A.J. SMITH

YOUR REF: MS/AF/TM773-70
OUR REF: LAJS/BL/313/71
February 10, 1971.

Messrs. Drew & Napler,
Singapore.

Dear Sirs,
re: Proposed Rectification Proceedings
against Yap Kwee Kor t/a New Star
Industrial Co.'s Registration
- No<39808 in Class 21

Your letter of the 2nd February, 1971
addressed to Yap Kwee Kor t/a New Star Industrlal
Co. has been handed to us with 1nstructlons to
reply thereto.

There appears to be no real posslblllty of
confusion in the two Trade Marks "Ace" and "Age" in
spite of the Registrar's views. The Registrar's
refusal of your clients' "Ace" Trade Mark could
perhaps be got over by our cllents consentlng to
your clients' application.

Our clients have no obaectlon to your clients'
use of the "Ace". mark.

Get-U .There. appears ‘to be no confuslon as.a
resuIE of the get up but as your clients have only
recently commenced productlon in Singapore, they
might consider that their interests are best served
by modifying their get up to.be. dlstxngulshable _
from my clients' get up Wthh has now heén on the
market for some five years. There apparently has
been no instance of confu51on. -

My cllents are prepared to. modlfy thelr get-'
up and perhgps our clients could mske some mutual
arrangements.

Our client has suggesﬁed that the two letters
"A" of his pack could be altered to "AGE".

Perhaps you will be good enough to let us

hear from you.
Yours falthfully,
Sd. LA.J. SMITH
c.C. Clients

10
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4B 12 - Letter, . Plaintiffs’' Solicitors
to Defendant's Solicitors

DREW & NAPIER

Our Ref: MS/AF/TM 773-70
Your Ref: LAJS/BL/313/71
S "7 15th February, 1971

Mr. LIA‘J. &ith,
18-H, Battery Road,
Singapore 1.

Dear Sir, .

Re: Proposed Rectification Proceedings
against Yap Kwee Kor t/a New Star
Industrial Co.

Registration No.29808 in Class 21

1. We thank you for your letter of the 10th

2. We do not agree with your observation that
there is no likelihood of confusion between ACE and
AGE and we are doubtful if the Registrar would be
prepared to proceed w1th our clients' application
on consent.

3. You will bear in mind that the public interest
is of paramount importance and we hold the view
that the sale of ACE and AGE side by side is not
conducive to the public interest having regard to
the close similarity between the get-up of the two
products. .

4, We have obtained evidence of five instances of
confusion when in response to an order for ACE
tooth brushes AGE tooth brushes were supplied.

5. We have already commenced rectification

. proceedings in the High Court and enquire if you

have instructioms to accept service of proceedings.
Yours faithfully,
Sd. Drew & Napier

c.C. Clients.

Exhibits

AB 12

Letter,
Plaintiffs'
Solicitors to
Defendant's
Solicitors

15th February
1971
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P 7 - List of Shareholders

List of persons holding shares in STAR
PLASTICS INDUSTRIAL COMPANY (PTE.) LIMITED on the
3lst day of January 1972 (being the date of the
retuxn or other authorised date) and amn account

of the shares so held.

B

Folio 1in NGmber
Register of shares
Ledger Names Addresses held by
Containing existing
Particulars members
6 STAR 25,Tai Yau Street, 168,000
INDUSTRIAL Sam Po Kong,
CO. LID. Kowloon, Hongkong.
6 LEUNG JHI 138, Waterloo .Rd. 216,000
HUNG Kowloon, Hongkong
7 KUO HSIEN 138,Waterloo Rd., 72,000
LEUNG (MRS.) Kowloon, Hongkong.
7 HUAT CHU Kam Fai Memsion, 72,000
LIANG (MDM.) Blk., B., 5th Fl.,
684 ,Macdonnell
Road, Hongkong.
8 LILIA Dragon View, 48,000
TONGSON Flat C2, 39-41,
(MRS.) Macdonnell Road,

Hongkong.

Dragon View, Flat _ 24,000
02, 39~41 Macdonnell
Road, Hong Kong

9 LIM KEE MING 2~5 Circular Rd. 10,000
’ o Stpore, 1.
9 LIM KEE CHIN - do - ' 10,000
10 LIM KEE HOCK - do =~ 10,000
10 LIM KEE SIANG - do - 10,000
11 CHNG PENG 40,Tiverton Lane, 10,000
SO0ON S'pore.

11 FOONG WENG 3, Hale Street, ©0,000
CHEONG Ipoh

12 LIM TECK LEE 2-5 Circular Rd. 250,000
& CO. LTD. S'pore. 1.

10
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Folio in ‘ ‘ Number
Register of shares
Ledger Names Addresses held by
Containing existing
Particulars members
12 JAP I SOE 11, Heppy Avenue, 120,000

Stpore. 13.

13 FALCON 32-B, South Bridge 120,000
ENTERPRISES Road,
(PTE.) 1LTD. S'pore. l.

1,200,000

Signature: Sd. Illegible

SUPREME COURT

SINGAPORE.
EXHIBIT P 7
in S8.102-71 Sd. Illegible
Date 20/6/72 Registrar.

AB 18

Letter, Plaintiffs' Solicitors to
Defendant's Solicitors

DREW & NAPIER

ACF/CYT/TM 773A-70 '
Your Ref: LAJS/EAM/313%/71

25th May 1972

Mr. L.A.J. Smith,
SINGAPORE.

Dear Sir,
Suit No. 102 of 1971.
Originating Motion No.2 of 1972
Star Industrial Co. Ltd. v.
Yap Kwee Kor t/a New Star
Industrial Co.

We have to give you notice that at approxi-
mately 3 p.m. on Thursday 25th May our clerk
Mr. Clement Tan purchased from Messrs. Guan Moh Chan

Exhibits
P7
List of
Shareholders
(conltsinued)

AB 18

Letter,
Plaintiffs'
Solicitors
to
Defendant's
Solicitors

25th May
1972
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AB 18

Letter,
Plaintiffs'
Solicitors to
Defendant's
Solicitors

25th May
1972

(continued)

P 28

Declaration
of Woo Po
Shing

Notary Public
19th July
1972

176.

of 110 East Coast Hoad, Singapore, a toothbrush by
exhibiting to the assistant in the shop a male ‘
Chinese, one genuine ACE Red A toothbrush in its
packet and requested to be supplied with one tooth-
brush of the same make.
the said shop assistant supplied one AGE toothbrush
of the manufacture or merchancisc of your clients
New Star Industrial Co. for which our Clerk paid
the sum of thirty cents.

Yours feithfully,

Sd. Drew & Napier
c.C. clients.
P 28 -~ Declaration of Woo Po Shing
Notary Public
TO ALL TO WHOM THESE PRESENTS SHALL COME:

I, WOO PO SHING
NOTARY PUBLIC

duly admitted, authorised and sworn, practising at
Victoria in the Colony of Hong Kong DO HEREBY
CERTIFY that I have this day examined the Paper
ertlng hereto ammexed and FURTHER CERTIFY that the
same is a true photostat copy of the Business
Registration Certificate No. 015889 of the Star
Brush Mfg. Co. alias "Star Industrial Co." of the
Colony of Hong Kong extracted from the record of
the Business Registration Office of Hong Kong.

IN TESTIMONY whereof I have
hereunto subscribed my name
and affixed my Seal of Office
this 19th dey of July One
thousand nire hundred and
seventy two.

Sd. Woo Po Shing
Notary Public
4 Hong Kong.
SUPREME COURT
SINGAPORE.
EXHIBIT P 28
in Suit 102-71
Date 2/10/72

Sd. Illegible
Registrar.

Stamp of Hong Kong
£3.00

In respuvnse to this request
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P9

Annlicotion for resistyrbion of trade

nark
~iibitis _ RUPRI Y OCURD, e
P9 ) horad i ;:"1}&‘“1‘&"%‘&
Avolication . 7 THE TRADS EARKS 4CT | g (0271 :
Zor registration (CHAPTER 206) s. e 72 o1
of trade wmark . Dete 20 — € - ¢ Begistrar,
“rd October I . '
1972 g In the Matter of an Application
. for the Registration of a Trade
¥iaxk of Star Industrial Company
. ' Limited.
2 I, the undersigned, being the duly appointed Registrar of Trade Marks
under Scction 3(1) of the Trade Marks Act, (Chapicr 206), hereby CERTIFY
that under date the 3rd day of December, 1969, an application was made by
STAR INDUSTRIAL CCAPAIY LINITFD, a Company incorporated in Hong Kong, of
25, Tal Yau Street, Son Po Xorg, Kowloon, Hong Kong, Manufacturers and
i Merchants, for the registration of a Trade Mark in Class 21, under No.
3 47884 in respeot of Brushes, and that such application is still pendirg.
i .
E The Trade Mark is limited to the colours as shown in the representation
J on the form of application, .
‘ A oopy of the said Trade Mark appears below.
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WITNESS my hand this 16th day

of June, 1972

Qry ——
(. A D2Rozmro)

Regiotror of Trade Varks
THE TR*"" *'*7KS RICISTRY, " Singopere

QKK s 1 N
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P QA Exhibits
Letter from Registrar of Trade Merks P oA
. Letter from
Registrar of
THE GOVERNMENT OF SINGAPORE Trade Marks
Tel., 32294 2nd October
1972 ‘

In reply please quote:
No. TM 47884

REGISTRY OF TRADE
MARKS & PATENTS,

11 Fort Canning Road,
Singapore 6

Republic of Singapore.
Date 2 October 72.

Messrs. Drew & Napier
Chartered Bank Chambers
Singapore 1.

Your Ref: MS/HS/S.47884/T.
Gentlemen

TRADE MARK APPLICATION NO. 47884
STAR INDUSTRIAL COMPANY LIMITED

1. With refereace to your application on Form
™ 48 dated 2nd October 1972, I enclose herewith
a General Certificate of the above trade mark
application for legal proceedings.

2. This certificate replaces the one issued by
me on the 16th June 1972 as I have been informed
that through a clerical error a wrong label
bearing the words Star Brusbh lMfg. Co. was affixed
to it now exhibited before the Court as Exhibit P9.
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Trade Marks

2nd October
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(continued)

180.

3. I confirm that Trade Mark Application No.
47884 is in the name of Star Industrial Company
Limited, (which name appears in the label in the
form of application), a Company incorporated in
Hong Kong of No.25, Tai Yeu Strect, San Po Kong,
Kow Loon, Hong Kong in respect of a Mark which is
now attached to my General Certificate for legal
proceedings dated 2nd October, 1972.

I am, Gentlemen
Your obedient servant : 10

Sd. N.A. D'ROZARIO
REGISTRAR OF TRADE MARKS

SINGAPORE.
ENC 1
/EC
SUPREME COURT
SINGAPORE
EXHIBIT P 9A

in S. 102-71 8Sd. Illegible
Date 2/10/72 Registrar. 20
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P 9B
Arvlicntion for rerintration of trnde
naxrk ’
e o gyan ” :
FatanRea), . ' Exnibits
ing yd? ‘H . Fo®
’ 1e7- . THE TRADE VAKKS ACT Application
Duta _i X I Reglatrar, (QLAPTER 206) ' for rezistration
—— . of trade maxk

In the Matter of an Application . c?ndAOC'tober
for the Registration of a Trade : 1972
X¥ark of Star Industrial Company
Limited

I, the undersigned, being the duly appointed Registrar of Trads larks

wnder Section 3(1) o the Trade Marks Act, (Chapter 206), hereby CERTIFY
that under date the 3rd day of Dececber, 1969, an application was zade

by STAR INDUSTRIAL COMPANY LIMITED, & Company incorporated in Hong Kong,

of 25 Tai Yau Street, San Po Kong, Kowloon, Hong Xong, banufacturers and
Yerchan ta, for the re(;latmtion of a Trade Mark in Class 21, wnder No,47684
in reapect of Brushes, and that such application is atill pendins.

The Trade Mark is limited to the colours as shom in the representation o
the fomm of application. .

A copy o.‘.‘ the said mde ¥ark appuu ‘o.low.

[ ga g - 'hﬁvv-—--—— TR,

r
4

Tee TH CRUSH

o.)ﬂ[\r: “‘D‘ p‘:n![\lL CCI'L. Dl

@ ,
LTI - = ¢
[ C
T 77:ar1“09 TVINLSAGNI ¥VLS S
e R Y U _ i orad

EEEY

Ind
‘.
|
v

.
Y I U S P I -

WITNESS my hnd this 2nd day
! of October 1972
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AB 1

Certificate No. 39808 as to propriet-
orship of toothbrushes

- REPUBLIC OF SINGAPORE
CERTIFICATE ISSUED UNDER SECTION 31 OF
THE TRADE MARKS ORDINANCE, (CHAPTER 185)

A G E

No. 39808
TO

MR. YAP KWEE KOR trading as YAP TRADING CO.

I HEREBY CERTIFY that under the provisions of
the Trade Marks Ordinance, your name has been
entered in Part B of the Register as proprietor of
the above numbered Trade Mark as from the 3rd day
of August, 1966, in Class 21 in respect of the
following goods:- Toothbrushes.

A representation of the Trade Mark is affixed
hereto.

Sd. (Illegible)

Registrar

TRADE MARKS REGISTRY,
SINGAPORE.

Registration is for anperiod of 7 years and may be
renewed at the expiration of this period and upon
the expiration of each succeeding period of 14 years.

Exhibits

AB 1

Certificate
No. 39808

as to
proprietorship
of
toothbrushes



IN THE JUDICIAL COMMITTEE
OF THE PRIVY COURCIL o NO. 11 OF 1974

ON APPEAL
‘FROM THE COURT OF APPEAL (CIVIL SIDE) OF SINGAPORE

BETWEEN :

STAR INDUSTRIAL COMPANY LIMITED Appellants
Z%Ealntlffs)
- and -
YAP KWEE XOR trading as Respondent
NEW STAR INDUSTRIAL COMPANY (Defendant)

RECORD OF PROCEEDINGS

Simmons & Simmons, Collyer-Bristow & Co.,
14 Dominion Street, 4 Bedford Row,
London, EC2M 2RJ. London WC1R 4DF.

Solicitors for the Appellsnts ‘Solicitors for the Respondent




IN THE JUDICIAL COMMITTEE No. 11 OF 1974
OF THE PRIVY COUNCIL

ON A PPEAL
FROM THE COURT OF APPEAL (CIVIL SIDE) OF SINGAPORE

BETWETEN

STAR INDUSTRIAL COMPANY LIMITED Appellants
(Plaintiffs)
_.and_
YAP KWEE KOR trading as Respondent
NEW STAR INDUSTRIAL COMPANY (Defendant)

CASE FOR THE APPELLANTS
CASE FOR THE RESPONDENT
RECORD OF PROCEEDINGS

Simmons & Simmons Collyer-Bristow & Co.
14 Dominion Street 4 Bedford Row
London ECZ2M 2RJ London WC1R 4DF

Solicitors for the Appellants Solicitors for the Respondent




