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EXCHANGE OF NOTES

BETWEEN THE GOVERNMENT OF THE

UNITED KINGDOM OF GREAT BRITAIN AND NORTHERN IRELAND

AND THE GOVERNMENT OF THE UNITED STATES OF AMERICA

CONCERNING THE AGREEMENT ON THE ANNEX ON

INTELLECTUAL PROPERTY RIGHTS OF 29 NOVEMBER 1995

No. 1

The Department of State of the United States of America to the
British Embassy at Washington

Washington
29 November 1995

The Department of State refers the British Embassy to the attached Annex on
Intellectual Property Rights initialled November 29, 1995, by representatives of the
Government of the United States of America and the Government of the United Kingdom
of Great Britain and Northern Ireland: The Department of State proposes that whenever
scientific and technical agencies of our governments enter into cooperative
agreements/arrangements, they will make best efforts to include the aforesaid Annex by
specific reference within those agreements/arrangements unless the agencies concerned
specifically agree otherwise.

If the foregoing proposal is acceptable to the Government of the United Kingdom
of Great Britain and Northern Ireland, the Department of State further proposes that
this note and the note in reply from the British Embassy shall constitute an Agreement
between the two governments, which shall enter into force on the date of the British
Embassy note in reply.

ANNEX I-INTELLECTUAL PROPERTY

Preamble

The Parties shall ensure adequate and effective protection of intellectual property created
or furnished under this agreement/arrangement and relevant implementing arrangements.
The Parties shall ensure that the relevant entities participating in activities under this
agreement/arrangement (hereinafter "cooperating entities") which may include the Parties
themselves, agree to notify one another in a timely fashion of any inventions or copyrighted
works arising under this agreement/arrangement and to seek protection for such intellectual
property in a timely fashion. Rights to such intellectual property shall be allocated as
provided in this annex.

Section I-Scope

A. This annex is applicable to all cooperative activities undertaken by the cooperating
entities pursuant to this agreement/arrangement, except as otherwise specifically agreed
by the cooperating entities.

B. For purposes of this agreement, "intellectual property" shall have the meaning found
in Article 2 of the Convention Establishing the World Intellectual Property Organisation,
done at Stockholm July 14, 19671.

C. This annex addresses the allocation of rights, interests, and royalties between the
cooperating entities. Each cooperating entity shall ensure that the other cooperating entity
can obtain the rights to intellectual property allocated in accordance with this annex.
Subject to this, the allocation between a Party and its cooperating entities, which shall
be determined by the Party's practices and national laws, shall not be altered or prejudiced
by application of this annex.

D. Disputes concerning intellectual property arising under this agreement/arrangement
should be resolved through discussions between the relevant cooperating entities or, if
necessary, the Parties. Upon mutual agreement of the Parties, a dispute shall be submitted

'Treaty Series No. 52 (1970) Cmnd. 4408.
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to an arbitral tribunal for binding arbitration in accordance with the applicablle rules
of international law. Unless the Parties or their designees agree otherwise in writing, the
arbitration rules of UNCITRAL shall govern.

E. Termination or expiration of this agreement/arrangement shall not affect the rights
or obligations created by this annex.

Section II-Allocation of Rights

A. Each cooperating entity, subject to the restrictions of Section III of this annex, shall
be entitled to a nonexclusive, irrevocable, royalty-free right in all countries to translate,
reproduce, and publicly distribute scientific and technical journal articles, reports and
books containing non-proprietary information directly arising from cooperation under
this agreement/arrangement. All publicly-distributed copies of a copyrighted work prepared
under this provision shall indicate the names of the authors of the work unless an author
explicitly declines to be named. Each cooperating entity shall have the right to review a
translation prior to public distribution.

B. Rights to all forms of intellectual property, other than those rights described in
Section II.A above, shall be allocated as follows:

1. Visiting researchers not involved in joint research which is subject to a
technology management plan made pursuant to paragraph II-B-2 below, such as
scientists visiting primarily in the furtherance of their education, shall receive
rights to any intellectual property resulting from their visit and work under the
policies of the host institution. In addition, each visiting researcher named as an
inventor shall be entitled to treatment as a national of the host country with
regard to awards, bonuses, benefits, or any other rewards.

2(a) For intellectual property created during joint research, the cooperating
entities shall jointly develop a technology management plan. The technology
management plan shall consider the relative contributions of the cooperating
entities, the benefits of licensing by territory or for fields of use, requirements
imposed by the Parties' domestic laws, and other factors deemed appropriate.
The initial research cooperation arrangement may include the technology
management plan for that specific cooperation. The technology management plan
shall address at least the following issues:

(i) ownership of any intellectual property created during the joint research;

(ii) the scope of any licenses to use the intellectual property;

(iii) allocation of responsibilities for protecting and enforcing rights in the intellectual
property;

(iv) arrangements for commercializing the intellectual property, including rights to
revenues derived therefrom.

2(b) If the cooperating entities cannot reach agreement on a joint technology
management plan within a reasonable time not to exceed six months from the
time a cooperating entity become aware of the creation of the intellectual property
in question, the Parties shall resolve the matter in accordance with the provisions
of paragraph I.D. Pending resolution of the matter, such intellectual property
shall be owned jointly by the cooperating entities, but shall be commercially
exploited (including product development) only by mutual agreement.

2(c) A specific programme of research will be regarded as joint research for
purposes of allocating rights to intellectual property only when it is designated
as such in writing by the cooperating entities; otherwise, the allocation of rights
to intellectual property will be in accordance with paragraph II.B.I.

2(d) In the event that a Party believes that a particular joint research project
under this agreement/arrangement will lead, or has led, to the creation or furnishing
of intellectual property of a type not protected by the applicable laws of one
of the Parties, the Parties shall immediately hold discussions to determine the
allocation of the rights to the said intellectual property; the joint activities in
question will be suspended during the discussions, unless otherwise agreed by the
Parties. If no agreement can be reached within a three month period from the
date of the request for discussions, the cooperating entities shall cease their
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cooperation in the project in question. Notwithstanding paragraphs II.B.2.a and
II.B.2.b, rights to any intellectual property which has been created will be resolved
between the Parties in accordance with the provisions of paragraph I.D.

Section III-Business Confidential Information

In the event that information identified in a timely fashion as business-confidential is
furnished or created under this agreement/arrangement, each cooperating entity shall
protect such information in accordance with applicable laws, regulations, and administrative
practice. Information may be identified as business-confidential information if a person
having the information may derive an economic benefit from it or may obtain a competitive
advantage over those who do not have it; the information is not generally known or
publicly available from other sources; and the owner has not previously made the
information available without imposing in a timely manner an obligation to keep it
confidential. Without prior written consent, the receiving cooperating entity may not
disclose any business-confidential information provided to it by another cooperating entity
except to appropriate employees and government personnel. If expressly agreed between
the cooperating entities, business-confidential information may be disclosed by the receiving
cooperating entity to prime and sub-contractors. Such disclosures shall be for use only
within the scope of their contracts with their cooperating entities relating to cooperation
under this agreement/arrangement. The cooperating entities shall impose, or shall have
imposed, an obligation on those receiving such information to keep it confidential. If
one of the cooperating entities becomes aware that, under the laws or regulations applicable
to it, it will be, or may reasonably expected to become, unable to meet the non-disclosure
provisions, it shall immediately inform the other cooperating entity. The cooperating
entities shall thereafter agree on an appropriate course of action.
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No. 2

The British Embassy at Washington to the Department of State of the United
States of America

Washington
29 November 1995

NOTE NO. 114

The Embassy of the United Kingdom of Great Britain and Northern Ireland ("the
Embassy") presents its compliments to the Department of State of the Government of
the United States of America ("the Department") and has the honour to acknowledge
receipt of the Department's Note of 29 November 1995.

[As in No. 1]

The Embassy further wishes to inform the Department that it accepts the proposals
in the aforementioned Note concerning the Annex on Intellectual Property Rights, and
specifically that whenever scientific and technical agencies of the Governments of the
United States and the United Kingdom enter into cooperative agreements/arrangements,
they will make best efforts to include the aforesaid Annex by specific reference within
those agreements/arrangements unless the agencies concerned specifically agree otherwise.

The Embassy has the honour to acknowledge that the Department's Note and the
Embassy's reply contained in this Note, shall constitute an Agreement between the two
Governments, which shall enter into force on the date of the Embassy's Note.

Printed in the United Kingdom by The Stationery Office
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